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PART I 


PICTURE TRADE-MARKS 
By Abraham S. Greenberg* 


Of all the pictorial devices men have used to tell people what they have to sell, 
the multi-striped red and white barber pole and the pawn shop’s three gold balls 
are probably the most familiar. It is but necessary to mention the nature of the sign 
hanging outside a place of business to appreciate the character of the business. 
The familiar spectacles or watch; the giant shears or revolver; the horseshoe or top 
hat; the pig or handsaw; the boot or tennis racquet or full size fish; these are all 
signs which at one time were in vogue. Like the Indian statue outside the cigar 
store, they are all virtually museum pieces. 

Today, however, there are other pictorial symbols. The magnetism of these 
following picture symbols is best evidenced by a personal guessing contest. The 
reader is challenged to determine his ““Trade-Mark I.Q.” in this simple test. The 
following pictures listed have respective products. What are they?** First, some 


animals: 


* New York Bar; D. C. Bar; Member Board of Directors and Public Information Com- 
mittee of U. S. Trade-Mark Association; Contributing Editor of Trade-Mark Reporter. 


** Animal-branded Products 


Human-branded Products 


1—-Cigarettes 
2—Whiskey 
3—Whiskey 


4—Record Players 


5—Orange Juice 
6—Whiskey 
7—Busline 
8—-Gasoline 
9—Borax 
10—Movies 


11—Milk 
12—Cigarettes 
13—Newsreel 
14—Handkerchief 
15—Rubberheels 
16—Railroad 
17—Trucks 
18—Cleanser 
19—Cigars 
20—Oranges 


21—Cleanser 
22—Chocolate 
23—tTires 
24—Cough Drops 
25—Cigarettes 
26—Flour 
27—Paint 
28—Peanuts 
29—Bottled water 


Penguin (1) 

Two Scotties (2) 

White Horse (3) 

Dog and Phonograph (4) 
Bear (5) 

Seal (6) 

Greyhound (7) 

Winged Horse (8) 

Mule Team (9) 

Lion (10) 


Now, some humans: 


Dutch Girl (21) 

Quaker Girl (22) 

Boy in pajamas holding candle (23) 
Two Bearded Men (24) 

Bell Hop (25) 


Cow (11) 

Camel (12) 

Rooster (13) 

Parrot (14) 

Cat (15) 

Sleeping Kitten (16) 
Bull Dog (17) 
Chick (18) 

White Owl (19) 
Goose (20) 


Aunt Jemima (26) 

Dutch Boy (27) 

Mr. Peanut (28) 

Fairy looking at pool (29) 
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The tremendous appeal of picture type trade-marks will be clear after the 
above test is taken. The honor of being the first trade-mark registration under the 
first Federal Trade-Mark Act of 1870 went to a picture trade-mark. Trade-Mark 
Registration No. 1 registered on October 25, 1870 related to paint, and was a truly 
patriotic symbol of the lusty and young U.S.A. 


T. M. Reg. 1 


Despite this auspicious beginning there does not appear to exist a weighting in 
favor of picture type trade-marks in the published trade-marks of the Official Gazette 
of the U. S. Patent Office. For example, 25 years ago in the O.G. of Feb. 23, 1926 
only 34 out of 360 published marks were pictures; in Feb. 18, 1941 there were 10 
pictures out of 189 published marks; in the Feb. 20, 1951 issue there were 20 picture 
marks out of a total of 300. These low percentages of published picture trade-marks 
are in marked contrast to almost 50% picture trade-marks found in a collection of 
stories behind the most famous modern trade-marks. This fascinating study “The 
Public Accepts” by I. E. Lambert! should be better known to students of trade-marks. 


ADVANTAGES OF A PICTURE TRADE-MARK 


Why choose a picture type of trade-mark? Here are some highly important 
advantages in such a trade-mark: — 


A—lIt is an advertisement; it helps sell the product or service. A picture will 
provide interesting themes for promotion and advertising campaigns.” 


B—Unique and striking identification of the source of the product is provided; 
the manufacturer is visually identified. The product or service acquires 
a distinct personality.% 


C—The motif of the picture assumes a guarantee of the quality; the firm’s integ- 
rity is vouched for. The picture symbolizes the virtues of the product thereby 
acting as an effective merchandiser.* 


1. Published in 1941 by The University of New Mexico Press at Albuquerque, New 
Mexico. William Allen White states of this book in introduction, that it should be read by 
all those interested in advertising as a science, and those psychologists who want to know how 
the wheels go round inside of the American mind. 

2. See the Jan. 1951 issue of “The Advertiser,” all devoted to trade-marks as adver- 
tising media. 

3. “Johnnie Walker” trade-mark reviewed in article entitled ““Most Famous Scot in U. S. 
is old trade-mark”—Printers Ink, Jan. 19, 1951, pages 36, 37. 
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D—The export market, particularly in the Orient, reacts favorably to a picture 
mark. No problem of language translation is encountered. 

E—Television is uniquely the medium for picture trade-marks. The animation 
or cartoon treatment of picture trade-marks is highly effective in television.* 


DESCRIPTIVE OR GENERIC PicTURE SYMBOLS 


It seems self-evident that any picture symbol which is primarily merely de- 
scriptive of the product or service with which it is to be identified, is a very poor 
investment. For example, a revolver or a hat or a tennis racquet would be a poor 
trade-mark for a revolver firm, hat firm or tennis racquet firm respectively. Any 
other firm in the same field would have an equal right to use such a picture. 
Accordingly, a firm could never acquire an exclusive right to use such a descriptive 
or generic picture as a trade-mark. 

That is precisely what decisions in the U. S. Patent Office and in the Federal 
Courts have ruled. To illustrate: an applicant in the U. S. Patent Office sought 
to register the picture of a corn plaster as a trade-mark for corn plasters. Regis- 
tration was, of course, refused. The picture of a fish, in another case, was refused 
registration as a trade-mark for fishing lines. Similarly, the picture of a maple leaf 
was refused registration as a trade-mark for maple syrup. There have been many 
cases of this type decided by the U. S. Patent Office as well as by the Federal 
Courts. There is no point in listing all these decisions, since the few illustrations 
given adequately illustrate the point. The trade-mark texts® include many de- 
cisions. 

A recent Patent Office case of this type is found in Ex parte Gotham Hosiery 
Co. Inc.’ The applicant sought to register as a trade-mark for hosiery, a hosiery- 
covered leg mounted on a pedestal. The applicant maintained that this was not 
the usual case of a trade-mark being the ordinary picture representation of an 
article offered for sale by a trader, since the hosiery-covered leg was pictured in an 
arbitrary and distinctive manner. The Commissioner’s decision stated :— 


“Nothing can be more descriptive of hosiery than an illustration of hosiery and 
a mere representation of the merchandise cannot be adopted as a trade-mark.” 


The precise position of the hosiery clad legs; the display on a pedestal; these were 
not considered features sufficiently arbitrary and distinctive as in themselves to 
indicate origin or ownership of the goods to which they were affixed. The Com- 
missioner referred to several decisions which are in conformity.® 


4. See “Tide” for Feb. 16, 1951, page 16 for an illustration of animation or cartooning 
of a trade-mark character. In this case the Dog of the famous Dog and Phonograph trade- 
mark is animated. 

. Ex parte Spoo, 1902 C. D. 363; 101 O. G. 661. 

6. W. D. Shoemaker (1931), ““Trade-Marks”; Vol. 1, p. 238. H. D. Nims (4th Ed.), 
“Unfair Competition and Trade-Marks”; Vol. 1, pages 606, 7, 8. J. L. Hopkins, “Trade- 
Marks” (4th Ed.), pages 139, 141. R. Callmann, “Unfair Competition and Trade-Marks” ; 
Vol. 2, pages 905-909; 1164-1169; 1226. L. Amdur, “Trade-Mark Law and Practice” (1948), 
pages 120-124. 

7. 82 U.S. P. Q. 163, July 26, 1949. 

8. Jantzen Knitting Mills v. Samuel Herlich, et al.; 24 T. M. R. 48. This case refused 
to recognize an exclusive trade-mark right in the picture of a bathing suit worn by a girl in 
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Tue “Morttir” Type or PicrurE TRADE-MARK 


What then is a satisfactory picture trade-mark? The quick answer is that it 
should be “suggestive” and not descriptive. However, some reflection will show 
that a picture trade-mark may be “suggestive” and registrable and a valid trade- 
mark, and yet be a “weak” trade-mark. That is, the area of protection of the 
mark may necessarily be small due to the close tie-in with the product pictured in 
the trade-mark.® At a later point there will be considered decisions of this type. 

The “motif” or “story” type of picture trade-mark provides, it is believed, a 
“strong” trade-mark. This view has been presented by Rudolf Callmann?® in 
connection with the world-famous “motif” trade-mark consisting of a Dog looking 
attentively at a phonograph accompanied by the phrase “His Master’s Voice”. This 
trade-mark, originally adopted for phonograph records and record players, literally 
told a story. It had a motif or concept which was capable of wide protection. 

Two illustrations will suffice. In the Austrian Patent Office, in 1911, cancella- 
tion of a registered trade-mark similar to the Dog and Phonograph trade-mark was 
ordered, despite the fact that the adverse mark had a fox replacing the dog and 
the words “His Master’s Voice” were omitted.1! In the German Patent Office, 
in 1912, registration was refused a trade-mark for talking machines in which a dove 
with outstretched wings was located in front of the phonograph horn in place of 
the dog.!2 In both of these cases the tribunal stressed the fact that the general 
impression of the compared marks was the same. The fact that in each mark the 
characteristic feature was a phonograph and the picture of a listening animal was 
sufficient to make the after-impression of each so similar to that of the other as to 
cause confusion. 

Other “motif” picture marks which can be referred to are the Fisk Tire Co., 
sleepy boy in pajamas holding a candle in one hand, and his other hand resting 


the act of diving, on the ground that there was an attempt to monopolize a characteristic use 
of the bathing suit. Other cases cited were: Jantzen, et al. v. Spokane, et al., 44 F. (2) 656; 
4 U. S. P. Q. 194; Ex parte Cooper Underwear, 130 Ms. D. 325; Ex parte Thompson Piano, 
1 T. M. R. 523; Ostermoor, et al. v. Rose, et al., 5 F. (2) 268. See, also, Bickmore Gall 
Cure Co. v. Karns, et al. (Pa., 1903), 126 F. 573, where the figure of a horse on a horse 
salve cure was considered generic. 

9. Picture of a woman pouring from a can into a toilet bowl not infringed by picture 
of a girl pouring product from can into toilet bowl. Hygienic Producis Co. v. Judson Duna- 
way, 178 F. (2) 461, where C. C. A.—1 held that while the plaintiff’s trade-mark was valid, 
yet it was not infringed. See, also, Jantzen, et al. v. Horlich, et al., 24 T. M. R. 48 (1934, 
E. D. Pa.), where the “diving girl” trade-mark was limited in scope 

10. R. Callmann (Vol. 2), “Unfair Competition and Trade-Marks,” page 1226. 

11. Austrian Patentbatt, 1911, p. 982; see also page 353 of Vol. 7 (1911) of Trade-Mark 
Bulletin of U. S. Trade-Mark Association. 

12. See T. M. Bulletin of U. S. Trade-Mark Assoc., Vol. 8 (1912), pages 172, 173. 
There were several other instances in which the German Patent Office recognized the con- 
cept of the listening Dog trade-mark, and protected it even though another animal replaced 
the Dog. The Dog and Phonograph trade-mark prevailed in the following cases, though the 
dog was replaced by a lion (1908); by a dancing bear (1909; 1911); by a parrot (1911); 
by a fox (1909); by a bird Phoenix (1911); by a hare playing violin in company of singing 
birds (Prussian Ct. of Appeals, 1922); by a man playing a flute and a dog (Supreme Ct. of 
Berlin, 1920). There were some cases where a trade-mark was held confusingly similar even 
where the phonograph was replaced by another device. For example, where the dog sat in 
front of a photographer with apparatus (1912); where the dog sat on the shore of a lake 
waiting for “His Master’s Arrival” (1913). (The writer is indebted to Rudolf Callmann, 
Esq. of the New York bar for these illustrations from the German Patent Office.) 
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on a tire. The fairy looking into the pool of water at her reflection is still another 
example of the “story” type of trade-mark. 


THE ProtTecTION oF PicruRE MARKS 


The problem of confusing similarity between picture trade-marks arises in two 
tribunals. In the Patent Office there is challenged the right to register a trade- 
mark over a prior registered or unregistered trade-mark. ‘The matter may arise 
ex parte, or in opposition or cancellation proceedings. In the Federal Court the 
right to use, a challenged picture trade-mark is tested in an infringement proceed- 
ing. The decisions now to be analyzed will be discussed on this basis. 


There are certain factors which a Federal Court must consider where the 
defendant’s right to use a trade-mark is involved. Such factors are not considered 
in the Patent Office, or its appellate tribunals, where the right to register a trade- 
mark is involved. For example, in cases involving the right to register there are 
these principles which are established :— 


1) All doubts are resolved against the newcomer. 


2) No evidence attacking the validity of the prior registered mark will be 
considered. 


As a consequence apparently contrary viewpoints occur, and it is, therefore, 
most useful to segregate decisions on the basis used herein. 


DECISIONS INVOLVING THE RIGHT TO REGISTER 
Ex Parte Cases 


In each of the following ex parte cases, by no means exhaustive, the applicant 
sought to register his picture trade-mark in the U. S. Patent Office. The rejection 
in each case was on a prior registered picture mark. The consideration of the 
right to register in an ex parte case is restricted to a comparison of the applicant’s 
trade-mark and the prior registered trade-mark, no other evidence being available 
as would be the case in inter partes proceedings. In at least one of these cases the 
applicant appealed from the ruling of the Commissioner of Patents to the appellate 
tribunal (Court of Appeals of D.C. at that time) .1?-5 


In re John Braadland Ltd., 37 App. D.C. 602; 1912 C.D. 432 


In this early case the applicant sought to register as a trade-mark for 
canned fish a picture showing an erect bear shooting a rifle. Registration was 
refused on a prior registered trade-mark for the same goods showing a bear on 
all fours looking into a lake from its bank. The Court of Appeals of D.C. em- 
phasized the rule that all doubt, if any existed, should be resolved in favor of 
the prior registration. The bear was dominant in both marks despite differ- 
ences in detail. The Court, therefore, affirmed the Patent Office refusal. 


12.5. For an exhaustive collection of decisions on “similarity” see W. D. Shoemaker, 
“Trade-Marks,” Vol. 1, pages 423 to 500. 
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Ex parte E. R. Oden, 1919 C. D. 39; T. M. R. 319 


Seeking to register the picture of a swimming duck for paint, the applica- 
tion was refused on prior registrations of trade-marks showing representations 
of ducks. The Commissioner affirmed the rejection on the ground that pur- 
chasers would not notice the differences in the compared duck pictures. 


Ex parte Fox, 1 U.S. P. Q. 234 (1929) 


The applicant Fox sought to register the picture of a bear standing on a 
block of ice as a trade-mark for mints, but his application was rejected on a 
prior registration of a trade-mark essentially consisting of an upright bear 
holding a stick of candy in his hand. The Commissioner affirmed this re- 
jection, ruling that the bear dominated in both marks. 


Ex parte Fleetwood Coffee, 38 T. M. R. 597 (May 1948) 


The picture sought to be registered as a mark for coffee was the silhouette 
of a streamlined gazelle-like creature in full flight leaping across a large orb. 
Registraticn was refused on a registered mark showing an antelope’s head 
within a circle with the word “Antelope”. Affirming the refusal, the decision 
pointed out that it was well established that a representation of an animal was 
confusingly similar to a representation of the same or even a somewhat diff- 
erent animal.!* Differences in details, or the absence of. a dynamic character 
in the picture of the prior trade-mark, were held not capable of changing the 
fact that both pictures showed similar animals. 


Ex parte Philadelphia Textile Finishers, 87 U. S. P. Q. 221 (Nov. 11, 1950) 


Registration was sought for cotton fabrics of a trade-mark consisting of 
four marching guardsmen and the words “Flame Foil Guardsman.” Rejection 
of the application was based on prior registrations. One of these was for the 
word “Guardsman.” Another was for the picture of a man in middle ages 
garb holding a sword, the picture having associated the word “Guard.” The 
Commissioner felt that an impression was conveyed much the same as by 
applicant’s mark. 


Ex parte Goodall-Sanford Inc., 41 T. M. R. 188 (Feb. 1951) 


The picture sought to be registered in this case as a trade-mark for 
textiles consisted of a prominent pictorial design representing ocean waves, 
topped by the words “Palm Wave.” The prior registration consisted essen- 
tially of the words “Ocean Wave.” The rejection was sustained on the 
ground that the design depicting ocean waves and the registered words “Ocean 
Wave” signified one and the same thing.!4 


INTER PARTES CASES 


In the following partes cases the proceeding may be an opposition or a can- 
cellation. In the former the applicant for registration is opposed on the basis of a 


13. Gilmore Oil v. Wolverine, et al., 69 F. (2) 532 cited in support. This case is dis- 
cussed at a later point. 
14. Where a prior registration includes a pictorial word, the name would include the 


representation. See In re Dutch Maid, et al., 95 F. (2) 262 (C. C. P. A.). 
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prior registered trade-mark or a prior common law (unregistered) trade-mark. In 
the case of a cancellation proceeding a registered trade-mark is sought to be can- 
celled or expunged from the trade-mark register by a prior registrant or by the prior 
user of an unregistered trade-mark. In these cases, unlike the ex parte cases, there 
usually is presented to the Patent Office tribunal a considerable amount of evidence 
bearing on the issue of confusing similarity of the trade-marks. It has been deemed 
advisable to segregate the decided cases (by no means exhaustive) into three groups 
viz., Commissioner of Patents, Court of Customs and Patent Appeals and its appel- 
late predecessor Court of Appeals D. C. 


CoMMISSIONER’S DECISIONS 


U.S. Graphite v. Bomhard, 1907 C. D. 115, 127 O. G. 3215 


In this early opposition proceeding the Commissioner reached the conclu- 
sion that the notations “Crow” and “Raven” each associated with a picture 
of a bird were not confusingly similar. That this decision is not in line with the 
current trend was pointed out in the later decision (discussed below) of Mason 
v. Hawley & Hoops involving a similar pair of marks.15 


Independent Oil Co. v. U. S. Refining, 11 U.S. P. Q. 180 (1931) 


This was a cancellation proceeding in which the petitioner for cancellation 
Independent Oil sought to cancel a registered trade-mark consisting of the pic- 
ture of a “Thunderbird.” The prior registration of petitioner showed an eagle 
with outstretched wings, and the petition to cancel was sustained. 


Grand View Heights Citrus Assoc. v. M. Egan et al., 12 U.S. P. Q. 129 (1932) 


The applicant sought to register the picture of a running hare as a trade- 
mark for fresh fruit. The opposer, who was sustained in this proceeding, relied 
on its prior trade-mark showing the representation of a bunny. 


White Horse Distillers Ltd. v. Berson, 36 U.S. P. Q. 208 (1938) 


The Commissioner sustained the opposition of White Horse Distillers to 
registration of a trade-mark for whiskey consisting of the picture of a stallion 
rearing up on its rear legs and words “Silver Stallion.” The opposer relied 
on its “White Horse” trade-mark whether or not accompanied by the picture 
of a white horse. 


James Buchanan & Co. v. Hamburger Co., 36 U.S. P. Q. 268 (1938) 


The applicant sought to register the representation of a dog in a circle 
and the words “Black Scot” for a Scotch whiskey trade-mark. The opposer, 
who prevailed, relied on the picture of two dogs and the words “Black and 
White.” 


Belding Heminway Co. v. E. P. Reed & Co., 36 U.S. P. Q. 298 (1938) 


The applicant Reed sought to register as a trade-mark for shoes the pic- 


15. The early decision followed that of W. A. Gaines v. Carlton, 1906 C. D. 731, 27 
App. D. C. 573 wherein the Ct. Appeals D. C. held “Old Crow” not confusingly similar to 
“Old Jay Rye.” See footnote 17. 
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ture of a kitten’s head with four paws below it. The successful opposer ‘relied 
on its registered trade-mark for hosiery, consisting of a picture showing a kit- 
ten’s head and a spool of thread accompanied by the word “Corticelli.” 


The Alligator Co. v. Larus & Brother Co. Inc., 40 T. M. R. 872 (Oct. 1950) 


Seeking to register as a trade-mark for tobacco products the caricature of 
an alligator walking on its hind legs, carrying a cane and cigarette and blowing 
smoke rings, the applicant was opposed by opposer who used the word “Alli- 
gator” for rainwear and sportswear. In its display pieces opposer had used a 
caricature of an alligator in various poses. The Commissioner’s decision pointed 
out that the difference in the respective goods was such that likelihood of con- 
fusion, mistake or deception was not established.'® 


Mason, et al. v. Hawley G@ Hoops, 40 T. M. R. 856 (Oct. 1950) 


Applicant sought to register the word “Ravens” for candy under the Act 
of 1905. Opposed by the owner of “Black Crows” for the same goods who 
contended that confusion was likely, because of the meaning necessarily attrib- 
uted to the two words, each creating an identical “mental image” to-wit, that 
of a big black bird. Opposer had displayed on its packages the picture of a 
large black bird. The Commissioner held that “no distinction would be made 
as between the word ‘raven’ and the picture of the large black bird on op- 
poser’s packages.”!7 


Helena Rubenstein v. Hudnut, 88 U.S. P. Q. 47 (Jan. 13, 1951) 


The mark “Angel Choir” had been registered for perfume. Petitioner for 
cancellation relied on a registration for a trade-mark consisting of a picture of 
stars and an angel and the words “‘Heaven-Sent.” It, also, had used so-called 
angel cakes of soap with the phrase “Heaven Sent Soap Choir.” The Com- 
missioner sustained the petition, and ruled that the pictorial representation of 
an angel formed a prominent part of petitioner’s registration. Therefore, the 
mark had the same effect that it would have had if the “Angel” had been 
incorporated by word. 


Chen Yu Inc. v. Amour & Co., 88 U.S. P. Q. 118 (Jan. 20, 1951) 


Here the applicant was permitted to register “Dial” as a trade-mark for 
bath and toilet soap despite the opposer’s argument that his registrations each 
showed the pictorial equivalent of a dial or clock face. The opposer’s registra- 
tions included “All Day” as the significant part of mark, while the pictorial 
representation of the face of a timepiece was a background. Held that no con- 
fusing similarity existed. (Compare to Helena Rubenstein case.) 


Sealy Inc. v. Hartford Mattress Co. Inc., 88 U.S. P. Q. 229 (Feb. 3, 1951) 


The registration sought to be cancelled by Sealy comprised the picture of 
a girl seated on a hilly cloud, the girl’s arms outstretched and hair streaming 


16. This case arose under the Act of 1946 whose Sec. 2d omits reference to “goods of 
same descriptive properties” found in Act of 1905. Nevertheless, the goods of the respective 
parties must be compared. 

17. The Commissioner cited American Fruit Growers v. Michigan Fruit Growers, 38 
F. (2) 696; Grant View, et al. v. M. Egan, et al., 12 U. S. P. Q. 129; James Buchanan, et al. 
v. Hamburger, 36 U. S. P. Q. 268; White Horse Distillers v. Berson, 36 U. S. P. Q. 208. He, 
also, distinguished from the old U. S. Graphite case. 
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and wearing a bathing suit. The words “Aeromatic” appeared under the girl 
and over the mattress. The petitioner had used a picture of a girl lying flat 
sleeping on a cloud, and the slogan “Sleeping on a Sealy is like sleeping on a 
cloud.” The petitioner argued that its mark was a “motif mark” which was 
used to convey a particular idea, and that the common motif was the girl on 
a cloud. The petition was denied, since it was held that the petitioner’s mark 
conveyed the idea of sleeping on a cloud, whereas the registration had as its 
idea riding on a cloud and the picture indicated motion and wide-awakeness. 
No likelihood of confusion existed.'® 


Decisions of Court of Appeals, D. C. 


Since this appellate tribunal preceded the Court of Customs and Patent 
Appeals in appellate jurisdiction from the U. S. Patent Office, the decisions of 
the court are considered before considering those of the C. C. P. A. 


Wayne County Preserving v. Burt Olney Canning, 32 App. D. C. 279; 1909 C. D. 
318 


In this opposition proceeding the Court was called upon to compare two 
pictorial trade-marks which had many differences. One trade-mark was the 
bust of a colonial officer; the other was the full figure of a colonial officer bear- 
ing the name “Col. Willett.” The faces of the figures were not alike. The 
Court nevertheless ruled that they were confusingly similar; both included a 
“colonial officer” idea. 


The Royal Tailors v. J. M. Robinson, et al., 1916 C. D. 203; 45 App. D. C. 14 


In this opposition proceeding the contesting picture trade-marks for cloth- 
ing related to tigers. One mark showed a full length outstretched figure of a 
tiger; the opposer’s mark consisted of a tiger’s head in a circle and the words 
“Tiger Brand.” The marks were held confusing similar. 


Great Bear, et al. v. Bear Lithia, et al., 1916 C. D. 217; 45 App. D. C. 305 


This case was actually an interference proceeding to determine who was 
entitled to have a registration issue. The marks involved were a polar bear 
and a black bear. Differences in the appearances of the bears were not con- 
sidered material. 


Aunt Jemima Mills v. Kirkland, et al., 1919 C. D. 162, 48 App. D. C. 248 


The opposer was the owner of the famous “Aunt Jemima” picture trade- 
mark showing the head of a laughing negress wearing a bandanna on her head 
and a spotted shawl around the neck. The applicant sought to register the 
picture of the head of a laughing male negro wearing a colonial type hat, and 
holding in his hands adjacant his mouth a slice of watermelon. Sustaining the 
opposition, despite many differences in the contending marks, the Court said: 


“It would be difficult to imagine a more flagrant violation of the statute than 
the one here presented. The red core of the watermelon with its seeds spots, 
held under the chin of the negro, is a good reproduction of the red bandanna 
with its spots, tied around the neck of the negress.” 


_ 18. The Hygienic Products v. Judson Dunaway, 178 F. (2) 461 (C. C. A. 1)—was 
cited as relevant. 
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Aunt Jemima Mills v. Blair Milling, 1921 C. D. 173; 50 App. D. C. 281 


In this opposition proceeding the “Aunt Jemima” picture trade-mark (de- 
scribed above) opposed a picture mark which included even more differences 
than in the Kirkland case. The applicant’s mark consisted of the full length 
figure of a male negro cook holding a platter of steaming pancakes. The Court 
sustained the opposition stating: 


“Where there is doubt about the identity of two marks, the doubt will be 
resolved against the one last in the field.” 


Tupelo Cotton Mills v. American Bleached Goods, Inc., 55 App. D. C. 286; 1925 
C. D. 219 


The question was whether representations of two birds, one a bluebird and 
the other a tanager, used for textiles were similar. The Court said, ‘“To the 
average person these goods would be bird goods, and would not be known as 
bluebird or tanager goods.” 


Edgar-Morgan Co. v. Anderson, 57 App. D. C. 359; 1928 C. D. 75 


Petitioner, a dealer in stock feed, used a trade-mark consisting of the words 
“Old Beck” over a red disk on which appeared a mule’s head. He was held 
entitled to have cancellation of the trade-mark “Creamo” placed above a circle 
containing a mule’s head, where the latter mark was used on oats for use as 
stock feed. The registrant had not distinguished its mark from that used by the 
petitioner as is required of traders using descriptive elements of another’s mark. 


Decisions oF C. C. P. A. 


American Fruit Growers, Inc. v. Michigan Fruit Growers, Inc., 17 C. C. P. A. 906; 
38 F. (2) 696 (1930) 


The mark consisting of the word “Michigander” with representations of 
different kinds of fruit enclosed in a double circle and the representation of a 
goose in white upon a black and white background used on goods of the same 
descriptive properties as a trade-mark consisting of the words “Blue Goose” 
appearing immediately above the representation of a blue goose enclosed in a 
double circle, was held not sufficiently distinguishable to warrant its registra- 
tion under the Trade-Mark Act of Feb. 20, 1905. The goose was the common 
pictorial feature of both trade-marks. 


Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining Co., 69 F. (2) 532; 21 
C. C. P. A. 943 


C. C. P. A. ruled that the opposer’s symbol, the head of a wolf and the 
words “Wolf’s Head” for lubricating oil, was adequate ground to stop regis- 
tration of “Lion’s Head” for the same goods. Purchasers, said C. C. P. A., due 
to the arbitrary and peculiarly fanciful character of the mark, would likely 
have in mind only that the oil they desired was known as an animal’s head 
motor oil. Under such circumstances the involved marks, although somewhat 
different in appearance and sound, would have the same meaning. The result 
would be that registration and use by applicant would confuse the purchasing 
public. 





11 T.M.R. PICTURE TRADE-MARKS 
ne 


International Latex Corp. v. I. B. Kleinert Rubber Co., 104 F. (2) 382, 383 (C. C. 
P. A—June 1939) 


Two trade-marks consisting essentially of crawling babies wearing panties 
were found confusingly similar. Baby’s posture was the same in both marks. 
Doubts were resolved against the newcomer. 


D. ]. Bielzoff Products Co. v. White Horse Distillers, 107 F. (2) 583; 27 C. C. P. A. 
722 


Question was whether “Red Horse” trade-mark for alcoholic beverages 
should be registered over the opposition of the famous trade-mark “White 
Horse” and the picture of a white horse for whiskey. C. C. P. A. held that 
those familiar with “White Horse” whiskies might readily believe that “Red 
Horses” cordials, liqueurs, brandies, have the same origin. The test was whether 
the casual purchaser would be likely to be confused by the concurrent use of 
the marks on the goods of the respective parties. 


Crown Overall Mfg. Co. v. Bee-Bee Frocks, Inc., 88 U. S. P. Q. 499 (Mar. 24, 
1951) 


The applicant sought to register a picture trade-mark for children’s gar- 
ments. This was a bee wearing a dress and having wings. The bee’s head 
was that of a little girl with feelers, between which appeared a small crown. 
The opposer relied on registrations of the word “Crown” and picture of crown. 
C. C. P. A. held that the crown symbol in the picture was inconspicuous. “We 
doubt that the presence of the symbol on the doll head of applicant would 
bring to the mind of purchaser of applicant’s goods a thought of opposer’s 
name or mark.” 


DEcISION OF FEDERAL Court (R. S. 4915) 


Hawaiian Pineapple Co. v. Marzall, 40 T. M. R. 701 (Sept. 1950), D. C. of Dist. 
Col. ) 


The plaintiff sought to compel the Commissioner of Patents to register its 
trade-marks for canned fruit juice. These marks were animated prunes (or 
apricots) toasting each other with goblets; the prunes (or apricots) had human 
appearances. In the Patent Office oppositions were sustained on registrations 
showing a group of three animated figures each consisting of a full body por- 
tion having legs and arms and a head formed of a fruit or other round object, 
and each carrying a goblet. The Court pointed out that the plaintiff's mark 
should be registered, since the use of animated figures of fruits and vegetables 
was general, and that the features of similarity between the contesting marks 
were minor in character and in common use.!® 


Decisions INVOLVING THE RIGHT To USE 


The cases to be considered now are, of course, infringement suits in the Federal 
Courts. The primary question in such cases was whether the defendant’s picture 


19. This is not typical of “right to register” decisions. It will be observed that there is 
considered in this case background material not generally considered in oppositions by the 
Patent Office or its appellate tribunal. Though the right to register is involved, the Federal 
Court’s viewpoint is that usually found in an infringement suit. 
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mark was to be restrained. Factors may be considered in these cases which would 
of necessity affect the validity of the plaintiff's trade-mark. In this respect these 
decisions differ from those considered above. It will, also, be noted that there are 
relatively few infringement decisions compared to the “Right to Register” decisions. 
Bickmore Gall Cure Co. v. Karns, 126 Fed. 573 (1903, D. C. Pa.). 


The plaintiff sold a salve used to treat galls or abrasions of the skin of 
horses and cattle, and employed as the trade-mark on the package a picture 
of a horse at work. The defendant, a competitor, displayed on his package 
the picture of four horses. Holding non-infringement, the Court stated: 


“The representation of a horse on packages containing a salve used to cure 
galls or abrasions of the skin of horses and cattle is generic in character and 
the registration of such a representation as a trade-mark cannot give a 
monopoly of the right, and exclude others from using any representation of 
a horse on medicine of the same character, but the exclusive right is limited 
to the representation of a horse of the same or substantially similar appear- 
ance, style, or position.” 


Walter Baker & Co. v. Puritan Food Co., 139 Fed. 680 (S. D. N. Y. 1905) 


The trade-mark sued upon in this case was the famous “La Belle Choco- 
latiere” dating back to 1780; the figure of a Viennese waitress dressed in late 
18th century style, the girl carrying a tray of chocolate drink. The defendant’s 
mark was a figure of a girl dressed in colonial style with an open cape; the girl 
carried no tray. Deciding for the Walter Baker Co., the Court said: 


‘Despite the differences in colors and directions in which the figures face, I 
have reached the conclusion . . . that confusion is likely to arise . . . The 
defendant was familiar with complainant’s chocolate and cocoa . . . Hence, 
there is little doubt that the draftsman of the defendant’s trade-mark con- 
templated a resemblance to complainant’s device . . .” 


Enoch Morgan’s Sons Co. v. Ward, 152 Fed. 690 (1907) 


The trade-mark involved was the well known “Sapolio” soap picture trade- 
mark which consisted of a young man looking at his reflection in a well-pol- 
ished pan. (The inference was clear; the soap had done a highly satisfactory 
cleaning and polishing job.) The defendant used as its trade-mark the picture 
of a woman looking at her reflection in a polished pan. The Court restrained 
the use of the picture of defendant, since it was a colorable replacement of 
the young man by the young woman in the same picture concept or motif. 


Potter v. Ward Baking Co., 298 Fed. 398 (C. C. A.-1; 1924) 


The plaintiff, Potter, was a dealer in flour who used as his trade-mark the 
picture of an old grist mill with its waterwheel and the words “Old Grist 
Mill.” He placed this trade-mark on bread wrappers, and he induced consum- 
ers to demand bread made of the “Old Grist Mill” flour. The defendant, a 
baker of bread, displayed on its bread wrapper the picture of an old grist mill, 
the position of the waterwheel being different from plaintiff's mark. The First 
Circuit Court of Appeals ruled that defendant was guilty of trade-mark infringe- 
ment and unfair competition. 


Jantzen Knitting Mills v. Spokane, et al., 44 Fed. (2) 656, 4 U. S. Pats. Q. 194 
(D. C. Wash. 1930) 
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The Jantzen trade-mark for bathing suits was sued upon in this infringe- 
ment suit. The mark consisted of a girl in arched diving posture, the girl being 
clad in a red bathing suit. The defendant, a competitor, used a similar picture 
as a trade-mark. On a motion to dismiss the bill of complaint by the defend- 
ant, the Court denied the motion. It felt that the general posture and attitude 
of the diving girls were the same, and that the plaintiff had a right to prove its 
allegations.1*-® 


Jantzen Knitting Mills v. Samuel Herlich, et al., 24 T. M. R. 48 (E. D. Pa. 1934) 


The plaintiff was the owner of the well known diving bathing suit-clad girl 
trade-mark, and sought to restrain the use by the defendant of a similar picture. 
The Court, refusing to restrain the defendant, stated: 


“The plaintiff, naturally, does not claim that he has acquired the sole right to 
show pictures of bathing suits in connection with his goods. But if the right 
of dealers in general to advertise their goods is to be worth anything, they 
must be allowed to do a great deal more than portray the articles themselves. 
A picture of a deflated bathing suit, even if tastefully disposed upon a clothes 
line or perhaps a dummy would not prove very attractive or much of a help 
in promoting sales. So the plaintiff concedes that others may picture suits 
worn by girls, but, he says, not in the act of diving. Here, however, he is at- 
tempting to monopolize a characteristic use of the article, and the one which 
is most interesting and attractive from the standpoint of the looker on.”20 


The Hygienic Products Co. v. Judson Dunaway Corp., 178 F. (2d) 461 (C. C. A.-1, 
1949) 


Since 1911 the plaintiff had used as its trade-mark for a cleaner powder 
the picture of a maid or woman pouring from a can into a water closet bowl. 
Millions of dollars of advertising was spent on its mark; commercial success 
was the reward. The trade-mark was specifically described as “a woman with 
an expression of pleasure on her face bending gracefully from the waist in the 
act of pouring the contents of an approximately pint sized can held in her out- 
stretched hand into an open watercloset bowl.” The defendant, a newcomer in 
the field, originally in 1937 showed a stream of material pouring into an open 
toilet bowl. About 1947 it began to use a pictorial representation of a woman 
pouring from one of its cans into a bowl; and later only a woman’s hand pouring 
a can’s contents into a bowl. 

Conceding the validity of the plaintiff's registered trade-mark, the First 
Circuit Court of Appeals reversed a ruling of infringement by the District Court 
and said that “it does not follow from this conclusion of validity, however, 
that the plaintiff is entitled to appropriate exclusively unto itself the merely 
descriptive element of its composite marks . . . Nor do we think that the 
plaintiff can prevent the defendant from going one step further and advertising 
its products by showing it in use by a person, and, moreover in use by the sort 
of person who would normally be expected to use it, that is by a woman.” The 


19.5. In the U. S. Patent Office see Jantzen Knitting Mills v. West Coast Knitting 
Mills, 46 F. (2) 182 (C. C. P. A. 1931) where the Patent Office found distinctive features 
in plaintiff’s trade-mark non-descriptive. This was an opposition proceeding; C. C. P. A. held 
that Jantzen’s registration was not so broad as to cover the figure of a girl in a bathing suit 
in the act of diving. 

20. There would appear to be no inconsistency between these two Jantzen decisions. 
In the second case there was not at least the similarity in general posture and attitude of the 
marks. In the present case the Court specifically found that the postures of the two marks 
were not the same. 
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Court, however, cautioned that “the defendant cannot represent its product in 
use in such a setting, or in such a way, as to render it likely that the purchasing 
public will confuse its product with that of the plaintiff.” However, the Court 
found differences in settings, figures and names to prevent confusion.*! 

Two British decisions are worthy of note in connection with these infringement 
decisions. One of them is Read v. Richardson,?* 45 L. T. (N. S.) 54 involving dog 
picture trade-marks for beer. The plaintiff's trade-mark consisted of the head of a 
bull dog in a circle and the words “The Bull Dog Bottling.” The defendant was 
not only restrained from using the head of a terrier in a circle and the words “Cele- 
brated Terrier Bottling,” but, also, from using the figure of a dog’s head. 

In Upper Assam Tea Co. v. Herbert, 7 R. P. C. 183, the plaintiff's mark used 
on tea packets was the picture of an elephant. The defendant, who had used the 
picture of an elephant in a mobile attitude for coffee, began to display his trade- 
mark on tea packages. The defendant was restrained, the Court stating that despite 
the use by defendant of its elephant mark on coffee, “the use of it on tea packets 
would be an appropriation of plaintiff’s trade-mark for tea. 


In SUMMARY 
These conclusions appear warranted: 


(1) Picture Trade-Marks to be sound business investments should not be 
merely descriptive of the products or services they identify. 


(2) “Suggestive” picture trade-marks are generally narrow in protective 
scope. “Motif” picture marks are superior in this respect. 


(3) In considering precedents in a given picture trade-mark case the 
tribunal where the precedent was decided should be considered. For 
example, it seems not as persuasive to cite a “right to register” deci- 
sion in a “right to use” case, despite the fact that in the former group 
there is a strong weighting towards a finding of confusing similarity. 


21. As to unfair competition, the Court observed that the plaintiff did not develop a 
unique style or pattern peculiarly its own. On the contrary, in its advertising over the years 
it had shown its product in use by a great many different models, in a variety of poses and 
dresses against different backgrounds. Certiorari filed March 14, 1950—84 U. S. P. Q. 31— 
Review refused. 


22. See Cox’s Manual of Trade-Mark Cases. 
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THE GENEVA CONVENTIONS AS THEY RELATE TO TRADE-MARKS* 
By Daphne Robert** 


The subject matter of this little dissertation sounds very dull—but, in fact, it 
involves a principle so dangerous to our republican form of government that to let 
it go unchallenged is tantamount to admitting to bad citizenship. The principle 
involved is the preservation of the three separate branches of government as we 
know them under our Constitution—the executive, the legislative and the judicial. 
Shall they be kept separate—or shall the executive alter the Constitution and make 
the laws? It is as simple a question as that. 

On August 12, 1949, four treaties, or conventions, were adopted and signed 
at Geneva. They are known as the Geneva Conventions for the Protection of War 
Victims, and the United States was one of the first signatory nations. The first 
of the series of four conventions is known as the Geneva Convention for the 
Amelioration of the Wounded and Sick in Armed Forces in the Field. It contains 
certain provisions, particularly Articles 44, 53 and 54, which would terminate all 
use in the United States of the red cross white cross on a red background, the red 
crescent and the red lion and sun, symbol or words, as a trade-mark. The prohibi- 
tion would be immediate and absolute and would apply to all firms and companies 
in the United States, regardless of the length of time the trade-mark had been 
used, and regardless of the fact that Congress has, by express legislation, heretofore 
preserved unimpaired the right to continue use of the red cross and white cross 
trade-marks by those persons who used it prior to 1905. (Hereafter, I shall refer 
only to the red cross, but my remarks are equally applicable to the white cross, etc.) 


Let us look at the legislative record. In 1881 the American Association of the 
Red Cross was incorporated under the laws of the District of Columbia, and in 
1882 the United States adhered to the Geneva Convention which adopted the red 
cross as a symbol. There was no proposal to prohibit use of the red cross as a 
trade-mark. The 1890 bills to re-incorporate the American Red Cross were intro- 
duced and Congress took no action. In 1893, a bill was introduced which would 
have prohibited use of the red cross as a trade-mark. Congress took no action. 
In 1894, a bill similarly drafted was passed by the House, but the Senate Foreign 
Relations Committee amended the bill to strike out the provision. In 1897, the 
Senate passed a bill to prohibit use by other charities, but the bill was rejected 
by the House. In 1900, S. 2931 was passed, under which use by other charities was 
prohibited. This became the first Federal statute dealing with use of the red 
cross by others than the Society, and is known as the Act of June 6, 1900. The 
second Federal statute, known as the Act of January 5, 1905, was a reincorporation 
Act which limited commercial use of the red cross to those then lawfully entitled 
to use the symbol—in other words, those who had used it prior to the passage of the 


*Paper delivered before Section of Patent, Trade-Mark and Copyright Law of American 
Bar Association, 74th Annual Meeting, Hotel Biltmore, New York, on September 15, 1951. 

**Member of The Lawyers’ Advisory Committee of the United States Trade-Mark 
Association. 
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Act. In 1909, the House passed a bill to limit use to those users who had registered 
the symbol or words as a trade-mark, but the Senate took no action. 


In 1910, the third Federal statute was passed—being known as the Act of 
June 23, 1910. It limited commercial use of the red cross to pre-1905 users and 
further limited their rights of use to the same purpose and for the same class of 
goods in connection with which it had been previously used. In 1919, a bill was 
introduced in the House to prohibit commercial use of the red cross, and, though 
hearings were held, no action was taken. In 1936, the Act of June 20 limited the 
use of the white cross on a red background to those who had used it for ten years 
next preceding the effective date of the Act. In 1942, 1943 and 1944 some eight 
bills were introduced, each of which would have terminated trade-mark use of 
the red cross and the white cross on a red background and provided for transition 
periods ranging from one to twenty-five years. Extensive hearings were held, and 
one bill passed the Senate, but not the House. No floor action was taken on any 
of the others. In 1946, the Supreme Court held that pre-1905 users could continue 
their use. The case was instituted by the Federal Trade Commission and was ulti- 
mately decided by the highest Court—reversing the Commission. In 1947, S. 591 
to amend the charter of the American National Red Cross Society was passed—but 
only after assurance in floor debates in the House that the bill would not change 
the status of lawful trade-mark users. This became the fourth Federal statute and 
is known as the Act of May 8, 1947. The Act of June 25, 1948—the fifth Federal 
statute—recodified the Criminal Code and reaffirmed the rights of lawful trade- 
mark users. In 1949, the Geneva Conventions for the Protection of War Victims 
were signed, one of which, as previously stated, would terminate commercial use 
of the words and symbol. In 1951, they were transmitted to the Senate for ratifica- 
tion. There we have the record of the consistent refusal of the Congress of the 
United States to interfere with vested rights—but the State Department was not 
satisfied with the record. 


The United States delegation to the Geneva Conference initiated, drafted and 
urged inclusion of the prohibition. The delegates consisted of the Associate Inter- 
national Adviser on Military Affairs in the State Department, Mr. Raymond T. 
Yingling, and Mr. Leland Harrison, now retired. Mr. Yingling’s explanation of the 
arrogation of authority to “legislate” in this field is that his delegation thought 
that the 1905 statute, as amended by the 1910 statute, was “an error.” In other 
words, the State Department would correct what it considers to be the misguided 
will of the people, as expressed in legislation enacted by their duly elected represen- 
tatives, and as confirmed by the Court of last resort. 


It is hardly necessary to review the constitutional provisions dealing with 
treaties, but perhaps it is not unfitting to do so. The Constitution authorizes the 
President, by and with the advice and consent of the Senate, to make treaties, pro- 
vided two-thirds of the Senators present concur. Since 49 Senators constitute a 
quorum, theoretically, at least, 33 Senators could ratify a treaty. The Constitution 
further provides that a treaty shall be the supreme law of the land. In other words, 
a treaty, entered into in accordance with constitutional requirements, to the extent 
that it is self-executing, has the force and effect of a legislative enactment and to 
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all intents and purposes is the equivalent of an act of Congress. The ratification 
of treaties without the approval of the national legislature is the exception rather 
than the rule in modern constitutional law. There are only four nations, in addition 
to the United States, in which treaties may be ratified with the advice and consent 
of the Senate only, namely, Mexico, Liberia, Cuba and the Philippines. The Con- 
stitutions of 24 nations require all treaties to be submitted for approval by the 
national legislatures, while the largest group of 28 requires parliamentary approval 
of all treaties which affect internal law, the rights of citizens, or which need imple- 
mentation by the legislature. The Constitutions of Burma and Ireland expressly 
provide that treaties shall NOT become a part of the internal law without an act 
of the legislature. Those of Ecuador, El Salvador, Guatemala, Japan and Nica- 
ragua declare that treaties in conflict with the Constitution shall not be valid. The 
United States is the ONLY government in the world where treaties become a part 
of the law of the land upon concurrence of two-thirds of the Senators present, 
without approval of the whole national legislative body. In the other nations where 
ratification is by the Senate only (Mexico, Cuba, Liberia and the Philippines), the 
whole legislative body must APPROVE the treaty prior to ratification. Irrespective 
of whether or not we believe our constitutional provisions to be sound, the observa- 
tions with regard to the other nations immediately points up our disadvantageous 
position particularly where vested rights of our citizens are involved. So much 
for the treaty provisions of our Constitution. 


Let’s look to another provision—the Fifth Amendment. There we have a 
constitutional prohibition against the taking of private property without just com- 
pensation. Today there is little if any, doubt that trade-marks are property. They 
are, in many cases, among the most valuable assets a company has. If the treaty— 
or specifically, the Geneva Convention about which we are talking—should be 
ratified—which is supreme,—the treaty or the Constitution? If the Constitution is, 
then that portion of the treaty in conflict would be invalid. If the treaty is, then 
we have a situation where the State Department and 33 Senators can amend the 
Constitution in a manner other than that prescribed in that document. To put it 
another way, the constitutional character of our government can be substantially 
changed by a mere handful of men, some of whom are not even elected by the 
people. And this can happen even after the elected representatives have expressed 
the will of the people to the contrary. 


What, you may ask, is the answer to the specific problem at hand? A reserva- 
tion which would preserve existing rights of our nationals is all that is required. 
There is, as you all know, sufficient precedent for such a reservation in treaties of 
this nature. Although the reservation would not overcome all objections, it will at 
least preclude the un-American action of depriving citizens of their lawfully vested 
property rights in contravention of our system of government and jurisprudence. 
Unless we can obtain such a reservation, the procedure followed in this matter will 
lay the foundation for comparable action against other trade-marks and other prop- 
erty—and it can ultimately be used as a precedent for complete destruction of the 
brand names system under which our free competitive economy has flourished. 


I do not know whether or not the American Bar Assoication will take action 
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urging such a reservation—but in any event I URGE EACH AND EVERY ONE 
OF YOU to communicate with your Senators and point out to them the seriousness 
of the matter. Expropriation of property rights has been witnessed by most of us 
in other countries. Some of the actions have adversely affected our own citizens. 
But to stand idly by and see our own Government expropriate property rights is, 


as I stated in the beginning, an admission of bad citizenship. Such action is clearly 


contrary to the will of the Congress, inherently unjust, at variance with the best 
American tradition, in conflict with the Constitution, and entirely unnecessary to 
protect the legitimate objectives of the American National Red Cross. Won’t you 
let your voice be heard? 
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IMPORTANT CHANGES IN THE NEW CANADIAN TRADE-MARK BILL* 
By John C. Osborne** 


I am grateful for this opportunity to speak to the Patent Section of the 
American Bar Association on the work of the Canadian Trade-Mark Law Revision 
Committee and, in particular, on the draft legislation which it has prepared for 
circulation and comment. 

No doubt, our law must be designed to meet the requirements of our own 
people and the special problems with which they are confronted. Nevertheless, since 
the inception of our undertaking, we have striven to recognize the obligations that 
we owe to international commerce and the special interest that you have in the 
economic legislation of our country. Indeed, even if we had attempted to confine 
our attention to our own advantage, it would have been impossible to exclude you 
from our consideration. Faces which are so clearly American in New York, Chicago 
or San Francisco have a habit of assuming a very Canadian expression north of 
the border and trade names that are household words among you are worn proudly 
by our own corporations. It is no wonder that in these circumstances, I permit 
myself to speak to you exactly as I would if I were addressing Canadian lawyers 
and men of affairs. 

At the outset, let me tell you something of the Canadian Trade-Mark Law 
Revision Committee and the nature of the work that it has undertaken. 


When the Committee was appointed by the Secretary of State in October, 1947, 
it was charged with the responsibility of enquiring into the adequacy of our present 
trade-mark legislation and recommending whatever revision, in its opinion, might 
be required. 

Its Chairman is Dr. Harold Fox, a distinguished Canadian who is well-known 
to you not only as a practicing lawyer but as the learned author of the only current 
textbooks on Canadian industrial and intellectual property. His selection as Chair- 
man was not only sufficient to compel public confidence in the work of the Com- 
mittee, but in this rather distant place, I would like to tell you that it also assured 
an atmosphere of understanding and conciliation that has endured throughout our 
long deliberations. 

The membership of the Committee itself is especially designed to encompass all 
points of view. High-ranking Government officials have sat alongside professional 
lawyers and the representatives of industry. 

We have been determined that the question of revision should not be approached 
in any doctrinaire spirit but from the standpoint of the public interest and the legi- 
timate requirements of commerce. Many a lawyer has been compelled to jettison 
a cherished theory in the interest of a practical result. Those of you who realize 
the magnitude of the revolution that was worked by the British Amendments of 


*Paper delivered before Section of Patent, Trade-Mark and Copyright Law of American 
Bar Association, 74th Annual Meeting, Hotel Biltmore, New York, on September 15, 1951. 


*#*Member of Ontario Bar. 





784 TRADE-MARK BULLETIN 41 T.M.R. 


1938 and the United States Act of 1946 will understand the nature of the sacrifice 
that some of us have been called upon to make. 

Before the Committee undertook its real work of investigation and recommen- 
dation, a Questionnaire was circulated very widely among professional and com- 
mercial men and institutions, not only in Canada but in the United States and 
Great Britain. The questions were so framed that the answers provided a great deal 
of useful information as to the views of those most concerned with the operation 
of our trade-mark law. I need not tell you that those views differed on many con- 
troversial subjects but in most cases, it was possible to establish a strong majority 
opinion which we have not failed to take into account. 

It must be remembered that the duty of the Committee is to report to the Sec- 
retary of State and that the draft legislation that has been prepared is entirely 
without official approval. It simply represents the current views of the majority 
of the members with respect to the nature of the legislation which should be recom- 
mended in due course. 

Indeed, there was some discussion among us as to the desirability of issuing 
draft legislation at this time. We are conscious that the work is far from complete; 
that the language of the draft is sometimes inaccurate and more often awkward; 
that inconsistent or redundant Sections have been included and important details 
omitted. Nevertheless, our work had progressed to the point where the main struc- 
ture of our conception stood revealed and it was felt that just as the Questionnaire 
provided a preliminary opinion for our guidance, an examination of our draft legis- 
lation would confirm or challenge the general acceptance of the policies we are in 
the course of formulating. In short, we decided that it was time for us to seek 
further advice from our friends. 


It will only be possible to sketch the main features of the law that we propose 
for adoption. In the time available, I would like to indicate the major changes in 
principle and avoid as far as possible a detailed discussion of practice or procedure. 


When The Unfair Competition Act was passed in 1932, it introduced a novel 
and, we now believe, an unfortunate idea. Trade-marks were divided arbitrarily 
into word marks and design marks. This obviously presents no difficulty if a trader 
is using either a word or a design alone but it very often happens that he is using 
a combination of word and design features. When this occurs, he finds himself in 
an absurd position. If he wishes to obtain registration, he must dissect his symbol 
and file applications claiming the word features and design features separately. 
This is expensive since he must seek multiple registrations instead of one. It is unreal 
because he finds himself in the position of alleging that he has two trade-marks, 
whereas he actually identifies his wares by a single symbol and situations often 
arise where no true separation is possible as will easily be seen in the example 
of a word written in a distinctive form. Finally, it can even be argued that the 
resulting registrations are both invalid because neither the word features nor the 
design features standing alone are adapted to distinguish the wares. You will not 
be surprised to learn that we propose to abandon this startling innovation of 1932 
and permit the registration of combination trade-marks. This sounds as if it were 
a very simple thing to do but a problem arises with respect to the dissected combina- 
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tion registrations that have been recorded during the last nineteen years. These 
will have to stand as they are and will continue to be troublesome. I have no doubt 
that many trade-mark owners will apply for new registrations in which the elements 
covered by their present registrations will be reunited. 

You will also remember that The Unfair Competition Act provides for two 
distinct classes of trade-marks. The first class consists of ordinary trade-marks 
which are used to identify the manufacturing or sales origin of wares and can 
not be used otherwise than on wares produced or distributed by the owner. I will 
have more to say about such ordinary trade-marks before I have concluded. The 
second class consists of special trade-marks which are used to identify wares that 
have attained a standard defined by the owner. They may be freely licensed for 
use on wares that meet the required standard. The Unfair Competition Act desig- 
nated the latter class of trade-marks as standardization trade-marks. In our view, 
they should be retained and since they correspond substantially to the certification 
marks of the British and United States Statutes, it will be convenient if they are 
called by that name in future. Certification marks are subject, in this country, to 
compulsory license provisions. That is not true of our standardization trade-marks 
at present and after careful consideration, we do not think it necessary to recom- 
mend an alteration of the law in this respect. 

We have not seen the advantage of setting up a separate class of service marks 
as was done in The Lanham Act. However, we believe that we will accomplish 
the same purpose by extending the definition of a trade-mark to include marks that 
are used in association with services. “Services” is itself defined as meaning work 
performed or offered to be performed for hire from time to time. I do not think 
you will be offended if I say that our first impression of your law dealing with 
service marks was that it is unnecessarily vague. Having struggled with the problem, 
we appreciate why you were content to leave matters where they stand. Perhaps 
someday we will both learn the approximate limits of the protection that can be 
afforded to this type of mark. In the meantime, some legislation is essential to meet 
a widespread demand. 

As we are presently situated, it is possible to register as a trade-mark a distinc- 
tive mode of shaping, moulding, wrapping or packing wares. Such things are known 
to us as distinguishing guises. They are, in fact, a species of design mark. The 
reaction of trade and commerce generally has not wholly favored this policy 
and it has been felt that while certain modes of shaping or packaging wares might 
be properly monopolized as indicia of origin, great care must be taken to ensure 
that registration will not hamper industry in its employment of newly developed 
processes, materials or methods of merchandizing. We are, therefore, suggesting 
that distinguishing guises will only qualify as trade-marks if they are registered and 
the right to register will depend upon a Declaration of the Exchequer Court. That 
Court will be required to satisfy itself: 


1. that the distinguishing guise has been so used that it actually distinguishes 
the wares of the applicant in the market, and 


that registration will not operate so as to unreasonably limit the development 
of any art or industry. 
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In addition, no registration will be allowed to interfere with the use of any utili- 
tarian feature embodied in the distinguishing guise. 

Since my discussion of the proposed changes with respect to distinguishing 
guises has necessitated a reference to registration by Declaration of the Excheque: 
Court, I should, perhaps, pause to explain the position that such procedure is 
expected to have in the scheme of things. 

To those of you who like to register trade-marks, I am sorry to announce that 
while your opportunities will be expanded, we fall somewhat short of recommending 
that every application be granted by the Registrar. 

Certain things are wholly excluded from registration and even use, unless the 
necessary permission is granted. In the main, these are specific words and designs 
which are withdrawn from general employment because of legislative policy, as in 
the case of the Royal Arms and the Crests of the Armed Forces, or because of 
Treaty obligations as in the case of territorial flags and the emblem of the Red 
Cross, or because of private rights, as in the case of signatures and portraits. Partly 
as the result of an extension of our Treaty obligations, the list of such words and 
designs has been lengthened, but this does not involve a change of principle. 

In addition to those words and designs which are practically denied to traders, 
there are other words and designs that are not available for registration under the 
ordinary provisions of the draft legislation. The usual barriers are erected against 
marks that are surnames or descriptive of the character or quality of wares or indic- 
ative of geographic origin. While in normal circumstances such marks lack the 
distinctive character of trade-marks and must be rejected by the Registrar, it is 
well-known that by long and extensive use, they may acquire a secondary meaning 
whereby they distinguish the wares of a particular manufacturer or seller. If and 
when a secondary meaning has been acquired, a Declaration may be obtained 
from the Exchequer Court to that effect and registration will be allowed. 

This is precisely the procedure authorized by the present Unfair Competition 
Act but we propose that the range of its effectiveness will be substantially increased. 

The Unfair Competition Act defines a trade-mark as “a symbol which has 
become adapted to distinguish particular wares falling within a general category 
from other wares falling within the same category...”and a wealth of jurispru- 
dence has gathered around the magic words “adapted to distinguish” in both Great 
Britain and Canada. It will not be helpful to attempt to explore the learning and 
subtle logic that finally produced the result and I will content myself with asserting 
that many words (and perhaps some designs) can never become adapted to dis- 
tinguish within the meaning of our law however much long and extensive use 
has rendered them distinctive in fact of a particular trader’s wares. Outstanding 
examples are laudatory words such as PERFECTION but the rule extends equally 
to words that are very descriptive of character or quality or place of origin. Where 
such words are involved, an application to the Exchequer Court for a Declaration 
is useless at the present time. Proof of distinctiveness in fact will be met with the 
objection that they are inherently not adapted to distinguish. The draft legislation 
is designed to remedy this situation by making every word or design available for 
registration if it can be proved to actually identify its owner’s wares in the market. 
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As I have indicated, those marks which are surnames, descriptive or geographic 
will be rejected by the Registrar in the first instance and it will normally be neces- 
sary to prove their distinctive character affirmatively in the Exchequer Court. 

However, there is one alternative which is of particular importance to American 
attorneys. Subject to certain safeguards, it is our present practice to record word 
marks which would otherwise be objectionable if they are validly registered abroad 
(in the case of the United States, that means registered under the provisions of the 
1905 Statute or on the Principal Register under The Lanham Act). It is our 
opinion that this practice should be continued so far as word marks are concerned 
and should be extended to cover both design marks and combination marks. The 
importance of this extension will be readily appreciated if you have ever attempted 
to base a Canadian application on a United States registration only to be informed 
that the registration cannot be relied on because it covers, in whole or in part, 
design features. 

It is clearly one of the primary duties of any trade-mark act to identify 
in unambiguous terms the person who is entitled to obtain and maintain the regis- 
tration of a trade-mark. For nineteen long and weary years, we have endured a 
situation in which this elementary information has been withheld from us as a 
secret locked in the confusing and conflicting language of The Unfair Competition 
Act. 

From time to time, a few small facts emerged to guide us. It was finally settled 
that a trade-mark must be used before it is registrable—although even this was 
once questioned. But where must it be used? To this day, there is no definite 
answer. The Registrar allows an application which discloses only a use abroad- 
some believe him to be right and more suspect that he is wrong. It is certain that 
the person who first uses a trade-mark in Canada is entitled to record it if he is the 
first to reach the Trade-Mark Office. But suppose he delays until a second user 
acquires registration—what then? The Exchequer Court has held that in certain, 
or rather uncertain, circumstances, the second user can maintain his registration 
although he cannot enjoin the earlier use. However, there are reasons to think 
that the Exchequer Court is not as sure of this proposition as it once was and better 
reasons to think that the Supreme Court of Canada would never accept it. 

It is an easy task to criticize The Unfair Competition Act in this vital respect 
but not so easy to determine the policy of a new Statute. Our suggested solution 
is this: 

1. If a trade-mark is in use or made known in Canada, the person who first 

used it or made it known is entitled to register it. 


If a trade-mark is not in use or made known in Canada, the person who 
first files an application declaring his intention of using it is entitled to reg- 
ister it provided that within six months after being notified that the appli- 
cation is otherwise allowable, he commences real commercial use and files 


a Declaration accordingly. 

3. Three years after registration has been obtained, it is no longer open to 
objection on the ground that the registrant was not the first to use, make 
known or file, as the case may be. To that extent, the registration becomes 
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incontestable. But no absolute right accrues to one who adopted in bad 
faith and even the limited incontestability provided may be modified in 
favor of a genuine first user because if certain conditions are fulfilled, the 
Exchequer Court may allow him a restricted area of concurrent use. 


I would ask you to observe the principal features of our solution. The primary 
right to register belongs to him who first uses or makes known a trade-mark or, 
alternatively, to him who first indicates his intention of doing so by filing an appli- 
cation. A second user can only obtain a valid registration if he innocently adopts 
a trade-mark and holds his registration for three years against successful challenge. 
Even then, some rights may be preserved for the earlier user. 

It is now time to examine that part of the draft legislation which has been 
called into being by the most urgent demand and which is bound to attract the 
most critical attention. I refer to the provisions with respect to licensing and 
assignment. 

If there are any among you who are not familiar with the general aspect of 
our present law, I should take a moment to explain that Canadians still live in that 
barbarous condition in which it is possible to understand what is meant by a trade- 
mark. More advanced nations have freed themselves from the confining shackles 
of the past and have willingly traded a clear legal and philosophic concept for a 
“thing” of unknown character which is said to serve the interests of modern 
commerce. 

In somewhat simplified terms, The Unfair Competition Act defines an ordinary 
trade-mark as a symbol which has become adapted to distinguish wares and which 
is used by any person for the purpose of indicating that such wares have been 
manufactured or sold by him. 

An ordinary trade-mark may not be licensed nor may it be assigned otherwise 
than with the goodwill of the business in association with which it has been used. 

While there is some doubtful authority to the contrary, the better opinion is 
that these rigid prohibitions apply not only between strangers but between parent 
and subsidiary companies as well. 

Until recently, the Courts in Great Britain, the United States and Canada 
have viewed with disfavor the indiscriminate use of a trade-mark and the casual 
transfer of trade-mark rights. In doing so, they believed, rightly or wrongly, that 
they were protecting the public from deception. 

Wherever the truth may lie, we are prepared to recommend that we should 
now identify ourselves with the current tendency and relax the rules governing 
licensing and transmission. 

After weighing the relative merits of the procedures authorized by the British 
Amendments of 1938 and The Lanham Act of 1946, we have preferred the prin- 
ciples embodied in the former. So far as licensing is concerned, our judgment 
was influenced by the conviction that if a trade-mark is to be used by more than 
one person, firm or corporation, the right should be restricted to a registered trade- 
mark and the names of the licensees should be entered on a public record. 


You will, therefore, find in the draft legislation the main features of the 
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British registered user provisions. The following are the important points to be 


noted: 


1. A person other than the owner of a registered trade-mark may be entered 
as a registered user. 
The use of a trade-mark by such a registered user is referred to as “per- 
mitted use” and it will have the same effect for all purposes as use by the 
registered owner. 
An application for the registration of a person as a registered user must 
disclose certain information such as the relationship between the parties, 
the degree of control to be exercised by the registered owner over the per- 
mitted use, particulars of proposed conditions or restrictions with respect 
to the character of the wares in question or the mode or place of the per- 
mitted use and, generally, whatever may be required by the Registrar. 
The registration of a registered user may be entered subject to whatever 
limitations the Registrar may consider proper. 
The registration of a person as a registered user may be cancelled in certain 
circumstances and in most instances the jurisdiction is vested in the 
Exchequer Court. 

6. A registered user does not acquire an assignable or transmissible right. 


We believe that these provisions should be adequate to ensure a reasonable and 
controlled system of licensing in the future. 

Bearing in mind the extent of the unauthorized licensing of ordinary trade- 
marks that has occurred in the past, there is likely to be general approval of the 
enactment of a section which will provide that no trade-mark shall be held to be 
invalid on the ground that it was licensed before the coming into force of the Act: 
if the licensing was between related companies; or if the Exchequer Court is pre- 
pared to hold that a declaration of validity will not prejudice existing rights or the 
public interest; or if a former licensee is entered as a registered user within a year 
after the Act comes into force. 

The requirement of our present law restricting the assignment of trade-marks 
to those cases in which there is a concurrent transfer of goodwill is onerous and 
has been severely censored by business men. The Courts have interpreted it to 
mean that the owner of a trade-mark, whether registered or unregistered, can only 
pass it to a successor if it is accompanied by the whole of the goodwill of the business 
with which it has been associated. For example, if a trade-mark has been used by 
a tobacco manufacturer in relation to a particular brand of cigarettes, it can only 
be assigned if the complete business in cigars, pipe tobacco, chewing tobacco, cigar- 
ettes and wares of a similar nature is transferred with it. Except in the most extraor- 
dinary circumstances, goodwill is one and indivisible so that a trade-mark for a par- 
ticular line of wares is annexed to the whole commercial enterprise. The usual 
result is that a trade-mark owner can only divest himself of his rights if he is pre- 
pared to go out of business entirely. 


No one is likely to defend this state of affairs and we propose several alterations 
in the law along the following lines. 
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A trade-mark is transferable and deemed always to have been transferable: 


1. if the transfer includes that part of the goodwill attaching to the specifi 
trade-mark in question. It is hoped that the language selected will enabl 
the owner of a trade-mark for a single brand to assign it without disturbin 
the remainder of his business activities. 
if the transferor and transferee are related companies at the date of th 
transfer. This will afford the right of free assignment between parents and 
subsidiaries. So far as they are concerned, there will be no requirement to 
convey goodwill at all. 
if, before or after the transfer, the Exchequer Court gives its approval to 
the transaction. 


The draft legislation falls short of sanctioning a universally free assignment 
In this respect, it is not as tolerant as that of some other countries but we honestly 
doubt the wisdom of going further than I have outlined. 

In discussing licensing and assignment, it has been necessary to mention 
“related companies.” I should warn you that this expression is not intended to 
carry the same meaning as that attributed to it in The Lanham Act. We defin 
related companies as a group of companies inter-connected by stock ownership and 
not otherwise. In view of the possibility that confusion may arise as the result of 
the different meanings of the phrase in our two countries, it has been suggested 
that we should substitute “affiliated companies” for the words now employed. 

In concluding, I would like to note, without elaboration, a number of othe: 
changes that the Committee has advanced for consideration. 

The form of the application for registration is somewhat simplified and the 
statutory requirements clarified. It will no longer be necessary to name predecessors- 
in-title and we have attempted to indicate exactly what information must be given 
with respect to the date of first use or first making known. 

Provision is made for the publication of applications and Opposition Proceed- 


ings. This practice will help to bring us into conformity with the prosecution pro- 
cedure of other countries. 
We reviewed the desirability of introducing a classification of wares. Howeve 


necessary this may be in larger countries, the experience of our members suggested 
that a system of this kind is frequently misleading and the disadvantages outweigh 
the advantages as we are presently situated. 

I must not trespass further on your time to speak of the additional changes 
that are in contemplation. Some of these are important but I have omitted them 
in favor of subjects that are likely to be of special interest to American students 
and practitioners. 

I hope that I have not failed to convey some knowledge of the work we 
have undertaken and the conclusions at which we have arrived. 

If my appearance before you to-day facilitates the advice and guidance that we 
hope to receive from your members, it will have been a service to Canada as well 
as a very pleasant experience for me. 
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SUGGESTIONS ON DESIRABLE CHANGES OF DRAFT BILL FOR AN ACT 
RELATING TO TRADE-MARKS AND UNFAIR COMPETITION 
IN CANADA* 





I 


The Sub-Committee designated by the International Trade-Mark Committee 
and the Lawyers’ Advisory Committee of the United States Trade-Mark Association 
to study the Canada Draft Bill in carrying out its task proceeded from the following 
considerations : 


1. The Trade-Mark Law Revision Committee in Canada which prepared this 

draft had before it the United States Lanham Act and suggestions and 
recommendations submitted to it by many American (as well as British) 
practitioners and organizations in answer to a questionnaire issued by it 
in 1948. 
The said Committee in preparing the draft, as its Chairman Dr. Fox stated, 
sought to preserve so much of the existing law as, it felt, adequately filled 
the needs of modern commerce and industry so far as concerns trade-marks 
and unfair competition. It endeavored to remove the objectionable features 
from the previous statute of 1932 and to make changes only where it was 
clear that improvement was necessary. 


Also, the Committee sought to preserve the essential characteristics of the 
Canadian Law, which is a blend of American concepts and traditional 
British concepts, and at the same time to conform the law to the Inter- 
national Convention. 


In view of these considerations, our Sub-Committee did not attempt to 
suggest any basic changes of the Bill or any modifications of its fundamental phil- 
osophy and general structure. Nor did it consider advisable to suggest a change of 
language or expression even when it might have thought that this would be more 
fortunate or preferable. 

It rather sought to suggest clarification of the text or modifications eliminating 
conflict between the various provisions of the draft bill, and in a few instances 
change of procedure which it thought would more adequately fill the needs of 
commerce and industry. 


Distinguishing Guise 


The draft bill retains this type of mark covered by the Act of 1932. It is noted 
that while this is defined in Section 2(a), under Section 2(p) it is a trade-mark 
only if it is registered, and under Section 21(4) it may be registered only as a result 
of a judgment of the Exchequer Court. 

It is believed that the system proposed by the draft bill will very rarely enable 
any Distinguishing Guise to be registered as a trade-mark. It is not clear whether 


_ *Approval by the Board of Directors of the United States Trade-Mark Association, 
September 17, 1951, Biltmore Hotel, New York City. 
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the claimant for such a mark may bring a petition to that Court for a declaratory 

judgment or whether he can only make such a prayer in an inter partes proceeding. 
It is submitted that the Bill should provide for application to be filed with 

the Registrar and when this is rejected, the registrability of the proposed Dis- 

tinguishing Guise be taken on appeal to the Exchequer Court under Section 56(1). 
See also comment on Secondary Meaning marks, below. 


“The Same General Class’ 


These words occur in Sections 2(b), 2(e), 2(p) (i), 21(1), 21(4) (a) and 
48(1) (a). No definition of these terms are given in the draft. On the other hand, 
in Section 5(1) (a) a trade-mark may be confusing whether or not the wares or 
service are “similar” and in Section 5(3) the tests of confusion are indicated. Does 
“similar” in Section 5(1) (a) mean “the same general class?” If so, it is suggested 
that the latter be substituted for the word “similar.” 


“Used in Association with Wares” 


In Section 2(p) a trade-mark is defined as a mark that is “used in association 
with the wares or services.” The word “association” implies physical connection 
with the goods. In view of the provisions of Section 4 providing for the making 
known of a mark by advertisement, it would seem advisable for the draft to use 
the British Act’s phrase “in relation to wares or services” rather than “‘in asso- 
ciation with.” 


“cc 


The change should be made in other sections of the bill where the words “in 
association with” may also occur, for instance, Sections 4, 11(3), etc. 

In the same Section 2(p) the trade-mark is defined as a mark “that is used” 
with wares or services. However, since the bill provides for registration of three 
categories of marks: used, “known” and proposed to be used (Section 11 (3)) and 
in view of the definition of “adopt” in Section 2(a), it is submitted that in Section 
2(p) (i) the word “used” be changed to “adopted.” 


“Known in Canada” 


The meaning of Section 4 would be made clearer and the provision more 
easily construed and applied if lines 30 to 35 were rearranged to read as follows: 

“ . . is well known in Canada in relation to such wares or services among potential 
dealers in or users of such wares or services in Canada by reason either of the dis- 
tribution of the wares or the performance of the services in Canada or of their 
advertisement therein in any printed publication circulated in the ordinary course.” 


Unfair Competition 


Section 6(i) (a) appears to ignore the case of a mark which one may adopt 
after he knew or had reasonable cause to know that it had been filed for registra- 
tion by another person. It is suggested that at the end of this paragraph there be 
added the words: “or applied for registration by any other person.” 


Signature and Portrait 


In Section 9 (1) (k) and 9 (1) (1) there seems to be an absolute prohibition 
against registration of the portrait or signature of another person. It seems desirable 
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to provide that these subject matters may be registered with the written consent 
of the person concerned. 


Mark Proposed to be Used 


Section 11(3) provides for registration of a mark-based on intention to use. 
It requires that the real commercial use commence within the term set. The appli- 
cant may permit a proposed Registered User to use the mark rather than com- 
mence use himself. Section 29 of the British Act makes provision for this case. It is 
therefore suggested that at the end of Section 11(3) be added the words: “or such 
commercial use is commenced by a proposed Registered User, when an application 
to enter such Registered User has already been filed.” 


Incontestability 


Section 12 provides for incontestability of a registered mark under the terms 
thereof, “unless the adoption of the trade-mark was contrary to section six.”” Would 
it not be advisable to also refer to section nine in addition to section six? 


Concurrent Use 


Section 13 provides that the Exchequer Court may recognize a right of con- 
current use and such right shall be recorded with respect to the registered trade- 
mark. It would seem to be highly desirable to enable the party whose right has 
been so recognized by the Court to sue for infringement, and therefore the section 
should also provide for concurrent registration. 


Repackaging 


Section 17 permits the use of the original trade-mark under the conditions 
therein. The provision would be clearer if in line 16 the words “a trade-mark” 
were changed to “the original trade-mark” and in line 18 the words “the trade- 


“ce 


mark” to “such trade-mark.” 
It is further suggested that the section refer to the similar cases of renovation, 
reconditioning and repairing. 


Registrable Trade-Marks 


In view of Section 2(q) it is suggested that the words “or a trade name” be 
added at the end of Section 20(a). 

In view of Section 9 (1) (1) it is suggested that at the end of Section 20 (b) 
the words be added “except the signature of the applicant distinctively displayed.” 

In view of the prohibitions of Section 6, it is suggested that in Section 20(f) 
section six be referred to as well as section nine. 


Secondary Meaning Marks 


Section 21 appears to cover the case of trade-marks which have acquired sec- 
ondary meaning. The procedure under which such marks may be registered is not 
clear. Is the Registrar to issue a decision first, that the mark is not registrable under 
the other provisions of the Act? Is the Exchequer Court to have original jurisdic- 
tion on an application by the trade-mark owner or is the question to be decided 
in an inter-partes proceeding? 
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If it is desired that the Exchequer Court may have original jurisdiction in an 
ex parte proceeding, it would seem advisable to insert in Section 21(1) in line 12 
the words “deemed by the Registrar” before the word “registrable.” 

On the other hand, it seems highly desirable to give to the Registrar original 
jurisdiction and to permit him in his discretion to allow the registration of a trade- 
mark which has acquired secondary meaning on the basis of a showing of such. 
In such case provision for this should be made by an added sub-section in section 20. 

Such a procedure also would include the registration of Distinguishing Guise 
and also concurrent registration. 


Convention Applications 


Section 22 provides for the registration in Canada of a mark registered in the 
country of origin of the applicant. 

It is suggested that at the end of Sub-Section 22 (1) (a) the words be added “‘or 
a trade name in use or known in Canada.” In Sub-Section 22 (1) (d) the words 
“nor calculated to deceive the public” occur which are not used in any other section 
of the draft and which seem to be at variance with the careful definition of con- 
fusing marks in Section 5(1). Probably the idea of false or deceptive marks per se 
is referred to by this expression, and if so, it is suggested that in Section 22(1) (d) 
the words “nor false or deceptive per se” be substituted for the words “nor calcu- 
lated to deceive the public.” 


Certification Marks 


In Section 24 the words “similar” in line 45 and “an appropriate difference” 
in line 46 are not clear in their context, and in reference to Section 23(1). 


Application for Registration 


In Section 30(d) the requirement for a statement of the exact date on which 
the mark was first used in the foreign country is not in conformity with the Con- 
vention and would have no legal significance in Canada in any event. 

Also in Section 40(1) (a) the applicant is required to file a “declaration.” As 
this may be construed to mean a separate document, it is suggested that the word 
be changed to “statement” so that the information may be supplied in the applica- 
tion for registration. 


Objections by Prior Registrant 


Section 37 retains the procedure of the present Act, under which the Registrar 
may request the owner of a prior registered mark to raise objections against a 
pending application, while at the same time Section 38 introduced the system of 
publication of an application for oppositions. There seems no reason for this dupli- 
cation, which may be a source of delays and confusion. It is suggested that Section 
37 be eliminated, since the right of formal opposition is provided in Section 38 
and the Registrar would then determine the right of registration on the basis of 
the evidence received by him from both parties. 


Section 37. It is suggested that the Registrar may be empowered to require 
that the applicant forward a marked copy of the Trade-Mark Journal in which the 





41 T.M.R. SUGGESTED CHANGES OF DRAFT BILL 795 


mark is published for opposition purposes whenever the Registrar is in doubt whether 
the mark applied for is in conflict with a prior registered trade-mark. 

Section 39. In Sub-Section (1) reference is made to Sub-Section (1) of Sec- 
tion 11. Obviously this is a typographical mistake. The reference should be to Sub- 
Section (3) of Section 11. 


Amendment of Register 


Section 41(1)(d) is difficult to understand. It is submitted that Section 7(d) 
of the Lanham Act is better phrased and it is suggested therefore that the sub- 
section be rewritten as follows: 


“(d) enter a disclaimer, provided that the registration when so amended shall 
still contain registrable matter and the mark as amended shall still be 
registrable as a whole and such disclaimer does not involve such change 
in the registration as to alter materially the character of the mark.” 


Section 41. It is suggested that provision should be made also for the right 
of a registered proprietor to apply for an alteration of the registered trade-mark, 
whenever such alteration does not affect the identity of the trade-mark under the 
same conditions as a mark may be disclaimed in part. This could form a new sub- 
paragraph (e) of Sub-Section (1). 


Marks Registered Under the Old Law 


Section 44 seems to be in conflict with Section 27(3). It is believed that 
Section 44 should be eliminated. 


Assignment 


The meaning of “related companies” under Section 48(1)(b) is entirely dif- 
ferent from the meaning of this term under the Lanham Act. Confusion would be 
avoided and at the same time the special meaning under the draft bill would be 
clearer if the term “affiliated companies” were used instead. This change is also 
required in Section 48(2) (b) and 50(i). 


In Section 48(2) (a) the language precludes a Canadian subsidiary of a foreign 
company from continuing to use the mark after it has been assigned to the parent 
company. It is suggested therefore that at the end of the paragraph the words be 
added: “except by way of permitted use.” 

In Section 48(2) (c) in line 31, the words “or otherwise” should be changed to 
“and is not otherwise” which obviously is the meaning proposed to be conveyed. 


Licensing 


Similarly in Section 50(i) the words in line 22 “or be otherwise” should be 
changed to “and will not be otherwise.” 


Registered User Cancellation 


In Section 49(9) the word “application” is used here in numerous cases and 
from the standpoint of clarity it would be desirable to change the word to “petition” 
in paragraph (a), the preamble of paragraph (c) and sub-paragraph (iii) of 
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paragraph (c). In such case, the word “applicant” in sub-paragraph (iv) of 
paragraph (c) should be changed to “petitioner.” 


False Indications of Origin 


In Section 51(1) in line 35 the words “unlawfully applied” are doubtless taken 
from Article 9 of the International Convention. But the Convention purports to 
refer to the provisions of the law of each country. In the draft bill the words have 
no clear meaning since they are not explained or have any counterpart in any 
other provision of the bill. 

It is suggested, therefore, that the word “unlawfully” be eliminated and 
instead the word “false” be inserted before the words “indication of origin” in 


lines 34-35. 
Appeals to Exchequer Court 


Section 56 does not make clear whether in an appeal to the Exchequer Court 
from any decision of the Registrar the appellant may introduce new evidence. This 
would be desirable in such ex parte proceedings and perhaps this could be clarified 
in Sub-Section (4). 


Interested Person 


In several provisions of the draft dealing with expungment, cancellation, 
amendment, etc. the Registrar or the Court may act upon the application of a 
moving third party. In some cases such party is defined as “any interested party,” 
while in others as “any person.” Probably the omission of the word “interested” 
in the latter cases is by inadvertence, since it does not seem that such action be 
receivable unless the party is a “person interested” as defined in Section 2(i). This 
omission is particularly noted in Section 45(1), and 49(9) (c). 


WALTER DERENBERG 
DAPHNE RoBERT 
Eric WATERS 
STEPHEN P. Lapas, 
Chairman 





41 T.M.R. LET’S GIVE BUSINESS THE JOB 


LET’S GIVE BUSINESS THE JOB, NOT THE “WORKS”* 
By Lowell B. Mason** 


These conferences are always worth while. Besides the pleasant surroundings 
and amiable associates, they are aimed at a subject all American citizens should 
be interested in—the aggressive, competent and ethical development of ways to 
keep the distribution of our country’s products on a free, open and competitive 
basis. 

Some of us think the key to economic democracy is held in the hands of 
men like the 15,000 members of the National Sales Executives, for these are the 
people who believe in aggressive, competent and ethical salesmanship. 

In the world of business and government relations salesmen have stayed too 
much in the background. 

Too long has the spotlight been exclusively on the producers and manufacturers 
of America. We worship and guard the sacred right of a manufacturer to make 
what he wants the way he wants. No Congress or bureaucrat dares tell the 
American enterpriser that he must put a nut or a bolt or a gear on his contraption 
just because everybody else does. What he makes and how he makes it is deter- 
mined by the tastes and commands of the consumer in a competitive market. But 
in distribution the consumer comes third. First comes the governmental theories 
as to how goods should be distributed; second, the maintenance of the status quo 
for all sellers; and third, the consumer gets what’s left. Up till now there has been 
scant place in the governmental picture for salesmanship. 

While we are proud that we live in a country that produces a quarter of 
a trillion economy, we forget that a quarter of a trillion production is worse than 
useless unless we have a quarter of a trillion of sales. A continuous strip mill 
can whip out sheet steel at 30 miles an hour but what a mess there would be 
unless there was a sales organization standing at the shipping room door ready to 
distribute that sheet steel at the same 30 miles an hour. 

While Government spends millions in expanding new techniques of production, 
its program towards distribution is one of contraction, suppression and harassment. 
The principal essential of salesmanship is the way you price your goods. Whatever 
way you price your goods is illegal if we are to believe the arguments advanced 
by those who decry free enterprise in this field of commerce. 

Congress has seen to it that the manner of distribution pricing comes under 
the almost complete domination of the Federal Trade Commission. How you 
can sell no longer rests on the individual judgment of private citizens. This strikes 
at the heart of sales liberty and should be the concern of all men, but especially 
you who must maintain free enterprise if you would live. 

Maybe you don’t believe me because you eat, drink and live competition, and 
nobody has stopped you yet. To which I can only reply, the tyranny of this 
legislation is rendered attractive by the inefficiency of its application. But don’t 


*Address before National Sales Executives, June 2, 1951, at Hotel Waldorf-Astoria, 
New York. 
**Federal Trade Commissioner. 
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be lulled to sleep by the constant protestations of staff members or Commissioners 
that we have no intention of suing you for competing with one another, and 
don’t think for a moment that a majority of the people on this earth even agree with 
your philosophy that competition is the life of trade. 

The world is full of people who don’t like to compete. Certainly the Com- 
munists reject competitive enterprise. If we take as a yardstick the populations of 
the opposing countries participating in the Korean war, we find 748 million people 
in the communal bloc as against 240 million on our side of the table. 

Now I don’t mean to say 748 million reject competition. How could they? Most 
of them never heard of it, but on the other hand, there are a lot of those 240 
million in France, England and this country who know what free enterprise is 
about and have no use for it. Red Motley says if you don’t use it, you lose it. I 
think he is right. And the easiest way to lose freedom in the marts of trade is 
to back up the Doughfaces in business, Congress and bureaucracy who want to 
soften the competitive struggle by wiping it out. 

Take away from a salesman his right to receive compensation in accordance 
with his ability as he and his employer see it, and you strike at the base of free 
enterprise. 

Take away from a salesman his right to meet a competitor’s lower price and 
you might as well fold up shop and blend yourself into the great protoplasmic bloc 
of Communist slaves who crave the safety of serfdom. 

I mentioned Doughfaces a moment ago. If you haven’t lately reread your 
history of the United States, perhaps you have forgotten what a doughface is. 
Arthur Schlesinger, the historian, tells about the pre-Civil War doughface in his 
book, ‘‘The Vital Center.” 

Here is my definition of a modern, up-to-date Doughface: A doughface is a 
man who crusades for something he doesn’t want. A doughface is a Senator who 
declaims against bigness but likes to do it over a billion dollar net work or through 
a 100 million dollar newspaper syndicate. He wears du Pont nylon shirts, rides 
around in a General Motors Cadillac and prefers Armour’s or Swift’s bacon to 
Joe’s homemade salami. 

But he hates bigness! 

A doughface is the groceryman who wants to sell his food at the fair trade 
price but is glad the Supreme Court lets his wife buy cosmetics at the cut-rate 
pine board store. 

A doughface is a bureaucrat who wants the right to sue and enter cease and 
desist .orders against all businessmen in interstate commerce, but who never 
expects to sue more than just a few selected victims. 

Those of you engaged in merchandising products know the great power of 
selectivity. When your wife shops for tomatoes, she doesn’t go to a store where 
there is only one tomato. Maybe that is all she wants. But she prefers to buy 
where she can look at ten thousand. She likes to poke and feel and smell the whole 
crop and then say, 

“This is the tomato I want.” 


Selectivity is a great thing. We Doughface bureaucrats love it. We don’t 
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care for a statute or its interpretation which only allows us to sue violators of certain 
specific edicts. Doughfaces like a statute that lets us look over all men engaged 
in commerce and then say, “This is the tomato I want.” 

But government in its dealings with those who sell and distribute should not 
ace like a housewife buying one tomato out of a thousand. 

- There is such a thing as equal application of the law to all. 

I would like to organize a country where we would enforce the law against 
every one, and then you would see dramatically just how crazy are some of the 
theories that are floating around Washington today. 

Let’s have a country where an association such as the National Sales Executives 
won’t be allowed. I propose to call this country Nosalezonia. We won’t actually 
make it illegal for sales executives to live. We'll just remove the profit motive 
from selling. We'll let you sales executives still hold meetings, but you will have 
to amend your charter and become either a social or a religious group. In 
Nosalezonia we will ban all discussions on how to promote markets, increase 
sales and make profits. Aggressive salesmanship is apt to encourage people to 
offer the public better goods for less money. And when you offer something better 
for less, that means your competitor is going to get hurt. 

In Nosalezonia we are not going to let anybody get hurt. Nobody will gain 
anything by activity and nobody will lose anything by inactivity. So the first 
thing we must do, to peg the economy at a dead level is abolish the National 
Sales Executives. 

Many people believe sales promotion is anti-social and a waste of time. They 
accept the communal life. They believe in production but they look upon all 
sales efforts as mere waste—the unholy expenditure of energy. Trying to foist 
your mouse trap on the public when any other will do just as well is a loss of 
valuable manpower. 

They don’t like salesmen, period! Order takers—yes! After all, somebody 
has to pass out the goods. But this vulgar notion that we should squander energy 
persuading people, your peaches or parasols are much better than mine is a 
crazy American custom that must be done away with. In Nosalezonia we will fire 
all salesmen and put the advertising appropriations and incentive discounts into 
the Government treasury for more equitable distribution amongst us bureaucrats. 

Perhaps you wonder where I got the idea of creating a nation with no salesmen. 
If you read some of the cases now pending before the Commission, you will see 
that the legality of functional discounts is being challenged. And I know of no 
quicker way to get rid of salesmen than to stop functional discounts. 

I have no intention of discussing these pending cases because as a judge 
I shall have to pass on their respective merits. But a Commissioner also serves 
in an administrative capacity and as such I have no inhibitions about expressing 
my views as to the general policy. “Shall we or shall we not condemn functional 
discounts” ? 

Those sales executives whose companies produce goods need not worry about 
their own compensation. But you had best direct your thoughts to the sales 
executives of your distributors because if we ban the discount you pay your jobber 
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or your wholesaler on the ground that it is more than you allow a retailer, then 
you might as well come down and help me organize Nosalezonia. 

Just in case the Commission decides you can’t give different discounts on 
the basis of what you believe your distributors accomplish for you, let me give 
you a picture of our proposed new country, Nosalezonia, and how I got the idea 


of creating it. 

Many great ideas come from the dreams of men. And Nosalezonia proves 
the rule. A few nights ago I had the darndest dream. After a midnight meal of 
Cheese souffle and stuffed olives, washed down with good stout ale, I dreamed 
I died and had gone to my reward. 

As I floated in between beautiful pearly gates, I was met by a man in a 
double-breasted business suit made of cloth of gold. 

“My friend,” he said as he clasped my hand, “you have now arrived at that 
place where you may choose your own calling. You may do whatever you please, 
or just do nothing if you like.” 

I looked around. Over yonder a fellow was seated at a table in company with 
a dozen beautiful women. Iced champagne, steak sprinkled with lamb chops, 
asparagus tips, boiled mushrooms, everything the heart could desire garnished the 
festive board. 

Over here a man filled the sky with music as his fingers swept over the key- 
board of a gigantic concert piano. 

Directly in front of me on a broad highway paved in platinum raced the 
most marvelous cars I have ever seen. Each automobile had 32 cylinders, 8 
carburetors, white side-wall tires and a three-tune horn 12 feet long. 

“Those fellows all wanted to be racing drivers on earth,” my escort informed 
me. “Up here they get their wish.” 

And sure enough, they were really racing. But it was the most peculiar race 
you ever witnessed,—A hundred cars running side by side! The drivers, crouched 
behind their steering wheels, were going around the 1,000 mile track so fast that 
they lapped the roar of their exhaust three times before you heard it. 

I couldn’t keep track of them. 

“Which one is the winner’? I finally asked, turning to my companion. 

“They all win,” he said. “Nobody loses here. Everybody’s the champion— 
tennis player, channel swimmer, pole vaulter, whatever they want.”—‘“‘And what do 
you want to be”? 

“This is marvelous,” I cried. “When I was in school, I applied for a job as 
a candy butcher in the Auditorium Theater in Chicago. I had to wear a misfit 
coat with tarnished gold braid. I was supposed to walk up and down the aisles 
between acts calling out, ‘chocolates and bonbons.’ But I was so scared I only 
whispered it. Nobody bought from me. People just laughed at me and my funny 
coat. That experience gave me an inferiority complex. All my life I’ve never 
been able to sell anything. Please, Mr. Guardian Angel, make me a champion 
sales executive.” 

Next thing I knew, I was seated at a big mahogany desk, a pile of order 
forms in front of me, and a long line of customers waiting just outside a diamond 


studded rail. 
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As the first customer approached, I asked “What can I do for you, sir”? 

“I want 4,000 gross of those Lowell B. Mason Things you are offering this 
week.” 

I dialed the shipping department. ‘“‘What’s our delivery date on 4,000 gross 
of that Thing”? 

‘When does he want it’? 

I turned to the customer. “When do you want it?” 

He replied, “Would 30 days be all right”? 

I repeated his request to the shipping department. 

“Tell him it’s already on the wagon,” came back over the phone. 

When it came to terms, the customer laid the cash on the table. 

That’s the way it was all day long—customer after customer. And when 
five o’clock came and I closed the office, there was still a long line waiting outside 
the railing. 

Out in front of our plant I met old Bob Whitney. You all know Bob. On 
earth he was the President of the National Sales Executives, so when he died 
and came here, he decided to go in for production just for a change. Bob and I 
strolled down to Red Notley’s restaurant and had roast peacock dinner washed 
down with sparkling burgundy topped off with crepe Suzettes alamode. Red used 
to publish “Parade” but he was always cooking up things on earth so they gave 
him a restaurant here. 

“Bob,” I said, “I’ve had a marvelous day. Those Lowell B. Mason Things 
are going like hot cakes. Nobody argues about the price; the credit department 
has OK’d all my accounts, and shipping has promised deliveries way ahead of 
commitments. How come, Bob, there is such a seller’s market? Have we got a 
threatened shortage of raw materials? Is there a war on? Am I going to have to 
limit one to a customer”? 

“Oh, no,” Bob replied. “I’ve got enough raw stock on hand to make a billion 
gross of those Things and my suppliers are begging me to take more. It’s just that 
you are such a marvelous salesman, Lowell. People can’t resist your sales approach.” 

This, of course, made the former candy butcher from Chicago feel quite good. 

And so it went, day after day, week after week. Finally I got weary of just 
sitting there taking orders, so I called up the Guardian Angel. 

“Guardian,” I said, “This is your friend, the champion salesman, talking. I’m 
tired of sitting here all day taking orders. Can I go out and call on the trade”? 

Sure, sure, go ahead,” he replied 

So I grabbed my hat and a case full of samples, and sneaked out the back door. 

There was a Super-Thing store down the street which had never carried the 
Mason line. I headed for it. The purchasing department was so big they saved 
fifty gallons of ink a day just telling the clerks not to cross their t’s or dot their i’s. 

The receptionist who looked like Miss Nosalezonia of 1951 sat behind a 
chromium steel wicket studded with revolvers. 

“Oh, oh,” I said to myself, “This is going to be tough.” In a way I was glad. 
Here was a chance to prove my mettle. You know how it is when things have been 
going too easy at the office. 
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But I no sooner set foot in front the wicket than Miss Nosalezonia jumped 
from her seat, sprung open the barrier, rushed out and threw her arms around my 
neck. 

“Why, Mr. Mason, where have you been? Art Hood has been looking for 
you”! And with that, she grabs my sample case and rushes me into the boss’ office. 
There sat good old Art. He had given up publishing and lumber. Now he was a 
head buyer of Things in this Super Market. 

I really trembled in my boots. Here was the fellow who had forgotten more 
about selling that I could ever hope to learn. 

I tried to rehearse in my mind the seven stages of salesmanship Art used to 
preach on earth. I knew I must show a spirit of customer service; I should use 
competitive psychology and have an ambition to win and increase my compensation. 

I said quickly to myself. 

) I must attract favorable attention. 


a 
b) I must arouse real interest. 
Cc 


( 
( 
( 
( 


) 
) I must secure conviction. 
d) 

(e) I must close the sale. 

But in the particular case I knew I had to create an appetite in the prospective 
customer who wasn’t hungry! 

Before I could offer Art my card, he barked at me, “I'll take 200,000 gross of 
those Lowell B. Mason Things.” 

I asked him if he wanted credit. 

He replied, “Cash on the barrel”! 

And then I made a great mistake. This was a big order, one that would keep 
our factory so busy we could clean up the mortgage, reduce prices and inaugurate 
many new improvements in operation and consumer production. 

Naturally I was pleased and in my enthusiasm, I blurted out, “And what dis- 
count do you want”? 


I must dissolve all objections. 


Now, most of you fellows knew Art while he was on earth. A pretty vigorous, 
capable sort of a guy—one who never let anybody push him around. If he had been 
a buyer on earth, he’d take every discount offered and demand more. But here a 
complete change came over him. He dropped his voice and crept around his desk 
toward me. 

“Please, Lowell,” he gasped, “Don’t use that horrid language at me. I never 
asked you for no discount. You know it’s agin the Nosalezonia Anti-Price Dis- 
crimination law for you to offer it or for me to take it. I never done you any harm. 
Just let me take my 200,000 gross. In fact, I'll raise it to half a million if you will 
promise never to mention discounts to me again”! 

What was I to do? I took his order and left. 

But I couldn’t sleep that night. Things were too easy. 

So the next day I dropped around to see my friend, the Guardian Angel. 

“Guardian,” I said, seating myself on a cloud and reaching for one of his 
Corona Belvideres, “Things are pretty swell here. I’m the champion salesman, 
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everybody likes my product, collections are good, production is up and I haven't 
lost an account since I came here.” 

“Yes, yes, go on,” replied my Guardian. 

“Well, there is one thing I miss. There are no obstacles to overcome. My 
competition never tries to chisel on my price or territory. Can’t you arrange for me 
to have to really try for some business? How about putting me up against some good 
stiff competition” ? 

“Sorry,” replied my Guardian. “Can’t do that. It’s against the rules. We can’t 
have any competition here. Somebody might get injured. Here everybody has to 
always win.” 

I jumped to my feet and shook my fist in his face. “This is terrible,” I shouted. 
“T would just as soon be in hell”! 

My Guardian looked at me in blank surprise. “My friend,” he said, “Just 
where do you think you are”? 

And then I woke up back in Washington. 

Knowing that I was coming to the National Sales Executives Conference where 
folks are willing to try anything once, I decided to draw up some rules for this new 
territory of Nosalezonia and submit them to you for approval. 

I have tried to make them as simple as possible. They are all adapted from 
principles now being currently urged upon the Federal Trade Commission as 
expressive of what our present statutes require, so you can appreciate I am not just 
dreaming up these rules out of thin air. 

Here they are: 

1. All quantity discounts are out. 

Back in America, Mr. Justice Jackson in his Morton Salt dissent, said: 


“The law in this case, in a nutshell, is that no quantity discount is valid if the 
Commission chooses to say it is not.” 


In Nosalezonia we won’t fool around with individual suits. We will just ban 
all quantity discounts without litigation. If you can do it to everybody in America 
piecemeal, what’s the use of spending the taxpayers’ money on single suits? We can 
just as well get the whole thing over with in one fell swoop in Nosalezonia? As 
long as all quantity discounts are out, we needn’t bother to ban quantity discounts 
based on annual sales. This method of stimulating sales is, of course, illegal as far as 
the Federal Trade Commission is concerned, so we won’t have it in Nosalezonia 
either. 

2. Sales to those customers who now use your product in the assembly of a 
finished product and who are in a position to make your product themselves will be 
excluded from your market, because we won’t let you meet their “making price.” 

For a complete exposition of this rule, I suggest you read the Trial Examiner’s 
Report in the pending spark plug cases. 

3. In Nosalezonia we shall prohibit the freedom of manufacturers to encour- 
age aggressive selling through extra rewards for extra effort. 

We'll outlaw all trade discounts based on compensation for special functions 
performed by distributors. Every price must be based on cost justification. 

4. We shall outlaw the right of a producer to place his own valuation on the 
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relative sales potentiality of his distributors. Such factors as financial stability, char- 
acter and standing in the business community, coverage of territory, size of inven- 
tory, working capital and service promptness may be important considerations to 
the average American businessman who is seeking a competent outlet for his prod- 
uct. These may be attributes he is willing to pay for, but this freedom to use his 
own judgment as to the relative value of his distribution forces will not do in 
Nosalezonia any more than it does in the United States. 

If you will read Professor Hansen’s article in this May’s issue of the Harvard 
Business Review, you will find out why some folks in Washington think this 
freedom of choice by the American businessman should be taken away from him. 

5. All merchandise must be sold on identical profit margins. The Nosale- 
zonia Anti-Price Discrimination Act operates on the theory that it’s unfair to 
make more money off one customer than you make off another. 

In Washington, we call that subsidizing some customers at the expense of 
others. Thus, if you make office supplies and the market priec on plain ink goes 
so low that you can’t make the same profit there as you make on ink concentrate. 
you must get out of the plain ink business or else lower your price on ink concen- 
trates, because every department must make the same rate of profit. 

In Nosalezonia we will make sure that Adam Smith’s principle of indifference 
is religiously observed by not allowing producers to know the names or faces of 
their distributors. Everything will be done by lot so a producer won’t be tempted 
to reward the respective capabilities of those who vend his wares. 

We will have to watch out for over-ambitious order-takers. They are apt to 
up-generate into high-class salesmen. To prevent aggressive marketing in Nosale- 
zonia we shall offer a bonus, not an incentive bonus but a decentive bonus. Instead 
of having market research departments, we will have market unsearch depart- 
ments. Promotion will be out and demotion in. 

Well, by now you certainly get the idea I am driving at. And the question 
naturally comes to your mind as I close my remarks: Why does Lowell Mason make 
these ridiculous proposals to the Sales Executives Conference? 

I have two very solid reasons for doing so. 

First, I have applied Kant’s formula to test what is right and what is wrong, 
namely, what would happen if the deed or its omission were universally applied. 
What would happen if the Federal Trade Commission were to universally enforce 
the edicts that some of its staff say are required under the present Clayton Act? 
Dropping all attempts at witticism, let me very seriously declare that the fanciful 
country of Nosalezonia is not half as absurd as the actual economic turmoil which 
will be set loose upon this country if we enforce any such proposals. 

My dissent in the Detroit gasoline case said Congress never expected us to 
be that dumb. The principles of that dissent were recently upheld by the Supreme 
Court in its decision in Standard Oil v. Federal Trade Commission. So up till 
now my guess has been right. At least, up to the point of saving for the American 
system of free enterprise, the right to meet your competitor’s lower price. 

I believe that unprejudiced students of economics and Government in and out 
of the Federal Trade Commission are seriously concerned about what will happen 
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to our country’s distributive system if the other Nosalezonia crackpot notions are 
completely enforced here. Even in Washington, their most rabid advocates wince 
at any attempt to apply Kant’s criterion to our whole economy. They hide behind 
the ambiguities in the law which say we only have to apply the law when competi- 
tion may be injured. In view of the fact that the Courts have said any price differ- 
ence is a valid basis for a finding of the Federal Trade Commission that compe- 
tition may be injured, you can readily see the legality or illegality of your price 
structure rests not on law but on the whim of bureaucracy. If you come with me 
to Nosalezonia you will at least know what the law is. You won’t have to rely on 
how some bureaucrat feels when he gets up in the morning, to determine if what 
you are doing is right or wrong. 

Government has increased the area of its controls over sales (and I am not 
referring to war or defense controls, but to the everyday peacetime functions of 
Government )—Government has increased the area of its sales controls so that it 
may lay its hands upon nearly any one in commerce. This is a power which leads 
to economic decadence. 

If our economy is to grow progressively and dynamically, our system of distri- 
bution needs the right to branch out new feelers and capillaries towards the ulti- 
mate consumer. New variations in the reach for markets are necessary to test 
fresh avenues of distribution. Without the freedom to vary from established chan- 
nels, American salesmen who are today the arteries of a vital commerce will become 
the varicose veins of a morbund business structure. 

The producers and manufacturers are not the only people who need to scruti- 
nize Congressional and administrative actions. It’s time the Sales Executives of 
America read the Washington menu and learned what’s cooking in the realm of 
Government. 

It’s not enough to sell goods. We also have to sell economic democracy. 

This brings me to my last reason for applying the Kantian criterion. 


“The greatest tyranny has the smallest beginnings. From precedents overlooked, 
from remonstrances despised, from grievances treated with ridicule, from powerless 
men oppressed with impunity, and overbearing men tolerated with complacence, 
springs the tyrannical usage which generations of wise and good men may hereafter 
perceive and lament and resist in vain. Hence the necessity of denouncing with 
unwearied and even troublesome perseverance a single act of oppression. Let it alone 
and it stands on record. The country has allowed it and when it is at last provoked 
to a late indignation, it finds itself gagged with the record of its own ill compulsion.” 


These last words are not my own. I took them from the “Times.” Not the 
“New York Times,” not yesterday’s ““Times,” but the “London Times” of 1846. 
That advice and that warning is just as important today as it was 105 years ago. 
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TRADE SLOGANS 


Sharp & Dohme, Philadelphia, Pa. Registered with the United States Trade 
Mark Association August 16, 1951: 


“Planned with knowledge, produced with care.” 

“Quality as precious as the lives it saves.” 

“Your health is priceless—give it the best.” 

“Quality—a matchless gift of years devoted to science 
and research.” 

“Pharmaceutical quality assured by over 100 years of 
exacting control.” 

“Produced with care, prescribed with confidence.” 


A 





CREAMETTE CoO. v. CONLIN 


PART II 


THE CREAMETTE COMPANY v. CONLIN ET AL. 
No. 13424—C. A. 5—July 19, 1951 


TrADE-MarK INFRINGEMENT AND UNFAIR COMPETITION—BAsiIs OF RELIEF—GENERAL 
Since defendant’s use of mark is confined to intrastate business of selling frozen 
dessert locally and on the premises where it is manufactured, held that there is no infringe- 
ment of registered trade-mark and case remains one based solely upon claim of unfair 


competition. 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—EVIDENCE—GENERAL 
On facts of record, plaintiff held to have failed to prove bad faith or fraudulent 


intent upon the part of defendants. 
On facts of record, plaintiff held to have failed to prove actual confusion as to source 


or likelihood of it. 


Courts—Conr.ict or LAws—APPLICcABLE Law 
Florida law governing unfair competition suit in federal court between citizens of 
different states, held to conform to prevailing American jurisprudence generally. 


TRADE-MARKS—Worps CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Creamette,” held not generally descriptive of plaintiff’s macaroni. 


TrRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Creamette,” held descriptive of defendant’s frozen dessert not made from customary 


ice cream mix but similar to it. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 


INSTANCES 
Name may be arbitrary or fanciful as applied to one or more products, but yet not be 
entitled to unlimited protection as against its use in good faith upon a product of which it 


is accurately descriptive. 
Plaintiff having used its mark in Florida on only macaroni and spaghetti, held not 
entitled to injunction restraining defendant’s local use thereof on a frozen dessert of 


which it is descriptive. 


Appeal from Southern District of Florida. 

Trade-mark infringement and unfair competition suit by The Creamette Com- 
pany against T. A. Conlin et al. Plaintiff appeals from dismissal of complaint. 
Affirmed. 

Frank A. Whiteley, of Minneapolis, Minn., and G. W. Botts, of Jacksonville, Fla., 
for plaintiff-appellant. 

John Marshall Green, of Ocala, Fla., and J. Edwin Holsberry, of Pensacola, Fla., 
for appellees. 

Before Hotmes, McCorp and Russe Lt, Circuit Judges. 

RussELL, C. J.: 

In the trial court the appellant sought to enjoin the use by the defendants of 
the word “Creamette” as a trade-mark and trade name for a frozen sweet or 
dessert. The complaint was based both upon the claim of infringement of the 
plaintiff's registered trade-mark “Creamette” or its variant “Creamettes,” and upon 
the claim of unfair competition at common law. The plaintiff alleged that the 
defendants, with full knowledge of its registration and use of the trade name, 
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which was established in the minds of the public as representing plaintiffs product, 
had, with fraudulent intent, traded upon the plaintiff's reputation and good will, 
and, with like intent of passing off defendants’ goods as the goods of the plaintiff, 
and with full knowledge of plaintiff’s rights and that its trade-mark was the dom- 
inant part of its corporate name, had used plaintiff’s trade-mark upon, and in con- 
nection with, the sale of “dairy products including forms of ice cream” and as 
its business name. It was alleged that such use was likely to cause confusion in the 
trade as to the source of the goods, and confuse and deceive purchasers of, and in 
connection with, the sale of the said dairy products. These allegations were denied 
by the defendants. The plaintiff likewise pleaded other instances where it had 
been successful in preventing infringement of its trade-mark by others. Two of 
these went to trial. 


The Court, after a full hearing, found that the plaintiff had failed ‘to carry 
the burden of proof of the allegations of its complaint which the law imposes upon 
it.’ Other findings were made”? upon which the Court adjudged that the injunc- 
tion should be denied. Plaintiff has appealed, contending here that the Court 
clearly misconceived and misapplied the law applicable to the facts of the case so 
that its judgment is manifestly contrary to law. We do not sustain the contention 
of the appellant. 


It was clearly shown that the defendants’ business of manufacturing the frozen 
sweet or dessert by a patented machine located upon the premises and selling it 
upon such premises,—a small building, or “stand,’—was not “in commerce.” 
Thereby questions of infringement of the registered trade-mark were removed from 
the case, and it remains one based solely upon the claim of unfair competition. 
However, this did not render it improper for the appellant to show, as it did, that 
the appellant and its predecessor, Mother’s Macaroni Company, had used the trade- 
mark Creamette, and the plural Creamettes, since prior to August 15, 1912, at 
which time the macaroni company registered the trade-mark Creamette with the 
United States Patent Office for use on its macaroni products. On later dates appel- 
lant registered with the United States Patent Office such trade-marks for use on 
other food products which were specifically itemized on the registration certifi- 


1. The Creamette Co. v. Overland Candy Corp., et al., Equity No. 15483, District Court 
of the United States, Northern District of Illinois, Eastern Division, not reported; Creamette 
Co. v. Minnesota Macaroni Co., 74 F. Supp. 224. 

2. “There is no direct testimony that any of the defendants ever heard of plaintiff or 
the products sold under its two trade-marks prior to the registration by the Conlin defendants 
of their trade-mark Creamette with the Secretary of State of Florida. The evidence shows that 
all the defendants do strictly an intra-state business; that the product manufactured and sold 
by them is not sold at any place where any of plaintiff’s food products are sold; that the 
frozen dessert manufactured and sold by defendants is of a uniform quality, sold on the 
premises where it is manufactured, to the retail trade, for immediate consumption; that the 
trade-mark adopted by the Conlin defendants is descriptive of the product manufactured and 
sold by the defendants and plaintiff’s evidence fails to show a single instance of unfair com- 
petition or of profit to the defendants by reason of the good will plaintiff claims to have 
earned for the products sold by it under its trade-mark. 

“As pointed out above, counsel for plaintiff conceded at the close of the cases that it did 
not have a monopoly in the use of its trade-mark Creamette under any Federal law, but that 
it relied for its claim of a monopoly in the use of said trade-mark upon its allegation of un- 
ee and infringement of the Common Law right of the plaintiff in said trade- 
mark. 





41 T.M.R. CREAMETTE CoO. v. CONLIN 809 


cates. None of these included a frozen dessert or ice cream product. These regis- 
trations were re-published under the Lanham Trade-Mark Act of 1946 (15 
U. S. C. A. 1051, et seq.). At all times since August, 1912, appellant has sold its 
products under these trade names in various trade territories in the United States 
and Canada, but has sold only macaroni and spaghetti in Florida. These latter 
products constitute 99 per cent of the appellant’s total sales. Appellant has carried 
on an extensive advertising campaign during the years, some of it in Florida (since 
1946). Appellant first introduced its macaroni to the trade in Florida under the 
name Creamettes in May, 1946, and it has continued to sell its macaroni and spa- 
chetti in Florida under the trade-marks Creamette and Creamettes since that time. 
On July 22, 1949, appellant applied for, and secured, from the Secretary of State of 
the State of Florida registrations of these trade-marks for all products previously 
registered with the United States Patent Office. 

Appellee Conlin first adopted the trade name Creamette in October, 1947, at 
which time he filed application with the Secretary of State of the State of Florida 
for, and secured registration of, the trade-mark “Creamette” for frozen desserts. 
He opened his first ice cream “stand,” using this name as his trade name, in Decem- 
ber, 1947. Testimony by, and on behalf of, the defendants, that appellee Conlin 
had never heard of appellant’s products or the use of the trade name by it until 
some time in 1948, when Conlin observed the products advertised in a grocery 
store, and of the other appellees to the effect that they had never heard of appellant 
company, its products or trade name prior to the receipt of correspondence shortly 
prior to the institution of the litigation was not materially controverted, and was 
accepted by the trial court. Appellant introduced no evidence to support the alle- 
gations of its complaint that defendants had adopted and were using its trade-mark 
with fraudulent intent. It is not shown that there has been any confusion as to the 
source of the products in question, nor was any evidence introduced to support the 
view that there was likely to be any such confusion. The products of the appellant 
and appellees are distinctly different and are similar only in that they are both 
food products. Even in this respect however, they are dissimilar in that appellant’s 
macaroni and spaghetti must be cooked and prepared prior to consumption, while 
appellees’ product is ready to eat when sold, and is a novelty or dessert. 


We thus approach consideration of the correctness of the judgment of the 
trial court from the standpoint that no actual bad faith or wrongful intent upon 
the part of the defendant has been shown. The question remaining is whether 
the circumstances disclosed by the record discloses a case where the Court is 
required to hold as a matter of law that the defendants’ use of the word Creamette 
is wrongful and constitutes unfair competition which requires the grant of an 
injunction to prevent its continuance. 


Our examination of the Florida authorities discloses that the law of that 
State applicable to claims of, and protection from, unfair competition are to the 
same effect as those prevailing in American jurisprudence generally. This is illus- 
trated by an examination of the cases cited with approval by the Florida Supreme 
Court in Lumbermen’s Mutual Casualty Co. v. Lumber Mutual Casualty Ins. Co. 
of New York, 17 So. 2d 615. It appears from consideration of the authorities that 
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there is not so much dispute and difference as to the fundamental law, as there is 
in the application, which the Courts make in particular cases, to the facts then being 
considered. Though the broad question is strenuously urged by the appellant here, 
we find it unnecessary to, and therefore will not, explore the full extent of protec- 
tion to which the adoption, use, advertisement, and promotion of the trade-mark 
Creamette may entitle the plaintiff. Only macaroni and spaghetti have been 
sold in Florida, and, as against the defendants’ use of the term as a trade-mark 
for the frozen desserts, the plaintiff’s rights in this case, where no intentional appro- 
priation or misrepresentation is shown, must be accordingly restricted. If we might 
concede, as contended, that Creamette is a distinctive, coined word, still, as applied 
to the macaroni and spaghetti products advertised and sold in Florida, it would not 
follow that the good faith use of the word by the defendants on a product which 
it correctly indicates would alone establish unfair competition. A frozen sweet, or 
dessert, which is not made from the customary ice cream mix, but is similar to it, 
may well be called creamette because it is an imitation or substitute of cream. 
Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663; Philco Corp. v. F. G& B. Mfg. Co., 
170 F. 2d 958. The word “Creamette,” of course, carries well known connotations. 
We know by one usage, as recognized by the dictionaries, that there is “a commer- 
cial use of -ette to form names of imitation or substitutive materials.” Furthermore, 
while Creamette is not generally descriptive of appellant’s macaroni its use in con- 
nection therewith carries one of the well known connotations of cream,—as the 
best or choicest part of a thing. This is recognized in some of appellant’s advertising 
in which the macaroni is referred to as the “Cream of Macaroni” and made from 
the “creamy” hearts of wheat. The same thought has been used by others,—‘‘Cream 
of Wheat” for a breakfast cereal, and “Cream of Kentucky” for an alcoholic liquor. 

We think it true that a name may be arbitrary or fanciful as applied to one 
or more products, but yet not be entitled to unlimited protection as against its good 
faith trade name adoption and use upon a product of which, because of its inherent 
properties, it is plainly and accurately descriptive in ordinary meaning. As applied 
to such an article it is a nonfanciful word because as thus used it is descriptive. 
Such a situation is analogous to that considered in Sunbeam Lighting Co. v. Sun- 
beam Corp., 183 F. 2d 969. This statement may be only another way of expressing 
the well established rule in such cases that even a “strong” trade name does not 
grant a monopoly for unlimited use, Philco Corp. v. Phillips Mfg. Co., supra; 
Arrow Distilleries v. Globe Brewing Co., 117 F. 2d 347, 351. In any event, what is 
sufficient to control this case is the conclusion that the appellant’s trade and cor- 
porate name Creamette is not so all inclusive as to give the broad monopoly for its 
use which is necessary to legally require a finding that, in the circumstances here 
and where no actual or legal fraud is shown,® the use of the term on a frozen sweet 
or dessert product like ice cream is an act of unfair competition which equity should 
enjoin. 

The judgment of the trial court is affirmed. 


3. Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, 412. 
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NEW ENGLAND DUPLICATING CoO., INC. v. MENDES 
No. 4570—C. A. 1—July 16, 1951 


TraDE-MarK AcT oF 1946—ReEmMEDIES—EFFECT OF REGISTRATION 
Registration under 1946 Act held to give rise to rights of exclusive use cognizable in 
federal courts. 
TraDE-MarkK Act oF 1946—REGISTRABILITY—SECTION 45 


TraDE-MARKS—ACQUISITION OF RIGHTS—UsE In COMMERCE 
Plaintiff’s shipment of machine bearing label marked “Paddy” in interstate commerce 
to his sales office in New York, held to constitute use of the mark “in commerce,” under 


Section 45 of 1946 Act. 
Sale of goods with the mark affixed thereto, held not required for an appropriation 


of mark, under 1946 Act. 
TraDE-MarkK Act or 1946—REGISTRABILITY—SECTION 1 


TrADE-MARKS—ACQUISITION OF RIGHTS—-OWNERSHIP 

Ownership is a condition precedent to registration, under Section 1 of 1946 Act. 

Exclusive right to use of mark or device claimed as trade-mark is founded on priority 
of appropriation. 

While evidence of sales of goods bearing the mark is highly persuasive, question of 
use adequate to establish appropriation depends upon facts of each case; and use in a 
way sufficiently public to identify or distinguish the marked goods in an appropriate seg- 
ment of the public mind is competent to establish ownership even without evidence of 
actual sales. 


TraADE-MarRK INFRINGEMENT—DEFENSES—ABANDONMENT 
On facts of record, plaintiff held to have overcome prima facie evidence of abandon- 
ment; and though plaintiff discontinued use of mark for more than two years, he did so 
intending to resume its use as soon as circumstances permitted and there was no abandon- 
ment. 


Appeal from District of Massachusetts. 

Trade-mark infringement and unfair competition suit by J. Curry Mendes 
against New England Duplicating Co., Inc. Defendant appeals from judgment for 
plaintiff granting injunction. Affirmed. 

Ezekiel Wolf, of Boston, Mass., for defendant-appellant. 

Herbert A. Baker (Daniel ]. Daley on the brief) of Boston, Mass., for appellee. 
Before Macruper, Chief Judge and Woopsury and Hartican, Circuit Judges. 
Woopsury, C. J.: 

This is an appeal from a judgment for the plaintiff in an action for infringe- 
ment of a federally registered trade-mark, and for unfair competition. Federal 
jurisdiction is clear from the established evidentiary facts concerning which there is 
little if any dispute. 

J. Curry Mendes, the plaintiff herein, in 1939 devised a so-called collating and 
tipping machine, otherwise known as an interleaving machine, for placing spot gum 
on paper and carbon paper for the production of one-time carbon forms. He called 
his machine a “Paddy” machine, that name being adapted from the nickname of one 
of his daughters, and so advertised it in a leading trade periodical. At the outset he 
did business as an individual under the name Paddy Machine Company, and filed 
that name as provided by Massachusetts law in the office of the City Clerk of the 
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City of Boston where he carried on his business. In 1940, he organized a local corpo- 
ration, of which he was president, treasurer and manager, called Paddy Machine 
Company, Inc., to take over the assets of Paddy Machine Company, and by the end 
of 1942 the corporation had sold and shipped two machines bearing the label 
“Paddy” in interstate and foreign commerce, one going to Cincinnati, Ohio, and the 
other to Canada. Material shortages and financial difficulties beset Paddy Machine 
Company, Inc., during 1942, and in March of that year, in order to raise funds, 
John Curry Mendes on behalf of the corporation executed a mortgage covering all 
its furniture, good will, accounts receivable and orders for merchandise to one Frank 
L. Harney. Soon after this the plaintiff withdrew from the corporation, and there- 
after it carried on business without him under the control of the mortgagee and one 
Herbits, who testified that he actually ran the business. 

A patent on the so-called “Paddy” machine issued in 1945, but Paddy Machine 
Company, Inc., was forced by necessity to discontinue business as a corporate 
entity at about the same time. Herbits, however, received and answered numerous 
inquiries about “Paddy” machines addressed to the corporation from 1945 until 
October, 1948, when the defendant corporation, New England Duplicating Co., Inc., 
claiming under an oral agreement with Herbits (which was reduced to writing in 
June, 1949), undertook by advertising and by circulars addressed to the trade, to 
promote the sale of collating and tipping machines under the “Paddy” name. 

The plaintiff in the meantime, beginning in 1947, had recommenced the manu- 
facture and sale of collating and tipping machines. With one exception, however, 
the machines were labeled as either “Mendes” or “JCM.” The court below found, 
however, that the plaintiff still used the name “Paddy” in his correspondence, that 
he had not abandoned it, and that he intended to use it again on an improved 
machine which he expected to produce, in the meantime using “Mendes” and 
“JCM” as broader terms to designate all his products. 

In this posture of affairs, the plaintiff, acting on the advice of counsel, made 
two shipments of collating machines bearing the “Paddy” mark from Boston to New 
York for the purpose of securing the exclusive use of the mark. He made the first 
of these shipments on May 31, 1949 to his sales office in New York. A month later, 
on June 29, he filed application for registration of his mark asserting his belief 
in his ownership thereof and citing the above shipment as his first use of the mark 
in commerce, and then on July 14, 1949, he shipped his second machine bearing 
the “Paddy” mark to a purchaser in New York. On February 21, 1950, Registra- 
tion No. 521,322 issued to him for the mark as applied to machines of the kind 
under consideration. 

Shortly thereafter the plaintiff learned that the defendant was using the same 
name in its advertising of like machines in trade periodicals, and he thereupon 
removed the “Paddy” mark from the two machines he had shipped to New York, 
and stopped applying the mark to any others, until, to quote from the findings of 
the District Court [41 T. M. R. at 257], “such time as it could be demonstrated 
by legal decision that he was the owner of this mark, and that his registration was 
in fact good.” . 

On the foregoing facts there appear to be weak links in the defendant’s asserted 
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chain of title to the mark. But this is not an important factor for we agree with 
the court below that the plaintiff by priority of appropriation, use and employment 
has established his ownership of the mark as against the defendant, whatever the 
latter’s chain of title may be. 

Section 1 of the Lanham Act so called (60 Stat. 427; 15 U. S. C. §1051) 
provides that “The owner of a trade-mark used in commerce may register his 
trade-mark under this Act” and registration under the Act gives rise to rights of 
exclusive use cognizable in the federal courts. §32 id.; 15 U.S. C. §1114. 

There can be no doubt whatever, and it is not disputed, that the mark is reg- 
istrable under §2 of the Act for the goods to which the plaintiff applied it. Nor 
can there be any serious question that the plaintiff used it “in commerce” on those 
goods before he applied for registration. The shipment of a labeled machine to his 
sales office in New York on May 31, 1949, cited in his application for registration 
as his first use of the mark in commerce, clearly constituted a use of the mark in 
commerce under §45, par. 15, of the Act wherein it is provided in pertinent part: 
“For the purpose of this Act a mark shall be deemed to be used in commerce (a) 
on goods when it is placed in any manner on the goods or their containers or the 
displays associated therewith or on the tags or labels affixed thereto and the goods are 
sold or transported in commerce.” The use of the disjunctive “or” between “sold” 
and “transported” leaves no doubt that a transportation in the “commerce” defined 
in par. 3 of §45, id.* is enough to constitute a “use” even without a sale. 

The question remains whether the plaintiff has established that he was the 
“owner” of the mark, for under §1, supra, only the “owner” of a mark is entitled 
to have it registered. In short, ownership is a condition precedent to registration 
Macaulay v. Malt-Diastase Co., 4 F. 2d 944, 945 (1925) ), although it may not be 
to an application for registration,—an apparently novel question argued at the bar 
by reason of the plaintiff's sale and shipment to the purchaser in New York on July 
14, 1949, but one which we do not need to decide in the view we take of the case. 

It has long been the rule “That the exclusive right to the use of the mark or 
device claimed as a trade-mark is founded on priority of appropriation; that is to 
say, the claimant of the trade-mark must have been the first to use or employ the 
same on like articles of production.” Columbia Mill Company v. Alcorn, 150 U. S. 
460, 463, 464 (1893) and cases cited. See also United Drug Co. v. Rectanus Co., 
248 U. S. 90, 100 (1918). This does not mean that a secret, private, or undis- 
closed use of a mark constitutes an appropriation of it for, as said in the Rectanus 
case supra at page 97, “the right to a particular mark grows out of its use, not its 
mere adoption.” But to constitute a use or employment adequate for an appropria- 
tion, it is not in our opinion essential, under the current Act at least, that there be 
an actual “sale” of goods with the mark affixed thereto as the defendant-appellant 
contends. 

No doubt sales of goods with the mark affixed thereon or thereto constitute a 
use or employment of the mark sufficient to establish ownership. And doubtless 
evidence of such sales will in the vast majority of cases constitute the basic, if not 


*“The word ‘Commerce’ means all commerce which may lawfully be regulated by Con- 
gress.” 
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the sole, evidence relied upon to show a use adequate to establish appropriation and 
hence ownership. But to hold that a sale or sales are the sine qua non of a use 
sufficient to amount to an appropriation would be to read an unwarranted limita- 
tion into the statute, for so construed registration would have to be denied to any 
manufacturer who adopted a mark to distinguish or identify his product, and 
perhaps applied it thereon for years, if he should in practice lease his goods rather 
than sell them, as many manufacturers of machinery do. It seems to us that although 
evidence of sales is highly persuasive, the question of use adequate to establish 
appropriation remains one to be decided on the facts of each case, and that evi- 
dence showing, first, adoption, and, second, use in a way sufficiently public to 
identify or distinguish the marked goods in an appropriate segment of the public 
mind as those of the adopter of the mark, is competent to establish ownership, even 
without evidence of actual sales. 

On this view the evidentiary facts found by the court below clearly warrant 
the court’s conclusion that the plaintiff was the owner of the mark by prior appro- 
priation and use, for the plaintiff adopted the mark for his machine when he first 
devised it, and he then promptly used the mark in publicizing his product in a lead- 
ing trade periodical. Moreover by 1943 the corporation of which he at the time 
was the key figure had sold two machines with the “Paddy” mark affixed thereto. 
All this we think was clearly enough to establish the plaintiff’s ownership of the 
mark. 

And we think it is not a required conclusion from the established facts that 
the plaintiff had abandoned his mark. 


Par. 15 of §45 of the Lanham Act so far as material provides: 


“A mark shall be deemed to be ‘abandoned’—(a) When its use has been dis- 
continued with intent not to resume. Intent not to resume may be inferred from cir- 
cumstances. Nonuse for two consecutive years shall be prima facie abandonment.” 


It is true that between 1939 and 1947 the plaintiff did not use the mark for 
substantially more than two consecutive years. But this created only prima facie 
abandonment, and the court below said categorically: “I find that there was no 
abandonment by the plaintiff Mendes from the first day that he used the name 
“Paddy” in 1939. He did suspend the use of it, but only until the real owner of the 
mark could be determined and not with the intent to abandon it. This was not an 
abandonment which would place the mark in the public domain.” The circum- 
stances under which business had to be carried on from 1939 to 1947 were certainly 
peculiar, and we cannot by any means say that those circumstances do not warrant 
the conclusion of the court below that although the plaintiff discontinued use of the 
mark for more than two consecutive years, he did so intending to resume its use as 
soon as circumstances permitted. In brief the conclusion reached by the court below 
is amply warranted by the evidence in the record. 

The judgment of the District Court is affirmed. 
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AMERICAN GOLD STAR MOTHERS, INC. v. THE NATIONAL GOLD 
STAR MOTHERS, INC., ET AL. 


No. 10897—C. A. D. C.—July 12, 1951 


Unrair CoMPETITION—BAsiIs OF RELIEF—GENERAL 
Use by one organization of the name of another for purpose of appropriating stand- 
ing and good will built up by the other, held unfair competition which equity courts 
restrain. 
Source, reputation and good will are as important to eleemosynary institutions as 
they are to business organizations. 
Gist of unfair competition action is confusion and deception. 


CourtTs—PLEADING AND Practice—MotTions To Dismiss 

Since case was decided below on motion to dismiss, Court of Appeals must de- 
termine validity of District Court’s decision upon assumption that allegations of fact 
contained in complaint are true. 

Complaint alleging deliberate attempt by second comer to confuse and deceive 
potential members, contributors and others, with attendant injury to plaintiff, held to 
state cause of action. 

Since gist of action is confusion and deception, plaintiff-appellant held entitled to 
present its proof; and it does not suffice for the trial court, on motion to dismiss, to 
merely compare the names of the two organizations involved. 


Appeal from District of Columbia. 
Unfair competition suit by American Gold Star Mothers, Inc. against The 
National Gold Star Mothers, Inc., et al. Plaintiff appeals from dismissal of com- 


plaint. Reversed. 

Robert Vernon Smith and Joseph W. Kiernan, of Washington, D. C., for plaintiff- 
appellant. 

Arthur J. Hilland, of Washington, D. C., for appellees. 

Before CLark, Proctor and BazEton, Circuit Judges. 

BazELon, C.]J.: 

Appellant brought suit in the District Court for damages and to enjoin appellee 
“from using the name ‘National Gold Star Mothers, Inc.’ or any other name which 
may be so similar to Plaintiff’s name as to cause confusion in the minds of eligible 
Gold Star Mothers, and in the minds of the general public, or governmental officials” 
and also “from pursuing a course of conduct tending to injure and harm Plaintiff 
and to confuse and mislead.” The District Court dismissed the suit on the ground 
that (1) the law of the District of Columbia does not permit a charitable or elee- 
mosynary organization to prevent infringement of its name; (2) in any event, “the 
names of the two organizations here involved are not so similar as to constitute one 
name an infringement of the other.” Since the case was decided below on a 
motion to dismiss, we must determine the validity of the District Court’s decision 
upon the assumption that the allegations of fact contained in the complaint are 
true. Those allegations tell the following story: 

Appellant, American Gold Star Mothers, Inc., was organized on a national 
basis on June 4, 1928, and was incorporated in January of the following year. 
It is a non-profit, charitable and patriotic organization with more than 25,000 
members in over 400 chapters throughout the United States. Its members are 
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“Gold Star Mothers” whose children died in the service of their country during the 
World Wars and its objective is “to further any and all patriotic works and to 
extend assistance to mothers whose sons and daughters have made the supreme 
sacrifice while serving in the Armed Services of the United States.” Appellee, 
National Gold Star Mothers, Inc., was incorporated in Delaware on March 2, 1950, 
at which time, according to the complaint, it and its officers were aware that ap- 
pellant was the recognized national organization for Gold Star Mothers. De- 
spite such awareness, the complaint continues, appellee “with deliberate precon- 
ceived intention and calculation to unjustly, unfairly and inequitably injure, harm 
and take advantage of Plaintiff, and to deceive, confuse and mislead the general 
public and mothers who are eligible for membership in Plaintiff organization” 
named its organization “National Gold Star Mothers, Inc.” It is further alleged 
that appellee has solicited members and funds without fully explaining that it is a 
different organization than appellant and that such activities on its part have 
resulted in irreparable monetary damage to appellant. The gist of the complaint 
is the charge that appellee has deliberately chosen a corporate name which is so 
much like appellant’s that appellee is able to benefit from a reputation and good 
will built by appellant over a period of 22 years. 


The law protects corporate names to much the same extent that it protects 
trade-marks and trade names.! “The use by one organization of the name of an- 
other for the purpose of appropriating the standing and good will which the 
other has built up is a well recognized form of the wrong known to the law as 
unfair competition, against which courts of equity have not hesitated, in any juris- 


992 


diction, to use the full power of the injunctive process.”? Such simulation of 
names is restrained not because “there is property acquired by one party in the 
name, but to prevent fraud and deception in the dealing with the party charged 
with the simulation of a name used by another in a similar business or manu- 
facture.”* The subsequent appropriator of the name or one confusingly similar 
thereto usually “seeks an unfair advantage, a ‘free ride’ on another’s established 
good will * * *. Usually his only purpose is to create confusion as to source, 
and benefit by it.” 


Source, reputation and good will are as important to eleemosynary institutions 
as they are to business organizations. “Anything which tends to divert member- 
ship or gifts of members from them injures them with respect to their financial 
condition in the same way that a business corporation is injured by diversion of 
trade or custom.”° “Distinct identity is just as important to such an organization, 
oftentimes, as it is to a commercial company. Its financial credit—its ability to 
raise funds, its general reputation, the reputation of those managing and sup- 
porting it, are all at stake if its name is used by some other organization and the 


1. See Lawyers Title Ins. Co. v. Lawyers Title Ins. Corp., 71 App. D. C. 120, 126-128, 
109 F. 2d 35, 41-43 (1939); American Foundries v. Robertson, 269 U. S. 372, 380 (1926); 
6 Fletcher, Corporations §2423 (1931). 

2. Purcell v. Summers, 145 F. 2d 979, 984 (4th Cir., 1944). 

3. Grand Lodge v. Grimshaw, 34 App. D. C. 383, 385 (1910). 

4. Lawyers Title Ins. Co. v. Lawyers Title Ins. Corp., 71 App. D. C. at 128, 109 F. 2d 
at 43. See Hanover Milling Co. v. Metcalf, 240 U. S. 403, 423-424 (1916). 

5. Purcell v. Summers, 145 F. 2d at 985. 
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two become confused in the minds of the public.”® Of course, the similar names 
may be composed of descriptive terms which cannot, without more, be made the 
subject of an exclusive right.? Nevertheless, an action may lie because of the 
attempt of the later corporation to palm itself off as the prior one, whether ex- 
pressly or by conspicuous failure to disclaim identification with it.® 


Previous decisions of this court are not in conflict with the general rules 
stated above. Grand Lodge v. Grimshaw was a suit to establish the exclusive right 
of one fraternal order to a name which had already been in use by another order 
“for ten years before the litigation began. No question of property or pecuniary 
injury is involved in the controversy. The single claim of each is the exclusive right 
to use a name indicating that it is a genuine lodge or organization of an order of 
Freemasons.”® The court there refused to inquire into the charge or to grant the 
relief sought because no “pecuniary injury” was involved.!° Lemmon v. Kirkland 
similarly involved no allegation that “‘‘any person has dealt with the defendant 
and his faction under the mistaken assumption that he was dealing with the plain- 
tiffs and their faction, nor is there any allegation of an actual pecuniary loss to the 
plaintiffs faction.’”!! La Tosca Club v. La Tosca Club merely decided that three 
members who withdrew from the original La Tosca Social Club, an unincorporated 
association, “and formed themselves into a corporation, did not by that act acquire 
any exclusive right to the use of the name of the prior and still then existing unin- 
corporated club or association.” Those who remained with the original associa- 
tion were not barred by the withdrawing members’ act of incorporation from later 
incorporating themselves under the original name. ““The name of ‘La Tosca Social 
Club’ remained with the original unincorporated association.”!* 


Each of the cases discussed above deals with peculiar circumstances which 
are not applicable here. None of them stands for the proposition that an elee- 
mosynary organization may not, in a proper case, enjoin unfair and confusing 
simulation of its name. Appellant, an organization in existence for over twenty 
years and composed of over 400 chapters and more than 25,000 members, alleges 
a deliberate attempt by appellee, an organization engaged in virtually the same 
activities, to confuse and deceive potential members, contributors and others—with 
the attendant injury to the older organization’s good will, membership and solicita- 
tion of funds. Appellant’s allegations state a cause of action which, if proved, will 
entitle it to relief. In a case similar in many ways to the one now before us, /nter- 


6. 1 Nims, Unfair Competition and Trade-Marks §86 (1947). See cases collected ibid. 
See also 6 Fletcher, Corporations, §2436 (1931) and cases collected therein; Daughters of 
Isabella No. 1 v. National Order of Daughters of Isabella, 78 Atl. 333, 335 (Conn. 1910) ; 
yg Army in United States v. American Salvation Army, 120 N. Y. Supp. 471 (App. 

iv., 1909). 

7. 1 Nims, op. cit. supra note 6 at pp. 66, 280. 

8. See Warner & Co. v. Lilly @ Co., 265 U. S. 526, 531-532 (1924); Waterman Co. Vv. 
Modern-Pen Co., 235 U. S. 88, 94 (1914); W. R. Speare Co. v Speare, 49 App. D. C. 318, 
321-322, 265 F. 876, 879-880 (1920); Lane Bryant, Inc. v. Maternity Lane, 173 F. 2d 559, 
563 (9th Cir., 1949). 

9. 24 App. D. C. at 385. 

10. Jd. at 386. ’ 

11. 44 App. D. C. 512, 514-515 (1916). The quotation in the text is from the trial 
court’s opinion, reproduced by the appellate court. 

12. 23 App. D. C. 96, 106 (1904). 
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national Committee Young Women’s Christian Ass’ns v. Young Women’s Christian 
Ass’n of Chicago,'* the Illinois court said, 


The object, work, sources of support, and field of labor of each being sub- 
stantially the same, and the name of appellee having been adopted and in use by it 
many years prior to the incorporation of the appellant, the appellant had no right to 
adopt as its corporate name one so similar to that of appellee, or to incorporate in its 
name words which would indicate to the public that it was the representative of ap- 
pellee * * * . * * * from an examination of the entire record it clearly appears that 
such name was adopted by the appellant advisedly and for the purpose of leading the 
general public, and the persons with whom it was likely to be associated, and from 
whom it hoped and expected to obtain support by way of donations, to believe 
that it stood as the committee and representative of the associations known as “The 
Young Women’s Christian Association,” then organized in the field where it expected 
to operate. 


Since the gist of the action here is confusion and deception, it does not 
suffice for the trial court, on a motion to dismiss, to merely compare the names of 
the two organizations involved. Appellant is entitled to present its proof.'4 

Criark, Circuit Judge, dissents. 


SUNBEAM FURNITURE CORP. ET AL. v. SUNBEAM CORPORATION 
No. 12628—C. A. 9—June 8, 1951 


TrapeE-MarkK Act or 1946—ReEmEpDIES—SECTION 32 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF PROTECTION—GENERAL 

Use of a distinctive or fanciful mark will be broadly protected but non-fanciful words 
used by numerous concerns for a large variety of products ordinarily will be only narrowly 
protected. 

Section 32 of 1946 Act does not stifle all excursions into adjacent markets. 

There is no possibility of defining a line on one side of which protection will be 
applied and on the other side of which protection will be denied, because in every case 
the decision must depend upon the circumstances obtaining. 


TrRADE-MArK INFRINGEMENT AND UNFAIR COMPETITION—BAsSIS OF RELIEF—GENERAL 

Likelihood of confusion as to source governs granting of relief. 

Interests of plaintiff in protecting its good will and reputation of its mark and interests 
of shoppers in relying upon trade-marks and brand names, must be taken into consideration 
in granting equitable relief. 

Actual competition, while an important factor, is not a prerequisite to relief; but in 
the absence of market competition, likelihood of confusion in the mind of the buyer 
decreases. 


TRADE-MarK INFRINGEMENT AND UNFAIR CoMPETITION—Proor oF ConrusionN—GENERAL 
Public opinion survey conducted for plaintiff held to indicate likelihood of confusion 
resulting from defendant’s use of “Sunbeam” on lamps. 
Plaintiff held to have failed to prove market competition or confusion as to source, 
resulting from defendant’s use of its corporate name “Sunbeam Furniture Corp.” 


13. 62 N. E. 551, 552-553 (Ill., 1901). 

14. See Albert Dickinson Co. v. Mellos Peanut Co., 179 F. 2d 265, 269-270 (7th Cir., 
1950); Lane Bryant, Inc., v. Maternity Lane, 173 F. 2d 559, 563, 565 (9th Cir., 1949); 
Coca-Cola Co. v. Snow Crest Beverages, 162 F. 2d 280, 283 (1st Cir., 1947); Skinner Mfg. 
Co. v. Kellogg Sales Co., 143 F. 2d 895, 899 (8th Cir., 1944). 
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TraDE-MaRK INFRINGEMENT AND UNFAIR CoMPETITION—Scope OF RELIEF—PARTICULAR 
INSTANCES 
On facts of record, held that injunction against defendant’s use of “Sunbeam” on 
its lamps was proper. 
Injunction against defendant’s use of corporate name “Sunbeam Furniture Corpo- 
ration,” held erroneous. 


Courts—Conr.ict or LAws—APppPLicABLE LAw 
Unfair competition charges involved are governed by local law. 


Appeal from Southern District of California. 


Trade-mark infringement and unfair competition suit by Sunbeam Corporation 
against Sunbeam Furniture Corp. and Arthur M. Luster, Melvin R. Luster, and 
Frieda Luster, doing business as Sunbeam Furniture Sales Co. Defendants appeal 
from judgment granting injunction to plaintiff. Modified. 

Huebner, Beehler, Worrel @ Herzig (Herbert A. Huebner of counsel) of Los 

Angeles, Cal., for Defendant-appellants. 

Rogers & Woodson, William T. Woodson, Beverly W. Pattishall, and Lewis S. 

Garner, (John F. McCanna, of Chicago, IIl., and Lyon & Lyon and Reginald 

E. Caughey, of Los Angeles, Cal., of counsel) for appellee. 

Before STEPHENS and Pops, Circuit Judges, and Fer, District Judge. 
STEPHENS, C. J.: 

Sunbeam Corporation, plaintiff below, appellee here, successfully sought in 
the district court an injunction against Sunbeam Furniture Corporation (a Cali- 
fornia corporation) and Arthur M. Luster, Melvin R. Luster and Frieda Luster, 
President, Secretary-Treasurer and Vice-President respectively, from using plaintiff- 
appellee’s trade-mark “Sunbeam” in connection with defendant-appellant’s sales, 
wares, or its corporate name. 88 F.Supp. 852 [40 T. M. R. 308]. Since the names 
of the organizations are similar, we shall refer to plaintiff-appellee as the Illinois 
corporation, and to defendant-appellant as the California corporation. 

The California corporation has its main place of business in Los Angeles, 
California, and is engaged in selling household furniture, primarily to the retail 
dealers in California and neighboring states. Prominently displayed on its business 
building are the words “Sunbeam Furniture Corp.” and it claims to have used the 
word “Sunbeam” in connection with its business since 1946. The California corpo- 
ration’s name “Sunbeam Furniture Corporation” appears on price tags, affixed 
to furniture, on its shipping labels, invoices and stationery. It advertises in furniture 
trade magazines, prominently displaying its corporate name therein. It also dis- 
tributes circulars to retailers, suggesting that consumers be referred to defendant’s 
showroom by the retailer, if not satisfied with the retailer’s limited stock on hand. 


A small portion of its business is the sale of decorative household electric 
lamps which have been purchased from numerous manufacturers. Among them 
are lamps manufactured by Expert Lamps, Inc., an eastern corporation, controlled 
by members of the Luster family which controls the California corporation. The 
shades on the Expert Lamps, Inc., models on display in California corporation’s 
showroom are ordinarily wrapped in transparent cellophane. Under the cellophane 
there is a paper label bearing the following description or a variation thereof: 
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“America’s Loveliest Lamp 
“This is a genuine 


SUNBEAM LAMP 


“This is a custom made shade, hand sewn, finely stitched, washable. Designed 
especially to harmonize with this lamp. Mfd. by Expert Lamp Co., Chicago, Illinois,” 


The word “Sunbeam” is in large, heavy, attractive type, while the other part 
of the inscription is in smaller type and is less prominent. Attached to the lamp 
stand by a string is a tag of similar content and description. 

We have had occasion to describe the history and business activities of the 
Illinois corporation in Sunbeam Lighting Co. v. Sunbeam Corporation, 9 Cir., 
1950, 183 F.2d 969, certiorari denied, 340 U. S. 920, wherein the trade-mark 
“Sunbeam” was also involved. We refer to the opinion in that case for detail and 
but very briefly repeat it here. The Illinois corporation is a large, well-known 
manufacturer of various household electrical appliances. Since 1921 its products 
have carried the trade name “Sunbeam” and that word has been registered in the 
United States Patent Office in connection with products manufactured by plaintiff- 
appellee. Neither household furniture nor lamps are now among its products. 

The Illinois corporation alleged in its complaint that the use by defendant- 
appellants of the word “Sunbeam” is likely to cause confusion and to deceive 
purchasers as to the source or origin of defendant-appellant’s goods in that the 
trade and public will attribute the goods sold by defendants as originating with 
the plaintiff, and that defendant’s conduct amounts to trade-mark infringement 
and unfair competition. 

In Sunbeam Lighting Co. v. Sunbeam Corporation, supra, we limited the 
scope of the injunction granted by the trial court, defining it to include portable 
fluorescent lamps sold by Sunbeam Lighting Co. carrying the words “Sunbeam 
Manufacturing Co., Los Angeles, California” and “Sunlite Master,” calling atten- 
tion to the importance of the means of marketing the items and to the use of the 
word “Master” in connection with the word “Sunbeam.” We were of the opinion 
that the word-combination used in a related field and appealing to store shoppers 
would cause confusion of source and would infringe upon the Illinois corporation’s 
trade-marks. 

We affirm the principle that the use of a distinctive or fanciful mark or name will 
be broadly protected, but nonfanciful words or names which have been applied to 
and used and registered as trade-marks for a large number and variety of products 
by numerous manufacturers, ordinarily will be narrowly protected. Philco Corp. v. 
F. & B. Mfg. Co., 7 Cir., 1948, 170 F. 2d 958, 961 [39 T. M. R. 23], certiorari denied, 
336 U. S. 945. The change wrought by the 1946 Trade-Mark Act on Title 15 
U.S.C.A. §1114(1), Act of July 5, 1946, c. 540 Title VI, §32, 60 Stat. 437, does not 
“stifle all excursions into adjacent markets * * *.” §. C. Johnson & Son v. Johnson, 
2 Cir., 1949, 175 F. 2d 176, 180, certiorari denied 338 U. S. 860. The differentiation 
is made between “strong” and “weak” marks, based upon whether the word sought 
to be protected is general or fanciful. 

Reliance is placed not upon competition with plaintiff’s products but upon the 
likelihood of confusion of source. The Illinois corporation has a legitimate interest 
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in seeking to protect its goodwill and the reputation of its mark, Hanover Star 
Milling Co. v. Metcalf, 1916, 240 U. S. 403, achieved only after considerable ex- 
penditure of effort in marketing a dependable product. The interests of shoppers 
in their reliance upon brand names or marks must also be taken into consideration. 
Mishawaka Rubber G& Woolen Mfg. Co. v. S. S. Kresge Co., 1942, 316 U. S. 203, 
rehearing denied 316 U. S. 712 [32 T. M. R. 254]. 

We pointed out in the Sunbeam Lighting Co. case, supra, that the remoteness 
of confusion by the purchaser of electric fluorescent light fixtures with the manu- 
facturer of household appliances stemmed largely from the fact that the light fixture 
is ordinarily selected by an architect and installed by an engineer or an electrical 
contractor, in contrast to the “over the counter” purchase of a kitchen gadget. 
However, the distinction was not held to apply to portable fluorescent lamps which 
in common knowledge yield to sale and purchase in similar manner to the sale and 
purchase of household appliances. 

According to a public opinion survey conducted for the plaintiff, a large number 
of persons who were shown a picture of the California corporation’s lamp, with 
labels as heretofore described attached, concluded that it was the product of the 
Illinois corporation. It appears reasonable that the prominence with which the 
word “Sunbeam” is displayed on the lamp label as contrasted to the size of type 
used to identify the manufacturer, would lead the shopper to conclude it was one 
of the household articles commonly sold under the mark “Sunbeam.” In the Sun- 
beam case to which we have several times referred, we commented upon “polling 
evidence.” The distinction between the facts of that case and the instant case is quite 
obvious. We conclude that it was not error for the district court to issue its in- 
junction against the California corporation’s use of the term “Sunbeam” on its 
lamps. See Title 15 U. S.C. A. §114. 


The California corporation also claims that the trial court erred in issuing its 
injunction against its use of the name “Sunbeam Furniture Corp.” As to this 
aspect of the case, the evidence reveals neither market competition nor confusion 
of source. The business to which the word “Sunbeam” is applied as a mark is 
entirely different from that of the Illinois corporation. It is true that actual compe- 
tition, while an important factor to consider, is not a necessity to the granting of 
relief. Del Monte Special Food Co. v. California Packing Corp., 9 Cir., 1929, 34 
F. 2d 774 [19 T. M. R. 379]; Stork Restaurant v. Sahati, 9 Cir., 1948, 166 F. 2d 348 
(38 T. M. R. 431]; Safeway Stores, Inc. v. Dunnell, 9 Cir., 1949, 172 F. 2d 649, certio- 
rari denied, 337 U. S. 907; Lane Bryant, Inc. v. Maternity Lane, Limited, of Cali- 
fornia, 9 Cir., 1949, 173 F. 2d 559. Nevertheless, where market competition is absent, 
it is a corollary that the likelihood of confusion in the mind of the buyer decreases. 

Where a trade name is fanciful, it will be broadly protected, but where it is 
‘“* * # 4 meaningful word, a joyful word, a word of comfort, of light, and of health. 
* * *” (Sunbeam case, supra) the range of protection is limited, as we have pointed 
out. There is no possibility of defining a line on one side of which protection will 
be applied and another side on which protection will be denied. The general 
principles which we applied in the cited Sunbeam case apply here and the decision 
in every case must go in accordance with the application of these principles to the 
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combination of circumstances obtaining. A common word like “Sunbeam” cannot 
be completely removed from the public domain. We conclude that the district 
court erred in including in its injunction the use of the firm name of the California 
corporation, “Sunbeam Furniture Corporation.” 

The unfair competition charges involved are governed by local law. See 
Pecheur Lozenge Co., Inc. v. National Candy Co., Inc., 1942, 315 U. S. 666 [32 T. 
M. R. 194]. The same essential elements are involved, however. Hanover Star Milling 
Co. v. Metcalf, supra. We have considered the California cases on the subject and 
are of the opinion that they support the conclusions we have reached. Consult 
Modesto Creamery v. Stanislaus Creamery Co., 1914, 168 Cal. 289; American Phila- 
telic Society et al. v. Claibourne, 1935, 3 Cal. 2d 689; Academy of Motion Picture 
Arts and Sciences v. Benson, 1940, 15 Cal. 2d 685 [30 T. M: R. 563]; Eastern- 
Columbia, Inc. v. Waldman, 1947, 3 Cal. 2d 268 [37 T. M. R. 46]; Sun-Maid Raisin 
Growers of California v. Mosesian, 1927, 84 Cal. App. 485; Hoover Co. v. Groger, 
1936, 12 Cal. App. 2d 417; Wood v. Peffer, 1942, 55 Cal. App. 2d 116; Winfield v. 
Charles, 1946, 77 Cal. App. 2d 64; Weatherford v. Eytchison, 1949, 90 Cal. App. 
2d 379. 

Affirmed, reversed, and remanded to the district court with instructions to 
modify the injunction to conform with the views expressed herein. 


KANMAK TEXTILES, INC. v. CARNAC, INC. 
No. 5807—C. C. P. A.—June 5, 1951 


TraDE-MarKs—COoNnFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity of marks, holdings are rarely based 
upon precedents. 


TraDE-MarKks—Marks Not ConFrusInGLy SIMILAR—PARTICULAR INSTANCES 
“Kanmak” held not confusingly similar to “Carnac,” used on similar goods, under 


1905 Act. 


Appeal from Commissioner of Patents. 

Trade-mark opposition by Carnac, Inc. against Kanmak Textiles, Inc. Appli- 
cant appeals from decision sustaining notice of opposition. Reversed. 

Mock & Blum (Charles R. Allen and Asher Blum of counsel) for applicant-appel- 
lant. 

Klein, Alexander & Cooper (H. von Maltitz of counsel) for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JoHNSON, and Wor_Ey, 

Associate Judges. 

Jackson, J.: 

This is an appeal in a trade-mark opposition proceeding under the Trade- 
Mark Act of 1905 from a decision of the Commissioner of Patents, 84 U. S. P. Q. 
141, affirming that of the Examiner of Interferences sustaining the opposition of 
appellee to the registration of the trade-mark “Kanmak” of appellant. 

In the notice of opposition it is alleged that appellee is the owner and prior 
user of the trade-mark “Carnac,” as applied to cotton piece goods, and that appel- 
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lant’s mark so nearly resembles the trade-mark of appellee as applied to goods of 
the same descriptive properties that there is likelihood of confusion. Appellee also 
relied on the name clause of the Act of 1905. 

There is no question but that appellee is the prior user of its trade-mark and 
also the owner of the registered mark “Carnac Permafit,” No. 290,681, dated Janu- 
ary 12, 1932. 

For the reason that appellee is the prior user of its trade-mark and the goods 
of the parties possess the same descriptive properties, the only question to be deter- 
mined here is whether or not the involved marks possess such similarity as to be 
considered confusingly similar within the meaning of the act. 

The Examiner of Interferences held that the mark sought to be registered 
bears such a near resemblance to the notation “Carnac” of appellee that confusion 
in trade would be likely, and purchasers might be deceived. 

In the opinion of the examiner, the marks were similar in sound and that alone 
was sufficient to determine confusing similarity between the marks. In support of 
that holding he cited the cases of Skol Company, Inc. v. Olson, 33 C. C. P. A. (Pat- 
ents) 715, 151 F. (2d) 200, 67 U. S. P. Q. 96; McKinnon & Company v. HyVis 
Oils, Inc., 24 C. C. P. A. (Patents) 1105, 88 F. (2d) 699, 33 U.S. P. Q. 210. 

The examiner pointed out that appellee relied to some extent upon the case of 
The Procter and Gamble Company v. The Dill Company, 60 U. S. P. Q. 423, 
which involved the marks “Camay” and “Carnee.” Those marks were held to be 
confusingly similar. 

The commissioner agreed with the examiner that the involved marks of the 
parties resemble each other at least to as great a degree as those involved in the 
Procter and Gamble Company case, supra. The commissioner then stated that the 
similarity in sound of the involved marks is greater than the similarity in their 
appearance, but agreed with the examiner that they were similar enough in sound 
alone to be likely to cause confusion. 

We have repeatedly announced that in trade-mark litigation such as here 
involved, our holdings are rarely based upon precedents. In re Dutch Maid Ice 
Cream Company, 25 C. C. P. A. (Patents) 1009, 95 F. (2d) 262, 37 U.S. P. Q. 
202. In our opinion the marks “Kanmak” and “Carnac” clearly different in 
appearance and have a distinct difference in sound. The only possibility, to our way 
of thinking, of confusion between the sound of the terms would have to be based 
upon improper pronunciation. Turco Products, Inc. v. Tykor Products, Inc., 38 
C. C. P. A. (Patents) ..., 187 F. (2d) 622, 89 U.S. P. Q. 139. We think that is 
so unlikely as to be negligible. 

Because of what has been stated it is not necessary to discuss the name clause 
of the act. 

We have no doubt that the marks of the parties as applied to their goods will 
not in any way be likely to cause confusion or deceive purchasers as to origin. 

For the reasons hereinbefore set out, the decision of the commissioner is 
reversed. 

Wor ey, J., dissents. 
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UNITED-CARR FASTENER CORPORATION v. THE CAPEWELL 
MANUFACTURING COMPANY 


No. 5800—C. C. P. A.—June 5, 1951 


TrRADE-MarKsS—CONFUSING SIMILARITY—GENERAL 
In determining question of confusing similarity, marks must be considered in their 
entirety; and in the last analysis the similarity of marks must be determined largely on 
the basis of opinion. 


CANCELLATIONS—LIKELIHOOD OF CONFUSION—BURDEN OF PROOF 
Petitioner for cancellation is not required to establish actual confusion but has 
burden of proving that there is reasonable likelihood of confusion between the involved 
marks. 
Likelihood of confusion will be presumed where confusingly similar marks are applied 
to goods possessing the same descriptive properties. 


TrapE-MarKks—Marks Not ConFusiInGLy SIMILAR—PARTICULAR INSTANCES 
Mark consisting of black disc surrounded by circular line, spaced from the disc 
a distance approximately twice the thickness of the circular line and from which two 
groups of horizontal lines extend tangentially in opposite directions from the upper and 
lower parts of the circular line, held not confusingly similar to marks composed of 
representation of a dot symbol, the word “Dot” and the phrase “The Dot Line of 
Fasteners,” used on similar goods. 


Appeal from Commissioner of Patents. 

Trade-mark cancellation proceedings by United-Carr Fastener Corporation 
against The Capewell Manufacturing Company. Petitioner appeals from dismissal 
of petition for cancellation. Affirmed. 

Charles F. Miller, Jr. (Edmund H. Parry, Jr. and Parry, Miller G Peverill of 
counsel) for petitioner-appellant. 

Howard J. Churchill (Francis J. Sullivan and Fraser, Myers & Manley of counsel) 
for appellee. 

Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JOHNSON, and Wor -Ey, 

Associate Judges. 

Jounson, J.: 

This is an appeal from the decision of the Commissioner of Patents, speaking 
through the Assistant Commissioner, 83 U.S.P.Q. 471, reversing the decision of the 
Examiner of Trade-Mark Interferences which had sustained appellant’s petition 
to cancel the registration of appellee’s mark as applied to nails. 

Appellee’s mark is described by the examiner as “composed of a black disc 
surrounded by a circular line spaced from the disc a distance approximately twice 
the thickness of the circular line, and from which two groups of horizontal lines 
extend tangentially in opposite directions from the upper and lower parts of the 
circular line.” The commissioner agreed with the examiner’s description of appellee’s 
mark and stated further that the “two groups of horizontal lines, extending 
tangentially, differ in length, and apparently are intended to give an impression of 
movement or speed.” We agree with the above descriptions. 

The petition to cancel was sustained by the examiner on the ground that the 
mark is confusingly similar to appellant’s marks which are composed of a representa- 
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tion of a dot symbol, the word “Dot” and the phrase “The Dot Line of Fasteners,” 
as applied to various types of fasteners, and attaching means. 

The petition for cancellation alleges appellant’s ownership of its aforementioned 
marks and their prior use as trade-marks on its various types of fasteners and 
attaching devices; that appellee’s goods are of the same class and the same descriptive 
properties as appellant’s goods; and that there is such resemblance between the 
:narks of the parties hereto as to give rise to the likelihood of confusion. 

The record before us establishes the ownership and prior use of appellant’s 
marks as alleged in the petition to cancel. 

Appellant’s goods include various types of fasteners, rachet nails, nail studs, 
and drive screws, used ordinarily in connection with or as parts of fasteners, but 
sold separately at times. 

The evidence establishes that appellant has used its marks upon its goods for 
many years; that its goods have been widely advertised; have attained wide public 
recognition and that the volume of sales under its marks have been very large. 

Appellee introduced no testimony and raises no issue as to appellant’s rights 
to its marks or the prior use of them. 

Appellant contends that the involved marks bear such near resemblance as to 
be reasonably likely to give rise to confusion in trade or deception of purchasers 
as to the origin of the products when applied concurrently thereto. 


Appellee contends that there is no resemblance between the marks involved, 
especially the type of resemblance which would result in confusion. 


The commissioner held that appellee’s marks must be considered in its entirety 
and that an examination of the involved marks does not give any impression of 
similarity between them; that appellee’s mark is an integral design and one which 
differs radically from appellant’s mark. 

We agree with the views expressed by the commissioner. The circular portion 
of appellee’s mark does not appear to us to be a dot, or a figure which would be 
associated with a dot, even a large dot, in the mind of the observer. But we are 
not faced with the problem of determining the similarity of a “dot” and merely 
a larger “black disc.” Appellee’s mark consists of an integral design in which the 
“black disc” comprises merely one element, and it is not our opinion that the 
circular or disc portion of appellee’s mark is the dominating feature thereof. It 
does not appear to be separable from the entire design nor to stand out as a 
separate or distinct feature thereof. In the last analysis, the similarity of marks must 
be determined largely on the basis of opinion, The Procter & Gamble Co. v. J. L. 
Prescott Co., 18 C. C. P. A. (Patents) 1433, 49 F. (2d) 959, 9 U. S. P. Q. 454; 
Auburn Rubber Corp. v. Hanover Rubber Co., 27 C. C. P. A. (Patents) 743, 107 
F. (2d) 588, 43 U.S. P. Q. 395, and it is our opinion that the marks here involved, 
when considered as a whole, bear no confusing physical resemblance to one another. 


It is not necessary that appellant establish actual confusion but it has the 
burden of establishing that the mark registered by appellee so nearly resembles its 
mark that there is reasonable likelihood of confusion between the involved marks, 
and such likelihood of confusion will be presumed where confusingly similar marks 
are applied to goods possessing the same descriptive properties. Sutter Packing Co. 
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v. Piggly Wiggly Corp., 20 C. C. P. A. (Patents) 1069, 64 F. (2d) 1006, 17 
U. S. P. Q. 459; American Cyanamid Co. v. Synthetic Nitrogen Products Corp., 
19C. C. P. A. (Patents) 1235, 58 F. (2d) 834, 13 U.S. P. Q. 421. 

On the record before us we do not think appellant has established that there 
is such similarity between the involved marks that there is any likelihood of con- 
fusion between them, therefore, it is not necessary to consider the other issues raised. 

For the reasons stated the decision of the Commissioner of Patents is affirmed. 


WALT DISNEY PRODUCTIONS, INC. ET AL. v. SOUVAINE SELECTIVE 
PICTURES, INC. ET AL. 


No. 67-390—U. S. D. C. 8. D. N. Y.—July 11, 1951 


Unrair CompPETITION—Basis OF RELIEF—-GENERAL 

Anyone has a legal right to make a motion picture based on Lewis Carroll’s book 
and entitled “Alice in Wonderland,” which is in the public domain. 

On facts of record, plaintiffs held not to have acquired any right to exclude others 
from producing or showing simultaneously and in the same neighborhood a rival por- 
trayal of “Alice in Wonderland.” 

Courts—PRELIMINARY INJ UNCTIONS—GENERAL 

Preliminary injunction held a very drastic remedy ordinarily not granted except to 
maintain the status quo, and then only on very substantial showing. 

Grant of preliminary injunction awarding practically all relief to which party would 
be entitled if it were to prevail at a trial on the merits, held limited to unusual situations. 


Unfair competition suit by Walt Disney Productions, Inc. and RKO-Radio 
Pictures, Inc. against Souvaine Selective Pictures, Inc., Picto Corporation and 
Harry A. Brandt. Plaintiffs’ motion for preliminary injunction denied. 

James V. Hayes and Donovan, Leisure, Newton, Lumbard & Irvine, of New York, 

N. Y., for plaintiffs. 

Simon H. Rifkind and Paul, Weiss, Rifkind, Wharton G Garrison, of New York, 

N. Y., for Souvaine Selective Pictures, Inc. 

Milton Weisman and Weisman, Celler, Quinn, Allan & Spett, both of New York, 

N. Y., for Picto Corporation and Harry A. Brandt. 

Hourtzorr, D. J. (designated from District of Columbia) : 

The plaintiffs have produced a motion picture entitled ‘‘Alice in Wonderland.” 
It is based on Lewis Carroll’s immortal classic of the same name. The defendants 
have also made a picture by the same title based on the same book. Both pictures 
are scheduled to be shown in New York at two different theatres at about the same 
time. The plaintiffs have brought suit to enjoin the defendants from producing 
their picture on the ground of unfair competition. 

This matter is now before this Court on an application for a preliminary 
injunction to enjoin the showing of the defendants’ picture. The plaintiffs claim 
that they have acquired property rights by reason of vast sums of money that they 
have expended in making their picture and in advertising it to the public, so that 
the title “Alice in Wonderland” has acquired a secondary meaning. Admittedly the 
book “Alice in Wonderland” is no longer subject to copyright and is as much in the 
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public domain as are Shakespeare’s plays. Anyone has a legal right to make a 
picture based on Lewis Carroll’s book and entitled “Alice in Wonderland.” 

Both sides have been working on their respective pictures for a number of 
years. Apparently the plaintiff’s production is much more costly and evidently has 
been more widely advertised, and at greater expense. 

The Court is unable to perceive that these circumstances give the plaintiffs 
an equitable right to secure an injunction against the simultaneous showing of the 
defendants’ picture. This is the sort of competition that perhaps should be encour- 
aged rather than suppressed. In any event, irrespective of that consideration, it 
seems to the Court that under the circumstances disclosed in this case the plaintiffs 
have not acquired any right to exclude others from producing or showing simul- 
taneously and in the same neighborhood a rival portrayal of “Alice in Wonderland.” 

The Court might also add that a preliminary injunction is a very drastic remedy 
and ordinarily is not granted except to maintain the status quo, and even then on 
a very substantial showing. In this instance to grant the injunction prayed for 
would practically award to the plaintiffs all of the relief to which they would be 
entitled were they to prevail at a trial on the merits. Such a preliminary injunction 
is granted only in unusual situations. 

In the light of these considerations the application for a preliminary injunction 
is denied. 


CLOVERDALE SPRING COMPANY v. CLOVER CLUB 


BOTTLING CO., INC. 
No. 972—U. S. D. C. D. R. 1.—June 28, 1951 


TraDE-MarK INFRINGEMENT AND UNFAIR COMPETITION—Basis OF RELIEF—-GENERAL 

Where plaintiff, having sold soft drinks in Rhode Island, discontinued sales promo- 
tional efforts in New England around 1932 and made its last sale in Rhode Island in 
1933, under the trade-marks “Cloverdale” and pictorial representation of four leaf clover, 
and defendant’s predecessor began to use the words “Clover Club” together with pictorial 
representation of four leaf clover, on soft drinks in Rhode Island in 1943, with no knowl- 
edge of plaintiff’s existence, held, on facts of record, there was no fraud or conscious 
infringement on defendant’s part, no evidence of palming off, no evidence of confusion, 
and no probability that there will be. 

Defendant’s local intrastate sales, except for a few sporadic interstate sales, held to 
have no effect on interstate commerce. 


TrRADE-MarRKS—ACQUISITION OF RIGHTS—GENERAL 
On facts of record, plaintiff held to have failed to show that a secondary meaning 
has become attached to its trade-marks; and held that no such meaning has attached to 
plaintiff’s trade-marks in Rhode Island. 


TRADE-MARK INFRINGEMENT AND UNFAIR ComMPETITION—DEFENSES—TERRITORIAL RIGHTS 
Where plaintiff discontinued sales of soft drinks under its trade-marks in Rhode 
Island for 17 years, held that such long nonuse tends to indicate that plaintiff did not 
intend to re-enter Rhode Island with its products, if it does not show abandonment. 
Where plaintiff and its predecessors since 1887 had used “Cloverdale” and repre- 
sentation of four leaf clover on soft drinks sold in territory covering 2 to 17 states, but 
discontinued use of its trade-marks in Rhode Island for about 17 years prior to suit, held 
that plaintiff was not entitled to injunction against defendant’s use of “Clover Club” and 
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representation of four leaf clover on soft drinks in local commerce in Rhode Island, after 
defendant and its predecessors had built up business thereunder for about 7 years. 


Trade-mark infringement and unfair competition suit by Cloverdale Spring 
Company against Clover Club Bottling Co., Inc. Complaint dismissed. 

Joshua Ward, of New York, N. Y., and Herbert B. Barlow, of Providence, R. I., 
for plaintiff. 

Alan P. Cusick, of Providence, R. I., for defendant. 

Hartican, C. J.: 

This is an action for infringement of federally registered trade-marks and fo: 
unfair competition. The alleged infringement involves trade-mark No. 302878 
for a pictorial representation of a four leaf clover registered May 2, 1933, by the 
plaintiff and trade-mark No. 120016 for the word “Cloverdale” registered by the 
plaintiff's predecessors in business January 1, 1918 and renewed by the plaintiff 
January 1, 1938. 

Jurisdiction of this court is alleged to depend on Title 15 U. S. C. §§1114 to 
1118, 1121, and Title 28 U. S. C. §§1338. 

The plaintiff, a Maryland corporation, was incorporated February 20, 1922 
and has its principal place of business in Baltimore. The defendant, a Rhode Island 
Corporation, was incorporated March 1, 1947 and has its principal place of business 
in Providence. Both corporations are engaged in the manufacture and sale of non- 
alcoholic beverages. 

Both of the plaintiff's trade-marks have been used continuously by it since 
the date of its incorporation in February, 1922 to and including the present time 
and by its predecessors in business for a great many years prior thereto, probably 
as far back as 1887. They were first used on mineral water and later on non-alco- 
holic beverages. 

The plaintiff markets all of its products under the “Cloverdale” name and four 
leaf clover mark. 

For the period from 1922 to 1948 the plaintiff made expenditures aggregating 
upwards of $750,000 for advertising; $589,000 for promotional production bearing 
the trade-marks and its total sales aggregated approximately $13,550,000. 

During the years between 1922 and 1948, the plaintiff's shipments covered 
from 2 to 17 states, including the New England States, and shipments were made 
in 1927 to Puerto Rico and in 1932 to the Canal Zone. 

The plaintiff's peak advertising expenditure was reached in the year 1929 in 
the amount of $100,000 or more and was in the form of radio, newspaper, maga- 
zine, postcard, trade journal, window display advertising, etc. The radio advertising 
was done over stations in Baltimore, Maryland; Springfield and Boston, Massa- 
chusetts; Richmond, Virginia and New York. In 1938 some advertising was done 
in a nationally distributed magazine called “Hygeia.” S. S. Pierce & Company of 
Boston advertised the plaintiff’s products in its catalogue “The Epicure” between 
1935 and 1940. 

A salesman for the plaintiff covered Massachusetts, Connecticut and Rhode 
Island territories between the years 1928 and 1933, and in 1929 sold about 5 carloads 
of plaintiff’s products in Rhode Island. 
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The total aggregate sales of the plaintiff in Rhode Island amounted to about 
$7,500; in Connecticut $49,500; in Massachusetts $40,200; in Maine $19,800; in 
New Hampshire $35,400 and in Vermont $21,600. 

The plaintiff made its last sales in Maine in 1936; Massachusetts, 1942; Rhode 
Island, 1933 and Vermont in 1947. The plaintiff made no sales in Rhode Island 
in 1930 and in 1931 made sales totalling only $274.28. The greatest amount of sales 
in Rhode Island was in 1929 and totalled about $7,200. 

The plaintiff shipped its products from its Newville, Pennsylvania, plant to 
wholesalers. It has never issued a franchise to a bottler in Rhode Island. It has no 
record of advertising or promotional sale expenses in Rhode Island. Plaintiff stopped 
its promotional efforts in New England around 1932 and sales in that area since 
then were repeat orders which were made without solicitation on the part of the 
plaintiff. 

On April 21, 1931, the president of the plaintiff corporation wrote a letter 
to the chairman of the Board of Food and Drug Commissioners of Rhode Island. 
This letter was in response to the Chairman’s demand that the plaintiff apply for 
a bottler’s permit to sell its products in Rhode Island. Plaintiff’s president stated in 
part: 


“We have not made any sales in the State of Rhode Island since December 1929, 
* 2 # 


“Should we secure any additional business in your state, we assure you we will 
have no objection to filling out your application.” 


On April 5, 1933, the plaintiff wrote another letter to said Chairman and stated: 
“# # * we do not ship any goods into Rhode Island, why should we take out a 
permit? 
“We haven’t made a shipment to Rhode Island for more than a year and do not 
have a single customer there so far as we know.” 


The plaintiff was never registered in Rhode Island as a domestic or foreign 
corporation. 
The plaintiff and its predecessors never advertised in Rhode Island news- 


papers nor on billboards and never sponsored any radio broadcasts originating in 
Rhode Island. 


On November 15, 1948, an investigator hired by plaintiff’s attorney wrote to 
the defendant a letter in which he stated: 


“T am interested in probably opening up several places in Providence and possibly 
Boston, and dispensing soft drinks, and I would therefore appreciate knowing what 
beverages you bottle for such use and also some prices and details. 


“Also, in order that I may be better acquainted with your product, will you be 
so kind as to include with your reply a few specimens of your labels.” 


On November 19, 1948, the defendant sent said investigator samples of its 
beverages gratis. 

On January 6, 1949, the investigator wrote a letter to the defendant acknowl- 
edging his thanks for the samples and stated: 


“The samples which you sent I took with me up to Rhode Island, but I now 
desire to purchase from you one large sized bottle each of orange soda, grape soda and 
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if possible ginger ale. Also, one small sized bottle each of orange soda, grape soda and 
cream soda. Would you please ship these to me here (New Yerk) with a bill, for 
which I will promptly remit.” 


On January 17, 1949, the investigator wrote to the defendant acknowledging 
receipt of the beverages ordered in his letter of January 6th and stated: 
“And I would now like to have you send me your invoice so that I may remit 
by check in full.” 
On January 18, 1949, the defendant wrote the investigator: 


“I wish to inform you that as the Clover Club beverages we sent to you were 
samples of our beverages there will be no charge for the same. If this does not meet 
with your approval will you please inform us as to this effect?” 


On January 20, 1949, the investigator wrote to the defendant: 
“TI thank you very much for your letter of January 18th and I would prefer to 


pay for the samples as I would not like to take them without paying for them.” 


On January 21, 1949, the investigator wrote to the defendant: 


“Please disregard my letter of the 20th instant as I want to buy some other bottles 
from you. 

“In other words, I want you to ship me as soon as possible two cases of assorted 
flavors, 32 ounce size, and two cases of assorted flavors, 8 ounce size.” 


On January 21, 1949, the defendant billed the investigator for six bottles of 
its beverages amounting to sixty-two cents. 


On January 22, 1949, the investigator wrote to the defendant: 


“Please hold up the shipment referred to in my letter of the 21st instant until 
further word from me.” 


In a letter of the investigator, dated January 25, 1949, sent to the plaintiff’s 
attorney, he stated: 
“We have obtained a purchase of some bottles from the Clover Club Bottling 
Company and expect to receive a receipted bill. In the meantime upon further in- 


vestigation we learned that the company does not ship anywhere except in the State 
of Rhode Island. 


“In other words, it appears this is the only one made outside of the State. 


The defendant never heard of the word “Clover” used in connection with 
carbonated beverages prior to its own adoption of it in 1943 in Rhode Island. 

The defendant’s predecessor started business in Rhode Island in March, 1943 
as the Clover Club Bottling Company. The words “Clover Club” together with 
the pictorial four leaf clover have been used on the defendant’s and its predecessor’s 
soft drink products since that time. 

William H. Garrahan, president of the defendant, testified that the selection of 
the name “Clover Club” was motivated by sentiment; that there was in Boston a 
non-business organization named “Clover Club” which was composed of persons 
of Irish lineage among whom were many of his friends and that he tied that name 
with the love of the Irish for four leaf clovers. 

Garrahan also testified that it was the defendant’s policy to confine its sales to 
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Rhode Island, although there might have been four or five isolated instances where 
defendant’s products were sold interstate and that such policy was pursued in order 
to avoid conflict with certain federal legislation, such as wage and hour laws, etc. 
The plaintiff’s investigator seems to corroborate this testimony by his letter of 
January 25, 1949, which is quoted above. 

The defendant advertises in Rhode Island newspapers, on billboards and in 
programs. The name “Clover Club” and the pictorial four leaf clover are used on 
defendant’s cases, bottles, labels and crowns in which the defendant has invested 
about $65,000. 

The defendant registered its trade-mark in Rhode Island on April 3, 1947 
for ginger ale, soda water and carbonated beverages and syrups for making the 
same and the essential feature of the trade-mark consists of the reproduction of a 
four leaf clover used in connection with the phrase “Clover Club.” 

The defendant did not learn of the plaintiff until it received plaintiff’s attor- 
ney’s letter dated September 28, 1948, warning the defendant to discontinue the 
use of the plaintiff’s alleged trade-marks. 

A witness for the defendant testified that from 1925 to 1930 he was in the 
bottling trade; that from 1932 to 1950 he was with the Concordade Company; 
that about a year and a half ago was the first time he heard of the plaintiff and 
that it was only recently he saw plaintiff’s advertisements in trade papers. 

Another witness connected with the purchasing department of the First 
National Stores, which has a chain in New England and part of New York, testified 
that he has purchased the defendant’s products for five or six years and that he 
never heard of the plaintiff or its products. He further testified that the First 
National Stores took over a chain of Cloverdale stores and that the name Cloverdale 
was used in connection with tuna fish, cheese, salmon and oleomargarine. 

There is no evidence of confusion between the products of the plaintiff and 
defendant and there is no probability that there will be in the circumstances here. 
There is no evidence of palming off the goods of the defendant as those of the 
plaintiff and the plaintiff admits that it has shown no monetary damage in this case. 

There has been no fraud or conscious infringement on the part of the defend- 
ant whose use of its trade-mark grew up in a state where the plaintiff did not use 
its trade-marks for a period of about 17 years. 

The evidence has not shown that a secondary meaning has become attached 
to plaintiff’s trade-marks. Clearly, no such meaning has attached to the plaintiff’s 
trade-marks in Rhode Island. 

The plaintiff strongly relies on Cloverdale v. Risedorph, 57 N. Y. S. 570, 144 
Misc. 338 (1932), in which it secured an injunction restraining the defendant there 
from using the name “Clover Club.” In that case the defendant was engaged in 
the manufacture and sale of carbonated beverages similar to those of the plaintiff 
and used as a trade-mark a gold clover leaf and the name “Clover Club” was 
attached to its products. The plaintiff had twenty-seven distributors or whole- 
salers in New York at the time and its volume of sales in New York in 1931 was 
$121,000 and it expended $75,000 for advertising that year. The defendant was 
also in business in New York on a local basis. The facts in that case are clearly 
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distinguishable from the facts in the instant case where the markets of the parties 
are so remote from each other. Furthermore, the evidence in the instant case, if it 
does not show abandonment of the trade-marks by the plaintiff, discloses long non- 
use in Rhode Island and tends to indicate that the plaintiff did not intend to reenter 
Rhode Island with its products. 

The percentage of net sales made by the defendant in interstate commerce was 
as follows: none in 1943-and 1944; 0.22% in 1945; 0.43% in 1946; 1.04% in 1947; 
1.55% in 1948 and 1.15% in 1949. There is authority for the proposition that 
local intrastate sales, except for a few sporadic interstate sales, precludes relief to 
a plaintiff bringing an action of this sort. See C. B. Shane Corporation v. Peter Pan 
Style Shop, 84 F. Supp. 86; R. P. Hazzard Co. v. Emerson’s Shoes, 89 F. Supp. 211. 

The defendant’s activities have little or no effect on interstate commerce. 

However, it is unnecessary to decide this case on jurisdictional grounds in view 
of my conclusion on the merits. 

In General Baking Co. v. Gorman, 1 Cir., 3 F. 2d 891, 893, 894, cert. den. 268 
U. S. 705, the court said: 


“Plaintiff's learned counsel contend that the federal registration of its trade-mark 
in 1916 gave it a practically unlimited right of expansion, so that local bakers were 
thereafter charged with knowledge of its purpose to introduce in their communities 
‘Bond’ bread, and were therefore prevented from adopting any trade name which 
might conceivably infringe upon the ‘Bond’ trade-mark. This contention, on analysis, 
falls little short of making federal registration of a trade-mark the equivalent of a 
patent or a copyright—a far-reaching proposition we cannot adopt. Nothing is better 
settled than that rights in trade-marks are of common-law origin, and are always 
‘appurtenant to an established business or trade in connection with which’ they are 
employed. See Trade-Mark Cases, 100 U. S. 82, 25 L. Ed. 550; Ainsworth v. Walms- 
ley, L. R. 1 Eq. 518, 524.” 


See also United Drug Co. v. Rectanus Co., 248 U. S. 90; Ammon ©& Person v. 
Narragansett Dairy Co., 1 Cir., 262 F. 880; Willson v. Graphol Products Co., 188 F. 
2d 498. 

The plaintiff's prayers for injunctive relief and damages are denied. 

Judgment will be entered for the defendant, together with costs. 


PAN AMERICAN WORLD AIRWAYS, INC. v. 
CLIPPER VAN LINES, INC., ET AL. 


No. 10673—U. S. D. C. E. D. N. Y.—June 21, 1951 


Trape-Marxk Act or 1946—ReEemepies—SeEcTION 32 


TraDE-Mark INFRINGEMENT AND UNnrair CompeTiTion—Basts oF RELIEF—GENERAL 

Section 32 of 1946 Act provides that unauthorized reproduction of registered trade- 
mark in connection with services in connection with which such use is likely to cause 
confusion shall give rise to civil action. 

Trade-mark cases have held that actual confusion need not be shown. 

Question to be considered is what damage to first-user will the second do by use 
of first-user’s mark, and what burden will it impose upon second-user effectively to 
distinguish. 
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ServicE Marxs—Scope oF ProTecTION—PARTICULAR INSTANCES 
Plaintiff held entitled to a measure of protection of its trade-mark “Clipper” in 
connection with motor haulage required to enable it to maintain its service of transport- 
ing passengers and cargo by airplane. 
Service Marks—VA.ipitry—Errect oF REGISTRATION 
Trade-mark “Clipper” held property of plaintiff in field of air transportation of 
passengers and cargo; and its registration under 1946 Act for transportation of passen- 
gers and freight by airplane, held not to operate to withdraw trade-mark from land 
haulage of passengers and cargo incidental to and essential adjunct of such transportation. 
Defendant held chargeable with knowledge of plaintiff’s trade-mark and its use 
and to have acquired no rights in derogation of plaintiff's when defendant adopted its 
corporate name and exploited the word “Clipper” in connection with moving van 
transportation of household goods. 
ServicE Marks—INFRINGEMENT—EFFECT OF NOTICE 
Defendant having chosen to stand on what it conceived to be its legal rights, after 
notice from plaintiff, the results of that decision cannot now be availed of so as to 
enhance defendant’s reputed burden in taking steps effectively to distinguish. 


Service Marks—Marxs CapaBLe OF ExcLusIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “Clipper” used by plaintiff to identify its aircraft transportation service, 

held a figurative appellation and to that extent selective and arbitrary. 
Fact that plaintiff’s registration is on the Principal Register under 1946 Act, and 
was not effected under section 2(f), held some evidence that mark was non-descriptive. 


Service MARKS—INFRINGEMENT—PROOF OF INTENT 
On facts of record, defendant’s conduct, in persisting in use of mark after notice, 
held consistent with purpose to filch and exploit it with intent to invade plaintiff’s field. 


ServicE Marxs—Scope or RELieEF—PArTICULAR INSTANCES 


CourtTs—PLEADING AND Practice—MorTions For SUMMARY JUDGMENT 

Defendant restrained from use of the word “Clipper” and picture of airplane in 
flight on moving vans, as constituting unfair competition with plaintiff and infringement 
of its mark, used on its aircraft and on trucks and coaches used by plaintiff to carry 
passengers and freight to its airfields. 

On the papers now before the Court, held that no award of specific sum as damages 
can be made as that would require proof to be established before a commissioner, as 
the result of an accounting. 


Trade-mark infringement and unfair competition suit by Pan American World 
Airways, Inc. against Clipper Van Lines, Inc. and B & B General Storage Ware- 
house, Inc. Judgment for Plaintiff granting injunction. 

Campbell, Brumbaugh, Free & Graves (Walter H. Free, Henry J. Friendly, and 
Gertrude M. Kennedy, of New York, N. Y., and Joseph J. Cantwell, of Wash- 
ington, D. C., of counsel) for Plaintiff. 

Milbank, Tweed, Hope & Hadley, of New York, N. Y. (Cadick & Burns, of Indian- 
apolis, Ind., of counsel) for Defendant, Clipper Van Lines, Inc. 

Byers, D.J.: 

These are cross motions for summary judgment under Rule 56 of the Federal 
Rules of Civil Procedure, which present interesting questions of trade-mark in- 
fringement and unfair competition, as alleged by plaintiff and denied by the sole 
defendant now in the case. 

The record, as made in addition to the pleadings, consists of requests for ad- 
mission and answers by both parties, and voluminous affidavits pro and con, from 
all of which it sufficiently appears that there is no issue of fact requiring the taking 
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of testimony, and that the matters in controversy involve (a) the alleged infringe- - 
ment of plaintiff’s registered trade-mark “Clipper,” and (b) the use of that word 
in defendant’s corporate title and its advertising, and the display of that word in 
association with a pictorial representation of an airplane; and its occasional reference 
to the word as its own unregistered trade-mark. 

The material facts may thus be summarized: 

The plaintiff has been a New York corporation since 1927 and in 1931 
adopted the word “Clipper” to identify in the public mind the transportation 
service by aircraft it was operating. Since then the word has been prominently 
displayed by the plaintiff on its aircraft, and on trucks and coaches used by it to 
carry to its air fields both passengers and freight, and in all advertising media 
employed to expand its business. The cargo business of the plaintiff since 1945 
is stated to have been of the average annual figure of $12,692,317.44, which is 
accepted as indicative of the expansion of that department of its affairs. 

Since the plaintiff’s Clipper planes cannot themselves collect freight at points 
of origin, it is obvious that carriage to the air fields has to be made by trucks 
which are operated by plaintiff’s shipping agents; the latter have come to be known 
according to plaintiff’s designation, as “Clipper Cargo” agents, located in 25 of 
the United States. That designation has also been employed continuously since 
1931 by plaintiff on its hangars, and on signs at the offices where freight is re- 
ceived, and in sundry advertisements. 

The defendant is a corporation of Indiana, organized in 1945, which operated 
until October 11, 1950, as the lessee of Jackson Moving & Storage Co., a Missouri 
corporation. On the latter date it was recognized by the Interstate Commerce 
Commission as the transferee and assignee of the Jackson Certificate of Necessity, 
and has since so functioned, and its territory has been expanded by order of that 
Commission. The defendant’s business is to operate large moving vans for the 
transportation of household goods as defined in 17 M. C. C. 467. 

The defendant selected the word “Clipper” as an adjective in its corporate 
name, to indicate that its agents’ moving vans, and the services performed, could 
be expected to live up to whatever the word had come to import. 

The defendant’s vans are owned and operated by its agents designated as 
“Clipper Agents” according to an elaborate agency plan (Ex. 13, Answers to 
plaintiff's interrogatories) and the vans seem to be painted white, with the word 
“Clipper” in large and conspicuous letters at the front and sides, followed as to the 
latter only with the words “Van Lines, Inc.” in entirely visible but smaller and 
contrasting form of letters. 

These vans operate in part in the same states in which the plaintiff’s agents’ 
trucks collect freight for transportation on the Pan American Clipper Cargo planes. 

In addition to using the word “Clipper” as stated, the defendant has caused to 
be painted on the sides of the vans so operated, the picture of an airplane in 
flight, disposed below its corporate name, and which is large enough to form a 
conspicuous part of the entire design so presented to the eye. The defendant’s 
advertising contains photographic reproductions of the vans so decorated. 


The relation between the service performed by even a speedy moving van, as 
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contrasted with that of an airplane, is less than obvious in any literal sense. The 
defendant’s justification for employing this pictorial device is labored and uncon- 
vincing, in view of the knowledge with which it was chargeable in 1945 of the 
nature, scope and volume of the plaintiff’s cargo carrying business, as it had de- 
veloped over the period of fourteen years. 

The questions for decision are: : 

A. Has the defendant infringed the plaintiffs trade-mark “Clipper”? 

B. Does the defendant’s use of the trade-mark and its display in conjunction 
with an airplane constitute unfair competition? 

As to the first, the Trade-Mark Act of 1946 (Title 15 U. S. C. $1114) points 
out that an unauthorized reproduction of a registered trade-mark in connection with 
‘“* * * services on or in connection with which such use is likely to cause con- 
fusion or mistake or to deceive purchasers as to the source of origin of such * * * 
services” shall give rise to civil action. It is argued for plaintiff that the use of 
its trade-mark by defendant which has been related, is likely to cause confusion 
among shippers of freight for air carriage, as to the actual purveyor of the land 
transport service incident thereto. 

The defendant argues that no such confusion has been shown, except in two 
instances for which there was no excuse; and that since the defendant hauls 
household goods only, there ‘s no competition between the trucking service pro- 
vided by plaintiff, and its own activity. Whether such confusion is likely can 
scarcely be stated with any degree of assurance. I should suppose that a house- 
holder might on occasion find it necessary to remove his home furnishings in bulk 
and by plane, in spite of the probable high cost; and if this is a plausible concept, 
he might well be in doubt as to which of these two land transport agencies was 
indeed operated as a subsidiary of the Clipper Cargo Service. That would be 
possible, of course, but whether it would be likely is a matter of prophecy. Cer- 
tainly no such incident appears in this record. 

The defendant’s business, however, is not so restricted as the term “house- 
hold goods” might seem to imply: The following is quoted from “Practices of 
Motor Common Carriers of Household Goods,” 17 M. C. C. 467: 

“The term ‘household goods’ means * * * furniture, fixtures, equipment and 

the property of stores, offices * * * or other establishments when a part of the stock, 

equipment, or supply of such stores (emphasis added), * * * or other establish- 

ments; * * #.” 

Since part of the stock of a store is comprehended in the above, it would 
seem that any article or articles so constituting stock would be appropriate for 
haulage by defendant’s authorized service; this means that the likelihood of con- 
fusion cannot be dismissed from consideration by mere resort to the expression 
“household goods.” 

In certain trade-mark cases it has been held that actual confusion need not be 
shown: LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F. 2d 115, at page 117 
(36 T. M. R. 48]; Standard Brands, Inc. v. Smidler, 151 F. 2d 34, at page 37 [35 
T. M. R. 277]. Both cases dealt with articles of commerce, not services. 

The exposition of this entire subject in the case of S. C. Johnson & Son, Inc. 
v. Johnson et al., 175 F. 2d 176, in light of the Lanham Act (under which plain- 
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tiff’s registration was had on the Principal Register, i.e., not Sec. 2(f) dealing with 
descriptive marks that have achieved a secondary meaning) contains a summary 
appraisal of the decisions which have dealt with the manufacture and sale of ar- 
ticles which might fall into either competitive or non-competitive categories, and 
the extent to which a given plaintiff might be deemed to be entitled to protection, 
or not. 


That plaintiff (Johnson) failed for reasons which have no parallel here, since 
the facts are entirely remote. It seems to me that much that was written, to demon- 
strate why that plaintiff could not succeed, would support the opposite inference 
as to Pan American. There is no family name here as to which a good will has 
been built by the defendant; while there is no indication that this plaintiff is 
engaged in moving “household goods” as the sole occupation of its trucks, there 
is no reason why it should not be called upon to do that very thing upon appro- 
priate occasion; which means that to this plaintiff there should not be ascribed the 
threat of the reach of a “choking hand into a market not its own, and to deprive 
the defendants of an interest, natural and proper in its origin * * *.” 

It is the latter expression which I find difficult to assimilate to the evidence here. 

Seemingly the most recent case to discuss the subject of likelihood of con- 
fusion where the parties were not selling in competition is Federal Telephone © 
Radio Corp. v. Federal Television Corp., 180 F. 2d 250. In affirming the denial 
of a temporary injunction to plaintiff, the Court pointed out that the latter’s 
name had not established a secondary meaning concerning its products. Also that 
its possible future efforts in the field of defendant’s activity, or the possible damage 
to its general reputation if “defendant’s reputation in the trade was bad” though 
sufficient in some cases “to give the first user of a name or mark the power to 
compel anyone, who uses it later, to distinguish his wares,” were not deemed to 
move the Court in that plaintiff's favor. The final paragraphs in the opinion discuss 
why the decision below was sustained; they follow this significant passage: “In all 
such cases there is only one question: what damage to the first user will the second 
do by the use of the first user’s mark, or name or makeup, and what burden will 
it impose upon the second user effectively to distinguish the goods?” 


Here we substitute “service” for “goods” and in seeking to apply the test so 
announced it is helpful to consult the following cases: Greyhound Corporation 
et al. v. Rothman et al., 84 F. Supp. 233 (Affirmed 175 F. 2d 893) ; and Greyhound 
Corporation et al. v. Goberna et al., 128 F. 2d 806 [32 T. M. R. 333]; [32 T. M. R. 
199]. 

In both there was a service as distinguished from merchandise involved, and 
in neither was the element of competition present. It may be that the word “Grey- 
hound” had probably come into greater prominence and therefore efficacy to 
identify in the public mind the type of transportation service that the plaintiff 
there purveyed, than can be said for “Clipper” in the carriage of cargo; and 
perhaps an argument would be plausible that the distinctive and fanciful qualities 
attributed by Judge Coleman in the first case to that plaintiff’s trade name and 
symbol, are not so well sustained here as the result of this plaintiff’s selection of 
“Clipper” in 1931 because of a multiple use thereof for other trade purposes. 
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These distinctions are relative and not necessarily destructive of plaintiff’s cause; 
they do indeed expose a sensitive area in this case, for as Judge Coleman points 
out in distinguishing the trade-mark status of arbitrary and fanciful words on the 
one hand, and those not so to be classified, on the other; at page 238 he writes: 
“The question is important because, in determining the extent of the field of ex- 
clusive occupation, a name in the first class is accorded liberal treatment in the 
law of trade-marks, while a name in the second class is narrowly restricted to the 
particular kind of goods for which it is used by its owner.” 

The Goberna case, supra, decides that the Greyhound mark was entitled to 
protection against all-expense tours to the Republic of Cuba, as to which activity 
there was nothing in common between the parties. The Court found, however, that 
such tours “related to the transportation business,” and held for plaintiff, ap- 
parently because of the showing of a secondary significance of the word “Greyhound.” 

In that connection, one may query whether a secondary significance can ever 
be erected if a given plaintiff is to be denied, on narrow grounds, the protection 
of his mark during the formative years of his enterprise. 

As the result of seeking to adapt the principles announced in the foregoing 
cases to the facts disclosed in this record, it is my opinion that the plaintiff is 
entitled to a measure of protection of its trade-mark “Clipper” in connection with 
the motor haulage which is required to enable it to maintain its service of trans- 
portation of passengers and cargo by airplane. That service has been sufficiently 
alluded to for present purposes, and is quite clearly portrayed in several of the 
plaintiff's exhibits. 

The provision in the agency agreement of the defendant that a given agent 
has the privilege: “3. To use the (defendant’s) name, trade-mark, design of let- 
tering and color combination * * *” is indicative of an assertion of ownership of 
the trade-mark “Clipper” which is consistent with all of its advertising display. 

The trade-mark “Clipper” is the property of the plaintiff in the field of 
transportation by air of passengers and cargo, and has been since 1931. The 
registration of that trade-mark in 1949, pursuant to the Trade-Mark Act of 1946 
“for transportation of passengers and freight by aircraft” did not operate to with- 
draw the trade-mark from the land haulage of passengers and cargo which was 
incidental to and an essential adjunct of the said transportation. 

When the defendant adopted its corporate name, and promulgated to its 
agents the exploitation of the word “Clipper” in connection with the haulage 
of “household goods,” it was chargeable with knowledge of the plaintiff’s trade- 
mark and its use, and therefore acquired no rights in derogation of those which 
were the property of the plaintiff. 


To answer the question propounded in the Federal case, supra, it is thought 
that the damage which this plaintiff may suffer from the use of “Clipper” by the 
defendant is the probable intrusion by it into the haulage of cargo intended for 
plaintiff's planes, and now handled by its own agents; also, in that possible mis- 
adventures in the conduct of defendant’s services might be falsely attributed by 
potential customers of the plaintiff to the manner in which it conducts its own 
haulage of passengers and freight. Both are reasonably likely, and within the con- 
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templation of Section 32(1) of the Act (Title 15 U. S. C. §1114) as I venture to 
read its provisions. 

The burden imposed upon the defendant is greatly diluted by the fact that on 
September 20, 1946 (within the defendant’s first year), the plaintiff gave it 
written notice of an asserted invasion by defendant of the trade-mark “Clipper,” 
and requested discontinuance. That notice was ignored, and a later one of 
November 1, 1946, elicited a negative response. The defendant chose to stand 
on what it conceived to be its legal rights, but the results of that decision cannot 
now be availed of so as to enhance the defendant’s reputed burden. It has doubt- 
less built up a business since 1946, but since it chose not to continue to use the 
style of its certificated predecessor, but selected an entirely different name and attire, 
I should suppose it could now make another change which would avoid the unfair 
competition which is clearly present as has been shown; and to be additionally 
apparent in the matters about to be discussed. 

The painting on the defendant’s agents’ vans of a good sized picture of an air- 
plane, under defendant’s name, is minimized in argument, but seems to me to be so 
clear an attempt to identify those trucks with the enterprise conducted by the 
plaintiff, as to render discussion superfluous. The assertion that it was intended 
to signify speed is plausible, but so would the picture of any fast moving object 
such as a locomotive, race-horse, or indeed a clipper ship. The selection of an air- 
craft in association with the word “Clipper” was too pointed to be fortuitous as the 
evidence is now appraised. The defendant’s elaborate homage to the tradition ex- 
pressed in the term “Clipper Ships” was carefully disparaged in its deliberate 
omission of any such picture on its trucks. 

In vindicating defendant’s selection of the word “Clipper,” it doth protest too 
much. There is more involved than an exercise in semantics. Whether “Clipper” 
came to be associated with fast sailing ships because they clipped the duration of 
ocean voyages—which may be suspected—or for other reasons, is not presently 
important. Nor is it necessary to split hairs over the precise attribute, in addition to 
speed, which the word has come to suggest in the many associations in which it is 
now encountered. Perhaps it connotes a touch of assurance along with celerity, 
but the decision cannot turn upon literary disputation. Nor is it profitable to dis- 
cuss whether the plaintiff’s selection of the word can be deemed to have been 
wholly arbitrary, or wholly descriptive. 

The plaintiff's registration was not under that section of the statute (15 
U. S. C. 1052(f)) which accords the privilege to a mark “which has become dis- 
tinctive of the applicant’s goods in commerce” (it is assumed that “service” may be 
here substituted for “goods”), which is some evidence that “Clipper” had been 
selected in 1931 as a non-descriptive trade-mark, and so registration in the Prin- 
cipal Register was accomplished. It was of course a figurative appellation, and to 
that extent selective and arbitrary, which is perhaps sufficient for other than pedantic 
purposes. 

The display of the word on the vans of the defendant’s agents, as prescribed by 
it, constitutes an obvious distortion of the defendant’s corporate name, as will be 
seen by the photograph attached to plaintiff’s brief. A casual observer might well 
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conclude that the words “Van Lines, Inc.” constitute the defendant’s complete name. 

That conduct, in view of written notice of the plaintiff’s prior claim to the trade- 
mark “Clipper,” was consistent with a purpose to filch and exploit it with the intent 
to invade so much of the plaintiff’s business territory as embraced the use of trucks 
and other vehicles to haul freight intended for shipment on its cargo planes. 

If the second cause of action is indeed independent of the first, and not neces- 
sarily part of it, I am of the opinion that it is well documented and demonstrated. 

It results that the plaintiff’s motion is granted and the defendant’s cross motion 
is denied. This means that a decree is to be entered in favor of the plaintiff, and in 
accordance with paragraphs | to 5, inclusive, of the prayer of the complaint, except 
that no award of a specific sum as damages can be made on the papers now before 
the Court. That would have to be a matter of proof to be established before a 
commissioner, and as the result of an accounting. 

Settle decree on notice. 


ESSO STANDARD OIL COMPANY v. BAZERMAN ET AL. 
No. 11652—U. S. D. C. E. D. N. Y.—June 18, 1951 


UnFair ComMPETITION—BAsIsS OF RELIEF—GENERAL 
On facts of record, held that there is sufficient appearance of deliberate purpose 
on defendants’ part to suggest to the motoring public a possible connection with or rela- 
tion to plaintiff’s business, which has no basis in fact. 
TRADE-MARKS—VALIDITY—PARTICULAR INSTANCES 
Red, white and blue oval design bearing the word “Esso,” held a valid trade-mark 
identifying petroleum and similar products as coming from plaintiff, and service sta- 
tions in connection with which it is displayed as dealing in plaintiff’s products. 
TraDE Dress—AcguIsiITION OF RiGHTs—ParTICULAR INSTANCES 
Gasoline pumps painted blue with white panels front and rear, and gasoline pumps 
painted red with white panels front and rear, and white walled service stations having 
broad red band at the bottom, held to identify plaintiff’s dealers. 


TrRADE-MaRK INFRINGEMENT AND UNFAIR COMPETITION—CONFUSING SIMILARITY— 
PARTICULAR INSTANCES 
Defendants’ red, white and blue oval design, bearing the word “Duel,” held con- 
fusingly similar to plaintiff’s “Esso Oval”; and defendants’ gasoline pumps and station 
building, held confusingly similar to plaintiff's pumps and to stations of plaintiff’s dealers. 


TrapE-MarK INFRINGEMENT AND UNFAIR CoMPETITION—SCOPE OF RELIEF— 
PRELIMINARY INJUNCTIONS 
Defendants restrained pending final hearing, from using in advertising or sale of 

gasoline or petroleum products the “Duel Oval” and gasoline pumps shown in the 
exhibits, and gasoline service stations painted white with a broad red band at the 
bottom, or in any other way to imitate plaintiff’s pumps and stations; and from infring- 
ing plaintiff’s registered trade-mark covering its “Esso Oval” and from otherwise com- 
peting unfairly with plaintiff. 


Trade-mark infringement and unfair competition suit by Esso Standard Oil 
Company against Jack Bazerman and Max Bazerman, copartners doing business 
as Duel Service Stations. Plaintiff’s motion for preliminary injunction granted. 
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Alexander, Cooper, Maltitz, Derenberg © Daniels (Robert H. Scholl, F. X. Clair, 
Clifton Cooper, Joe E. Daniels, Walter J. Derenberg, and Louis Kunin of 
counsel) of New York, N. Y., for Plaintiff. 

Milton Pinkus, of New York, N. Y., for Defendants. 

Byers, D.J.: 

This is a plaintiff's motion for a preliminary injunction in an action in which 
infringement by defendants of plaintiff’s trade-mark “Esso” is alleged, and also 
unfair competition in employing the trade-mark as a sign in simulation of plain- 
tiffs similar display, and in adopting as a trade dress for its six filling stations, a 
color scheme and general arrangement which is confusingly similar to that used 
by plaintiff’s filling station operators. 

The allegations of the complaint, apart from purely formal matters, are put in 
issue by the answer—which has not been filed, but is copied in plaintiff's motion 
papers. 

The motion is based upon affidavits which are quite informative as to the 
identity among users which has been established for the plaintiff’s filling stations 
during the past sixteen years or so, in the course of promoting a public demand 
for the plaintiff’s gasoline and motor oils. Certain incidents therein are denied in 
the opposing affidavits by one of the defendants and certain of his employees. 

For present purposes there seems to be no dispute as to the following matters: 

A. The defendants prior to the “early part of 1950” (Bazerman affidavit) 
operated six filling stations at certain enumerated places in Nassau County in this 
district, under an undisclosed name and style. At the last-mentioned period, the 
partners adopted the business style “Duel Service Stations,” having organized in 
1947 a corporation known as “Duel Oil Burner Co., Inc.” 

The significance—if any—of the word “Duel” is not explained. 

Until 1950 the stations themselves were not painted in the same colors as those 
selling the plaintiff's products, and the sign displayed was a red triangle, and 
the pumps were painted green and white. 

The new trade dress adopted by the defendants involved: 

A. Sign conspicuously swung to attract the eye of motorists, which was oval 
in form, white in color with a blue rim, and showing in large red block letters, 
the word “Duel.” The size and method of its display were substantially like those 
of the plaintiff except as to the lettering and the word “Esso.” 

B. The pumps from which gasoline was dispensed were painted blue and red, 
respectively, of substantially the same shade as was used on “Esso” pumps, the 
panels of which, front and rear, were of white. 

C. The structures of the stations were painted white, there being a base line in 
red, seemingly a foot or so in width, in a similar shade to that prescribed by 
plaintiff to its dealers. 

D. The defendants dispense gasoline at a price of 4 or 5 cents a gallon less 
than that charged at plaintiff’s stations. 

Thus it will be seen that there is a sufficient appearance of deliberate purpose 
on defendants’ part, to suggest to the motoring public a possible connection with or 
relation to the plaintiff’s business, which has no basis in fact. 
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That trade dress of filling stations has come to play an important part in the 
retail distribution of gasoline and motor oil, within the past dozen years or so, is 
within common knowledge. Whether there is enough actual difference in the 
quality and essential character of the several brands of gasoline to so justify, the 
fact is that many drivers of automobiles proclaim a preference for one make or 
another; the distinctive appearance of a given filling station, namely, its trade 
dress, facilitates recognition while in rapid motion and at a distance, and in time to 
arrange for access to the station of a given driver’s preference. Other elements of 
course, such as the attitude of attendants and the maintenance of the station, may 
also be involved, but all factors that contribute to ready and accurate identification 
are of importance to those who supply filling stations, and to those who conduct 
them as a chosen calling. 

With this understanding for preliminary purposes, the papers now before the 
Court indicate that, while the presence of the word “Duel” in defendants’ oval 
sign may avoid infringement of the registered trade-mark, its display in the same 
color scheme as that chosen by the plaintiff comes close to an attempt to suggest 
consanguinity with it for trade purposes. If the word “Duel” were to be in white 
against a background of blue, thus dispensing with a contrasting rim; and if the 
pumps were to be painted gray with dark blue panels front and back; and if the 
base line of red on the structures were to be changed to black or dark blue, it might 
well be that the action could be settled without going to trial. I suggest that these 
matters be taken under advisement. 


If this suggestion is not acceptable, the parties will please so notify the Court 
within eight days from the filing of this memorandum, and a decision will be ap- 
pended at its foot.* 


Preliminary Injunction Order 


This cause came on to be heard on May 16, 1951 upon an order to show cause 
for a preliminary injunction, and was argued by counsel, and the court having 
rendered its opinion dated June 18, 1951, it is hereby 

ORDERED, ADJ UDGED AND DecrEED that said motion be and it hereby is granted; 
and it is 

FURTHER ORDERED, ADJ] UDGED AND Decreep that the red, white and blue oval 
design referred to herein as the “Esso Oval,” and reproduced in color as Exhibit A 
annexed hereto, embodies a valid trade-mark and identifies petroleum and similar 
products to which it is affixed as coming from the plaintiff, and service stations in 
connection with which it is displayed as dealing in the products of the plaintiff; 
and it is 

FuRTHER ORDERED, ADJUDGED AND Decreep that plaintiff’s dealers’ stations 
are further identified to consumers by gasoline pumps painted blue with white 
panels front and rear, and red with white panels front and rear, and by service 
stations having white walls and a broad red band at the bottom; and it is 

FuRTHER ORDERED, ADJUDGED AND Decreep that the red, white and blue 


* Editor’s Note: This suggestion not being acceptable to either party the Court decided 
the motion in favor of plaintiff granting the preliminary injunction order which follows. 
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oval design referred to herein as the “Duel Oval,” and reproduced in color as 
Exhibit A-1 annexed hereto, is deceptively similar to the said “Esso Oval,” Exhibit 
A; that the gasoline pumps of the defendants, as shown in Exhibit B-1, are so 
painted as to be deceptively similar to the plaintiff’s gasoline pumps, shown in 
Exhibit B; and that the defendants’ station buildings, as shown in Exhibit B-1, 
are painted so as to be deceptively similar to the plaintiff’s dealers’ station buildings, 
as shown in Exhibit B; and it is 

FURTHER ORDERED, ADJUDGED AND Decreep that defendants, their agents, 
servants, employees and attorneys, and all persons acting in concert or participation 
with them or any of them, be enjoined and restrained, pending the final hearing 
and determination of this cause, from using in the distribution, advertising or sale 
of gasoline or petroleum products: (a) the “Duel Oval” shown in Exhibit A-! 
annexed hereto, or any other device deceptively similar thereto; (b) any red, 
white and blue oval design identical with or deceptively similar to the “Esso Oval” 
shown in Exhibit A annexed hereto; (c) gasoline pumps identical with or decep- 
tively similar to those shown in the photographs annexed hereto marked respectively 
“Exhibit B” and “Exhibit B-1”; (d) gasoline service stations painted white with a 
broad red band at the bottom, or painted in any other way to imitate the plain- 
tiff’s dealers’ stations; (e) from infringing plaintiff's registered trade-mark as dis- 
closed in the Trade-Mark Registration No. 347,467 dated June 29, 1937; and (f) 
from otherwise competing unfairly with the plaintiff, or infringing its trade-mark 
rights; and it is 

FURTHER ORDERED, ADJ UDGED AND Decreep that the Court has jurisdiction 
of the action by reason of diversity of citizenship, and the amount in controversy; 
and also because it involves a statute of the United States, to wit, the Trade-Mark 
Act of 1946; and it is 

FuRTHER ORDERED, ADJ UDGED AND DecrEED that a preliminary injunction shall 
issue upon the filing of a surety bond by plaintiff in the sum of $500, conditioned 
upon the payment of such costs and damages as may be suffered or incurred by 
defendants in the event said injunction shall later be vacated or set aside. 
Dated: June 29, 1951 

/s/ Mortimer W. Byers 
United States District Judge 
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COLUMBIA RECORDS, INC. v. SAM GOODY 
N. Y. App. Div. Ist Dept.—June 20, 1951 


N. Y. Farr Trape LAaw—Basis oF PRroTEcTION—-GENERAL 
Unrarr CoMPETITION—BAsIs OF RELIEF—GENERAL 

Two articles may be competing in same general class, though one or both has uniq 
or distinctive characteristics which can not be exactly reproduced by competitor. 

On facts of record, held that plaintiff's long playing records are in fair and open 
competition with records of same general class produced by others, within meaning of 
Feld-Crawford Act. 

Use of trade-mark and name of producer is sole condition necessary to render Fai: 
Trade Law applicable. 

Manufacturer or producer, invoking aid of statute, need not apply it to all com- 
modities bearing same trade-mark, nor do so as soon as commodity is placed upon market, 
nor take steps to deprive price cutting retailer of a supply ef the commodity. 

Willfully and knowingly selling any commodity at less than prices stipulated in any 
contract made pursuant to Feld-Crawford Act constitutes unfair competition. 

Unrair CoMPETITION—DEFENSES—GENERAL 

Plaintiff held not barred from invoking Feld-Crawford Act with respect to long 
playing records because it did not enter into fair trade contracts relating it to other 
records. 

Fact that plaintiff contributed toward advertisements of shellac records at cut prices 
held immaterial. 

Right to invoke Feld-Crawford Act held not lost by abandonment, acquiescence 01 
estoppel because plaintiff did not make fair trade contracts for over two years after it 
began to sell long playing records under its trade-marks. 

On facts of record, defendant held to have failed to establish unfair discrimination 
by plaintiff. 

Courts—PLEADING AND PracTicE—REMAND 

Judgment dismissing complaint reversed and cause remanded for reconsideration in 
accordance with opinion herein and since additional proof is necessary to determine to 
what extent, if any, this cause is governed by Schwegmann Bros. v. Calvert Distillers Corp., 
341 U. S. 384 [51 T. M. R. 545). 

Appeal from Supreme Court, N. Y. County. 

Unfair competition suit by Columbia Records, Inc. against Sam Goody, fo1 
injunction to restrain violation of Fair Trade Law. Plaintiff appeals from dismissal 
of complaint. Reversed and remanded. 

Godfrey Goldmark of counsel (Ralph F. Colin and Ambrose Doskow with him on 
the brief; Roseman, Goldmark, Colin & Kaye, attorneys) for plaintiff-appellant. 

Leon G. Telsey of counsel (A. M. Lowenthal with him on the brief; Telsey, Lowen- 
thal, Rothenberg & Mason, attorneys) for defendant-respondent. 

Henry Cohen of counsel (Cohen & Bingham, attorneys) for Decca Records, Inc., 
amicus curiae. 

Present: Peck, P. J.; Coun, CALLAHAN, SHIENTAG and McCurn, JJ. 

Coun, J.—Plaintiff appeals from a judgment dismissing its complaint after a 
trial at Special Term before an official referee, to whom were referred by stipula- 
tion for determination all issues involved. 


The action was brought by plaintiff pursuant to the provisions of the Feld- 
Crawford Fair Trade Act of the State of New York (General Business Law, sec. 
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369-a et seq.), wherein plaintiff sought an injunction to permanently restrain 
defendant from advertising and selling plaintiff's trade-marked long-playing phono- 
graph records at prices below those set forth in fair trade contracts entered into 
by plaintiff with certain of its retailers. 

Injunctive relief was denied to plaintiff upon the ground that plaintiff's 
records were not in “fair and open competition” with records of the “same general 
class produced by others,” and upon the equitable grounds that plaintiff was barred 
by its “acts in derogation of its alleged rights under the trade-mark” from invoking 
the protection of the statute and that it had discriminated unfairly against defendant. 

Plaintiff is a manufacturer of phonograph records which bear its trade-mark 
“Columbia” on the face of each record. In accordance with the provisions of the 
Fair Trade Law (Article XXIV-A, section 369-a, of the General Business Law) 
Columbia entered into a price-fixing agreement with various retailers throughout 
the State of New York whereby minimum retail resale prices for certain of its 
records, commonly known as “LP” (long-playing) records were established. The 
agreements became effective September 8, 1950. On or about September 1, 1950, 
plaintiff duly gave to defendant, as well as to other retailers, written notice of the 
price-fixing contracts and the minimum retail resale rates set forth therein. 

There are about 68 manufacturers of long-playing records, among whom 
plaintiff is numbered. Many of the other companies engaged in the manufacture 
of long-playing records employ the same media of advertising as the plaintiff. 
Competing manufacturers make records of each composition that is in public 
demand. Though plaintiff has contracts with performing artists who record 
exclusively for it, some of those artists have also made records for competing 
companies. 

Before 1948 plaintiff manufactured only one type of record, that is, a shellac 
record, operating at a turntable speed of 78 revolutions per minute. In the summer 
of 1948 plaintiff began to manufacture and sell a record which operates at a 
turntable speed of 3314 revolutions per minute, which was designated as a long- 
playing or microgroove record. The new long-playing record, made of vinylite, 
is unbreakable and contains on one record the total work or works that had formerly 
required between three and seven records. It is this long-playing record that 
Columbia has fair-traded. 

Plaintiff does not sell directly to retailers, but employs distributors. In the 
New York area plaintiff’s exclusive distributor is Times-Columbia Distributors, Inc. 

When plaintiff first entered into Feld-Crawford contracts it made them 
applicable only to the long-playing 3314 r. p. m. records. Throughout the entire 
period from the date of the introduction of the I-ng-playing records by plaintiff in 
1948 to and through the time of the trial of this action, which took place during 
the month of November, 1950, defendant continuously and openly advertised and 
sold such records at less than plaintiff’s catalogue prices. 

Defendant has been selling phonograph records for thirteen years, and for all 
that time with plaintiff’s knowledge has consistently and openly sold them, including 
those of plaintiff’s manufacture, at less than their list price. Defendant admits that 
underseiling his competitors has always been an essential part of his business. He 
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contends that the agreement on which Columbia bases this action is not a binding 
contract, and he also contends that by its acts of acquiescence and condonation 
of his price-cutting activities prior to September 8, 1950, Columbia has abandoned 
and waived its rights and is estopped from asserting any derived from the provi- 
sions of the Feld-Crawford Act. 

So far as pertinent, the provisions of the Fair Trade Law read as follows: 


General Business Law 

“Sec. 369-a. Price fixing of certain commodities permitted. 

“1. No contract relating to the sale or resale of a commodity which bears, or 
the label or content of which bears, the trade-mark, brand, or name of the producer or 
owner of such commodity and which is in fair and open competition with commodities 
of the same general class produced by others shall be deemed in violation of any law 
of the state of New York by reason of any of the following provisions which may be 
contained in such contracts: 


“(a) That the buyer will not resell such commodity except at the price 
stipulated by the vendor; * * * 


“Sec. 369-b. Unfair competition defined and made actionable. 


“Wilfully and knowingly advertising, offering for sale or selling any commodity 
at less than the price stipulated in any contract entered into pursuant to the provision 
of section three hundred sixty-nine-a, whether the person so advertising, offering for 
sale or selling is or is not a party to such contract, is unfair competition and is action- 
able at the suit of any person damaged thereby” (added L. 1940, chap. 195, sec. 3, 
effective March 19, 1940). 


The Feld-Crawford Act by its terms applies only to commodities that are in 
fair and open competition with commodities of the same general class produced 
by others. The learned referee, for whose ability we have great respect, found that 
plaintiff's long-playing records failed to meet this requirement. He ruled that the 
statute could be applied to phonograph records only if the industry was charac- 
terized by competition between recordings of the same composition made by the 
same artist. That construction, we think, is too restricted. 

It is our view that plaintiff’s long-playing records are in fair and open compe- 
tition with records of the same general class produced by others. As mentioned 
above, long-playing records are being manufactured and sold by at least 68 
different companies. According to the testimony of plaintiff’s president, competing 
companies use the same advertising media to reach customers in the same market, 
and they compete in the sale of records of the same general class, such as symphonic 
records, classical soloists and popular records. Many prominent artists, too, have 
made recordings for different companies, which recordings are now available to the 
public. 

Two articles may be competing in the same general class, although one or both 
has unique or distinctive characteristics which cannot be exactly reproduced by a 
competitor. Where there is competition in generally similar trade-marked articles 
of almost any description, such as articles of merchandise, drug products, liquor and 
books, such products may be placed under Fair Trade contracts. A statute identical 
with our New York law has been held to apply to tooth-brushes made of patented 
nylon because they were in fair and open competition with brushes of other mate- 
rials (Weco Products Co. v. Mid-City Cut Rate Drug Stores, Cal. Super. Ct., 1940, 
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2 C. C. H. Trade Regulation Service, par. 7162). It has likewise been held by 
the highest court of the State of Maryland that the statute of that state applies to 
copyrighted books (Schill v. Remington Putnam Book Co., 179 Md., 83; Hutzler 
Bros. Co. v. Remington Putnam Book Co., 186 Md., 210). Two of the leading 
decisions under the Feld-Crawford Act in this state involved perfume (Bourjois 
Sales Corp’n v. Dorfman, 273 N. Y., 167; Guerlain, Inc., v. Woolworth Co., 297 
N. Y., 11). 

In the circumstances it would appear that the finding to the effect that 
plaintiff's long-playing records are not in fair and open competition with the 
records of the same general class produced by others so as to entitle plaintiff to the 
protection of the Fair Trade Law is not tenable. 

Dismissal of the complaint was also based on two equitable grounds, the first 
of these being predicated upon four findings, as follows: 

(1) Plaintiff's failure to resort to the statute for records bearing the trade-mark 
“Columbia” other than its 3314 r. p. m. long-playing records. 

(2) Plaintiff’s contribution to advertisements offering shellac records for sale 
at less than list prices. 

(3) Plaintiff's failure to establish minimum retail prices for its long-playing 
records prior to September 8, 1950, despite the fact that it had knowledge of 
defendant’s price cutting practices. 

(4) Plaintiff's allowing its distributor to continue selling its records to defend- 
ant “down to the very day of the trial.” 

These facts were held to show that plaintiff's good will did not require the 
protection of the statute; that plaintiff had not invoked the statute to protect its 
good will, but “merely as a device to fix prices’—a purpose not within the legislative 
intent. They were also held to show that plaintiff had allowed the defendant to 
build up a good will through the sale of its records in past years at less than list 
prices, and hence was estopped from invoking on September 1, 1950, its statutory 
rights against defendant. 

The other equitable ground for denying relief is that plaintiff had discrimi- 
nated against defendant, in that its distributor, Times-Columbia, had refused 
defendant’s requests for cooperative advertising allowances while granting such 
allowances to his principal competitors, and in that defendant’s large order which 
would have carried a special return privilege and extended credit terms was rejected 
by Times-Columbia in September, 1950. 

The finding that plaintiff was precluded by its prior conduct from enforcing 
its statutory rights is not warranted. Plaintiff is not barred from invoking the 
statute with respect to long playing records sin.ply because it did not enter into 
Fair Trade contracts relating to its other records. The Fair Trade Act is wholly 
permissive and gives the owner of a trade-marked product the right to protect his 
price level, if he chooses to do so. Failure to establish retail prices for shellac records 
does not impair plaintiff’s rights under the statute with respect to long-playing 
records. 

The fact that plaintiff contributed toward advertisements of shellac records 
at cut prices is immaterial and was erroneously given consideration. 
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Plaintiff's failure to establish minimum retail prices for its long-playing records 
prior to September, 1950, did not deprive it of its right to relief when at that time 
it chose to avail itself of the statutory protection. 


For two years prior to Columbia’s entry into the fair trade contracts it had 
been producing long-playing records. We do not subscribe to the doctrine that 
the right to invoke the statute may be lost by abandonment, acquiescence or estoppel 
because of inaction prior to the making of the fair trade contracts. The Court of 
Appeals, in an opinion by Judge Fuld, has said that the use of the trade-mark and 
the name of the producer is the sole condition necessary to render the statute 
applicable (Guerlain, Inc. v. Woolworth Co., 297 N. Y., 11, 19). Indeed, the law 
is well settled that “Mere acquiescence or delay alone, not amounting to an estoppel, 
does not bar an action for infringement of a trade-mark or one based on unfair 
competition and, while acquiescence or delay may be used as a bar to recovery 
for damages, it does not preclude the granting of injunctive relief (Menendez v. 
Holt, 128 U.S., 514).” (Tiffany & Co. v. Tiffany Productions, Inc., opinion by Dore, 
J., 147 Misc., 679, 682, aff'd 237 App. Div., 801, aff'd 262 N. Y., 482). 

No defense of abandonment, acquiescence or estoppel was established. Defend- 
ant was neither misled nor lulled into security by plaintiff, but quite the contrary. 
After direct notification of the fair trading of prices of the long-playing records 
defendant persisted in cutting prices of this commodity. Such conduct, in the 
circumstances, fully warranted injunctive relief to plaintiff (Calamia v. Goldsmith 
Bros., Inc., 299 N. Y., 636). Plaintiff was under no obligation to try to prevent its 
distributors from supplying its records to defendant. 

With respect to the second equitable ground upon which the complaint was 
dismissed, it suffices to say that plaintiff did not discriminate against defendant. 
The only acts of alleged discrimination were acts of the distributor, an independent 
contractor. Not only did the defendant fail to prove that those acts constituted 
unfair discrimination, but each of them was affirmatively justified by the evidence. 
Defendant is not obliged to purchase a fair-traded commodity. The law is clear 
that a commodity, plus the trade-mark which it bears as evidence of its origin 
and quality of the commodity belongs to the producer. The good will in his 
commodity is a proper subject of legislation. If defendant desires to continue to 
deal in plaintiffs long-playing records which are fair-traded, he must do so upon 
the terms imposed by the plaintiff. The referee has sought to engraft upon the 
statute certain limitations which the Legislature of this state had not seen fit to 
write into it, namely, the requirement that a manufacturer or producer invoking its 
aid must apply it to all commodities bearing the same trade-mark; that he do so 
as soon as the commodity is placed upon the market, and that he take steps to 
deprive the offending retailer of a supply of the commodity. There is no basis in 
law for thus delimiting the mandate of the statute. Any attempt by the court to 
impose these restrictions upon a producer or manufacturer would deprive him of 
the protection which the law gives to his fair-traded commodity. 

In Old Dearborn Co. v. Seagram Corp’n (299 U. S., 183) the Supreme Court 
(at pp. 193-194) said: 

“Appellants here acquired the commodity in question with full knowledge of 
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the then-existing restriction in respect of price which the producer and wholesale 
dealer has imposed, and, of course, with presumptive if not actual knowledge of the 
law which authorized the restriction. Appellants were not obliged to buy; and their 
voluntary acquisition of the property with such knowledge carried with it, upon every 
principle of fair dealing, assent to the protective restriction, with consequent liability 
under section 2 of the law by which such acquisition was conditioned. 


By law of this state, wilfully and knowingly selling any commodity at less 
than the prices stipulated in any contract made pursuant to the statute is unfair 
competition. In Bristol-Myers Co. v. Picker (302 N. Y., 61) Froessel, J., wrote: 


“The Fair Trade Law unqualifiedly provides that price cutting fair trade articles 
in and of itself is unfair competition. We have heretofore recognized that the primary 
legislative aim is to protect the good will of the trade-mark owner, and that when a 
commodity which bears a brand name is resold for less than the minimum price 
specified in the fair trade contracts, ‘such conduct’ is a ‘violation’ of the plain man- 
date of the Fair Trade Act, and ‘is properly restrained by injunctive relief’? (Guerlain, 
Inc. v. Woolworth Co., 297 N. Y., 11, 17, 19). * * * 

“The ‘assault upon the good will’ is the injury or damage resulting from the 
unfair competition, and is actionable under the statute even though proof of specific 
money damages is not supplied; in other words, injury to good will, actual or 
threatened, lies at its base. In Westcott Chuck Co. v. Oneida Nat. Chuck Co. (109 
N. Y., 247, 251), in an action to restrain unfair competition, we said in effect that 

- even in an action at law proof of actual damage is necessary only to justify more 
than a nominal recovery. But this is an action in equity and does not require a 
showing of specific money damage to support an injunction. * * * To hold other- 
wise would defeat the purpose of the statute. * * *” 


Accordingly, the judgment dismissing the complaint should be reversed. How- 
ever, we cannot on the record before us make a final disposition of the case, since 
additional proof is necessary to determine to what extent, if any, this cause is 
governed by the decision of the Supreme Court of the United States in Schwegmann 
Bros. v. Calvert Distillers Corp’n (decided May 21, 1951, — U. S., —). The cause 
is, therefore, remanded to the Special Term for reconsideration in the light of that 
decision and in accordance with the opinion herein (cf. Sunbeam v. Wentling, No. 
538, decided by Supreme Court of United States on June 4, 1951, — U. S., —). 

All concur. 


SCHULMAN v. IRMA HOSIERY CO. 
Commissioner of Patents—July 3, 1951 


CANCELLATIONS—Proor oF Usze—GENERAL 
On facts of record, petitioner held to have established priority of use of term 
“Sheerazair”’ both as a trade-mark and as salient feature of trade name. 


TraDE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Scheherazade” held confusingly similar to “Sheerazair” and to “Sheer-Az-Air,” used 
on similar goods, under 1946 Act. 
CANCELLATIONS—DEFENSES—GENERAL 
On facts of record, petitioner’s misuse of legend “Trade Mark Reg.” or “Reg. U. S. 
Pat. Off” held not to bar relief because such use was occasioned by misunderstanding 
and ignorance rather than by any fraudulent intent. 
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Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Ernest Schulman against Irma 
Hosiery Co. Respondent appeals from cancellation of registration. Affirmed. 
CHARLES SONNENREICH, Of New York, N. Y., for Petitioner. 

ArTHUR N. Kern, of Philadelphia, Pa., for Respondent. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the petition for cancellation filed by Ernest Schulman, to cancel 
respondent’s registration, No. 440,410, registered August 31, 1948, claiming use 
since April 1, 1947, of the notation “Scheherazade” used on women’s hosiery. Peti- 
tion has filed testimony and both parties have submitted briefs. 

Petitioner bases its cause of action upon the use of the notation “Sheerazair,” 
spelled out as a single word or in the hyphenated form “Sheer-Az-Air,” both as a 
trade-mark for, and as a distinguishing feature of, petitioner’s trade name Sheeraz. 
air Hosiery Company in the conduct of its hosiery business. It is alleged that the 
respondent’s mark so resembles the petitioner’s mark and trade name as to be likely 
when applied to the identical goods to cause confusion or mistake and deception 
of purchasers. 

Petitioner has submitted testimony to the effect that it filed a certificate of 
conducting business under the name of Sheer-Az-Air Hosiery Company with the 
County Clerk of New York County on May 26, 1944 and placed an order in the 
same year for a substantial number of box wrappers and hosiery bands bearing the 
notation “Sheerazair” to be used in petitioner’s hosiery business. A number of carbon 
copies of invoices dated the early part of 1945, relate to sales of hosiery by the peti- 
tioner who testified that such hosiery was packaged in the box wrappers and with 
the hosiery bands aforementioned. Petitioner testified that since the sale of hosierv 
in early 1945, it has since sold hosiery throughout the United States in connection 
with the mark “Sheerazair” and the trade name “Sheerazair Hosiery Company.” 
There is also of record a certificate of registration issued to the petitioner by the 
state of New York for the notation “Wear Sheerazair.” Petitioner is the owner of two 
certificates of copyright registration for ‘““Wear Sheer-Az-Air” labels applied for in 
1944 (Respondent’s Exhibit 5) and 1946 (Petitioner’s Exhibit 10). The evidence 
was held clearly and amply sufficient by the examiner to establish that petitioner 
adopted and has continuously used the term “Sheerazair” both as a trade-mark 
and as the salient feature of its trade name in connection with the sale of hosiery 
since considerably prior to April, 1947, the earliest date of use claimed by the 
respondent, and after carefully considering the record of this case I am also of that 
opinion. 


Respondent contends that its mark “Scheherazade” is so different from peti- 
tioner’s mark “Sheer-Az-Air” in meaning, appearance and sound that there is no 
appreciable likelihood of confusion such as would justify the cancellation of its 
registration. Obviously the two marks are entirely different in significance, but I 
am not satisfied that the same may be said with regard to appearance and sound. 
In regard to similarity in sound, the most important factor to be considered here, 
the examiner felt that the marks of the parties frequently would be pronounced in 
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such a manner that the difference between them in this respect would amount to 
but little more than the relatively small difference presented by the respective con- 
cluding portions “zade” and “bair.” Regardless of the dissimilarities between the 
marks, the examiner was of the opinion that the real similarities between the two 
notations in sound are such that their concurrent use in connection with the iden- 
tical item of hosiery would be quite likely to cause confusion or deception of pur- 
chasers, citing Marion Lambert, Inc. v. O'Connor, 24 C. C. P. A. 781, 86 F. 2d 980; 
Weco Products Co. v. Milton Ray Company, 31 C. C. P. A. 1214, 143 F. 2d 985; 
Hat Corporation of America v. Bry Block Mercantile Corp., 540 O. G. 714, 53 
U.S. P. Q. 647; The Barbasol Co. v. Gillette Razor Co., 625 O. G. 1158, 82 U. S. 
P. Q. 58; R. B. Semler, Inc. v. Harris, 582 O. G. 631, 68 U. S. P. Q. 31; Kaylon, 
Inc. v. Rosenberg, 613 O. G. 1101, 78 U. S. P. Q. 208. It is true that respondent’s 
mark “Scheherazade” contains more syllables than does the petitioner’s mark as is 
apparent when the word is correctly pronounced by those informed persons who not 
only know and practice the precise pronunciation of respondent’s mark “Schehera- 
zade,” but who are equally aware of its meaning as well. However, while the pur- 
chase of women’s hosiery is a matter usually involving some degree of discrimina- 
tion, yet sales are not confined to those who are well informed on the pronuncia- 
tion of uncommon words. It is important, therefore, to determine whether or not 
there would be likelihood of confusion among the less informed who would so 
pronounce respondent’s mark “Scheherazade” as “Scheerazade” and thus become 
confused or deceived as to the origin of the goods, believing that such goods are 
sponsored by the petitioner under its mark “Sheerazair.” I do not think that such 
a possibility is so remote as to warrant reversing the examiner’s decision in this case. 

One other matter to be considered is respondent’s contention that the peti- 
tioner is barred from relief by its false registration notices. It appears that peti- 
tioner used the legend ““Trade-Mark Reg.” or “Reg. U. S. Pat. Off.” on his tags 
and stationery. Respondent finds it difficult to understand how the petitioner, a 
lawyer, for many years engaged in active practice could have been naive enough to 
believe that the filing of a label in the copyright office gave him a right to claim 
his trade-mark was registered in the Patent Office. The witness Schulman, peti- 
tioner, testified that he never applied for the registration of a trade-mark in the 
Patent Office and never knew the difference between a trade-mark and a copyright. 
This confessed ignorance of the witness Schulman appears to be substantiated by a 
communication to the Commissioner of Patents (Respondent’s Exhibit 6), inquiring 
for a copy of rules and regulations governing the filing of copyrights, and another 
letter addressed to the Library of Congress (Respondent’s Exhibit 3), in which the 
witness stated that he wished to register his trade-mark in “your Patent Office.” 
Apparently the petitioner was confused as to functions of the Library of Congress 
and the Patent Office as well as to the legal distiictions between a copyright and a 
trade-mark. I agree with the examiner that the petitioner’s use of the legend 
objected to by the respondent was occasioned by a misunderstanding rather than by 
any fraudulent intent on petitioner’s part. In any event there is nothing in the 
record to indicate the contrary. 

The decision of the examiner is correct and should be affirmed. 


—_—_—_—_ a 
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DAGGETT & RAMSDELL, INC. v. LACTONA, INCORPORATED 
Commissioner of Patents—July 3, 1951 


TraDE-MarKs—Goops OF THE SAME CLASS—GENERAL 


Question of relationship of goods involves primarily a consideration of products 
themselves and uses to which they are put, rather than procedure adopted for promoting 
their sale. 


Trape-Marxks—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Hair brushes, hair brush sets and hair brush handles held goods of different descrip- 
tive properties from face powder, preparations for treating the skin, toilet, cleansing, 
vanishing and cold creams, beauty lotion, skin freshener, deodorant cologne, rouge and 
lipstick, though all fall within broad classification of toilet goods, under 1905 Act. 


OpposiTIons—Proor oF Use—GENERAL 
On facts of record, opposer held to have failed to prove extension of use of its 
mark to hair brushes or to mascara with brush applicator, prior to applicant’s use of 
its mark. 


OpposITIONS—PLEADING AND PracticeE—MotTions To REOPEN 
Motion to reopen held properly denied, where evidence sought to be introduced 
was not shown to be newly discovered or not available to opposer at the outset through 
exercise of reasonable diligence. 


TRADE-Marks—Marxks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Debutanset” held not confusingly similar to “Debutante,” in view of differences 
in the marks and the goods, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Daggett & Ramsdell, Inc. against Lactona, Incor- 
porated. Opposer appeals from dismissal of notice of opposition. Affirmed. 
Jewett, Mead & Browne, of Washington, D. C., for Opposer. 

Robert M. Dunning, of St. Paul, Minn., for Applicant. 

Ku ncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed under the Act of 1905 by Daggett & Rams- 
dell, Inc., opposing registration of the trade-mark “Debutanset” by Lactona Incor- 
porated on an application, Serial No. 521,905, filed May 5, 1947, the mark being 
used on “hair brushes, hair brush sets, and hair brush handles.” 

A stipulation of facts by the parties was filed in lieu of testimony; both parties 
have filed briefs and were represented at the hearing. 

Opposer bases its cause of action on the allegation that the applicant’s mark 
“Debutanset” so resembles the opposer’s mark “Debutante,” previously adopted 
and registered by opposer for various toilet preparations, as to be likely to cause 
confusion in trade. Opposer has two registrations for the mark “Debutante,” No. 
297,827, registered October 4, 1932, and No. 506,568, registered February 8, 1949, 
applied to face powder; preparations for treating the skin; toilet, cleansing, vanish- 
ing, and cold creams; beauty lotion; skin freshener; deodorant cologne; and rouge 
and lipstick. 

According to the stipulation opposer adopted, used and is now using, the 
mark “Debutante” for a line of toilet goods including hair shampoo, mascara with 
brush applicator and certain other cosmetic preparations mentioned in its regis- 
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trations, and that the opposer is the owner of those registrations. It is further 
stipulated that the opposer has had the exclusive use of its mark “Debutante” on the 
goods named in the registrations since January, 1913, and that it has extended the 
use of the mark to a cold wave home permanent kit (identified as Exhibit 1), 
which together with the aforementioned items is sold and distributed from house 
to house by an exclusive arrangement with and by the personnel of The Fuller 
Brush Company, Hartford, Connecticut. While the stipulation states that the 
opposer has used and is now using its trade-mark “Debutante” for mascara with 
brush applicator, the record fails to show, as the examiner observed, that the 
opposer is here the prior user of its mark as to any goods other than those speci- 
fied in its registrations, paragraph (3) of the stipulation stating that opposer has 
had substantially continuous and exclusive use of its mark on the goods named in 
the registrations since the respective dates of first use alleged therein. There was 
no evidence before the examiner to support any use by the opposer of its mark 
with regard to mascara with brush applicator. The examiner held, therefore, that 
the products with which the opposer’s mark may be used, which are the goods 
specified in the registrations, are all that may be considered as a basis for judg- 
ment. The question remaining to be decided by the examiner therefore was 
whether or not the applicant’s mark “Debutanset” is appropriated to goods of 
the same descriptive properties and bears such near resemblance to that of the 
opposer as to be likely to cause confusion in trade. The examiner did not comment 
upon, and apparently gave no weight to the differences in the marks themselves. 


The examiner, recognizing the wide-scale marketing and advertising of the 
opposer’s toilet preparations, considered as well the manner of distribution of 
those products from house to house by representatives of The Fuller Brush Com- 
pany, as set forth in the stipulation of facts. While neither the nature of the agree- 
ment under which opposer sells its goods through The Fuller Brush Company, nor 
the character of the business of The Fuller Brush Company is shown by the record, 
nevertheless, granting that The Fuller Brush Company does in fact sell all sorts 
of brushes, even hair brushes, in conjunction with the solicitation of orders for 
the opposer’s toilet preparations, the examiner agreed with the applicant’s argu- 
ment that innumerable household and personal articles which may be essen- 
tially unrelated in every particular are as aptly suitable for conjoint sale by a house 
to house distributing organization as are the products here involved. Therefore, 
the method by which the opposer distributes its toilet preparations in the market 
is of no consequence in this proceeding. I agree with the examiner that the ques- 
tion of the relationship of the goods involves primarily a consideration of the 
products themselves and the uses to which they are normally put, rather than any 
convenient procedure which might be adopted for promoting their sale. Muinne- 
sota Mining & Manufacturing Co. v. McDonnell, 35 C. C. P. A. 719, 163, F. 2d 
957, 75 U. S. P. Q. 84; McKesson & Robbins, Incorporated v. Isenberg, 35 C. C. 
P. A. 1095, 167 F. 2d 510; 77 U.S. P. Q. 382; Pratt @ Lambert, Inc. v. Chapman 
& Rodgers, Inc., 30 C. C. P. A. 1228, 136 F. 2d 909, 58 U.S. P. Q. 474. 


Considering the goods of the respective parties, the examiner was of the 
opinion that they possess nothing materially in common, even though opposer’s 
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cosmetics and the like and the applicant’s hair brushes and hair brush sets, includ- 
ing hair brush handles, may all be considered to fall with the very broad classifi- 
cation of toilet goods. Simply because goods used for the toilet may be broadly 
related in that respect, they need not necessarily be goods of the same descriptive 
properties, as was held in the case of McKesson & Robbins, Incorporated v. Isenberg, 
supra, where razor blades and shampoo, both toilet articles, were held to possess 
different descriptive properties. The examiner found, and I agree with his finding, 
that the relationship between such goods is no more remote than that existing 
between those of the parties to the present proceeding. 


The opposer argues that the examiner completely disregarded the stipulation 
of facts with respect to the arrangement between the opposer and its related com- 
pany, The Fuller Brush Company. I think it clear from the examiner’s decision 
that he did consider the stipulated relationship between opposer and The Fuller 
Brush Company and it is argued here that the opposer is entitled to avail itself 
of the use of the mark “Debutante” by its related company which sells brushes 
from house to house, such brushes being sold individually and in sets. What- 
ever use the opposer is entitled to make of its mark, the record of this case does 
not show any extension of the use by the opposer of its mark in the field of hair 
brushes and hair brush sets, there being nothing to establish that the opposer or 
The Fuller Brush Company ever used the Mark “Debutante” on hair brushes or 
hair brush sets, or, for that matter, on mascara with applicator prior to applicant’s 
use of its mark “Debutanset” on hair brushes. 


Subsequent to the examiner’s decision dismissing the opposition, the opposer, 
pursuant to Rule 23.8 requested reconsideration of the examiner’s decision, arguing 
that the principal point involved is whether or not the applicant’s brushes are goods 
of the same descriptive properties as opposer’s mascara sets which include not only 
mascara but brush applicators therefor, both being packaged in the same container. 
The examiner pointed out in his response to that request that the record presented 
in this case fails to substantiate the opposer’s allegation of priority of use of its mark 
with respect to any goods other than those enumerated in its registrations, which 
goods do not include the item of mascara sets. Therefore, the opposer was held not 
entitled on the present record to rely upon such sets as a basis for judgment, citing 
Landon P. Smith, Inc. v. B. T. Babbitt, Inc., 36 C. C. P. A. 1196, 175 F. 2d 590, 
82 U.S. P. Q. 312. Opposer’s request was accordingly denied. Thereupon opposer 
filed a motion to reopen the proceeding before the Examiner of Interferences for 
the purpose of introducing newly discovered evidence which was not available at 
the time for taking testimony and which was alleged to be relevant to the issues of 
the present opposition. The evidence sought to be introduced is an affidavit of 
opposer’s plant superintendent Nicholas J. Vesta, accompanied by an exhibit in the 
nature of a mascara set which includes an applicator brush, the affidavit stating 
that Vesta personally saw a shipment made to B. Altman & Co. of New York on 
March 7, 1947, containing three dozen “Debutante” mascara sets, each including 
therein an applicator brush and each package bearing the trade mark “Debutante” 
on the outside of the package. With respect to the motion to reopen the examiner 
held the affidavit incompetent as evidence on behalf of the opposer unless the appli- 
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cant expressly agreed to the admission thereof, citing McKesson & Robbins, Incor- 
porated v. Taylor, et al.,610 O. G. 777, 77 U.S. P. Q. 128; Lace Net Importing Co., 
Inc. v. Bendix, 624 O. G. 978, 81 U. S. P. Q. 546. As properly observed by the 
examiner, it does not appear that the facts alleged in the affidavit are newly discov- 
ered, or that such facts were not available to the opposer at the outset. Such evi- 
dence as opposer now seeks to introduce apparently could have been discovered 
prior to the time for taking opposer’s testimony by the exercise of reasonable dili- 
gence. I find no error in the Examiner of Interferences’ conclusion in this regard. 
Quaker Oil Co., Inc. v. Quaker State Oil Refining Co., 22 C. C. P. A. 849, 74 F. 
2d 553; Latshaw v. Duff v. Kaplan, 130 O. G. 98, 1907 C. D. 254; Standard 
Import Co., Ltd. v. New Orleans Import Co., Ltd., 131 O. G. 1164, 1907 C. D. 
365; United Drug Company v. The Harrower Laboratory, Inc., 573 O. G. 557, 
65 U. S. P. Q. 48. 

Opposer in its main brief cites several decisions, which need not be considered 
in detail, relying mainly on the decision in the case of Younghusband v. Kurlash 
Co., 25 C. C. P. A. 886, 94 F. 2d 230, wherein the court stated that eyelash and 
eyebrow mascara constitute goods of the same descriptive properties as eyelash curl- 
ers, although differences in such goods were given weight in deciding that “Kurlash” 
and “Starlash,” the marks of the respective parties to that proceeding were not con- 
fusingly similar. In the present proceeding the goods of neither of the parties to 
which the marks are applied involve mascara or eyelash curlers and the decision 
in that case is not applicable here. 


In conclusion it is my view that opposer’s cosmetics for beautifying the skin 
and the applicant’s hair brushes and hair brush sets, including hair brush handles, 
used for grooming the hair, do not constitute goods of the same descriptive proper- 
ties, being unalike in composition, physical appearance and utility, and further in 
view of the lack of identity between the marks of the respective parties the oppo- 
sition was properly dismissed. 

The decision of the Examiner of Interferences is affirmed. 


TIDY HOUSE PRODUCTS COMPANY v. TIDY-HOUSE PAPER 
PRODUCTS, INC. 


Commissioner of Patents—July 9, 1951 


Oppostrions—APPEALS—REMAND 
On facts of record, reversal by Court of Customs and Patent Appeals of decision dis- 
missing opposition held pro forma; and upon remand, Examiner’s dismissal of notice of 
opposition again affirmed by Commissioner, in view of lack of likelihood of confusion due 
to difference in nature of goods and court’s agreement with reasons for dismissing notice 
of opposition. 
Upon remand from Court of Customs and Patent Appeals, application rejected ex 
parte by Commissioner. 
TraDE-Marks—REGISTRABILITY—Ex Parte DETERMINATION 
Upon remand of opposition proceedings from Court of Customs and Patent Appeals, 
Examiner’s statement that applicant is entitled to registration vacated. 
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Application rejected ex parte by Commissioner, on remand of opposition proceedings 
to Patent Office, where name clause of 1905 Act was not pleaded by opposer in this 
opposition but was pleaded in companion proceedings between same parties in which 
application was rejected on basis of name clause. 

Application also rejected ex parte by Commissioner, on remand of proceedings from 
Court of Customs and Patent Appeals, in view of false statements shown to have been 
included in application filed as to goods upon which mark is used. 

On facts of record, held that amendment of application should not be considered in 
absence of complete and adequate explanation of false statements therein. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Tidy House Products Company against Tidy-House 
Paper Products, Inc. Opposer appeals from dismissal of notice of opposition. Ex- 
aminer’s dismissal again affirmed, on remand; and application rejected Ex parte. 


Bair & Freeman, of Chicago, IIl., for Opposer. 
Emanuel R. Posnack, of New York, N. Y., for Applicant. 
Feperico, Examiner in Chief: 


This is an opposition under the Act of 1905 in which the Assistant Commis- 
sioner of Patents rendered a decision March 7, 1949, 80 U. S. P. Q. 527, on appeal 
from the Examiner of Interferences, affirming the decision of the examiner dis- 
missing the opposition to the registration of the mark “Tidy-House.” Opposer 
appealed to the Court of Customs and Patent Appeals which, in a decision rendered 
May 8, 1951, Appeal No. 5768, 89 U. S. P. Q. 599, reversed the decision of the 
Commissioner and remanded the case for further proceedings. In view of the 
remanding of the case, the opposition is considered as pending before the Commis- 
sioner on the appeal to the Commissioner heretofore filed, and the case has been 
assigned to the writer for determination. 


The decision of the Court of Customs and Patent Appeals was also concerned 
with a companion opposition proceeding, Opposition No. 25,596, Appeal No. 5765, 
involving the same parties and the same mark, in which the decision of the Assistant 
Commissioner sustaining the opposition was affirmed. This case is concluded and 
no longer pending. 


In the concluded case the notice of opposition raised as grounds for opposition 
the confusion in trade clause of the Act of 1905, that is, that opposer was the prior 
owner and user of the trade-mark and that its use by the applicant on its goods 
would be likely to cause confusion, and also the ground that the mark was not 
registrable to the applicant as being similar to the corporate name of the opposer, 
this latter ground being based upon that portion of section 5 of the Trade-Mark 
Act of 1905 which reads as follows: 


“no mark which consists merely in the name of an individual, firm, corporation, or 
association, not written, printed, impressed, or woven in some particular or distinctive 
manner * * * shall be registered under the terms of this Act * * *.” 


The Examiner of Interferences ruled that the respective goods of the parties were 
not of the same descriptive properties and that the use of the same trade-mark 
on them would not be likely to cause confusion, but sustained the opposition on 
the ground that the trade-mark was the distinguishing feature of the corporate 
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name of the opposer. This decision was affirmed by the Commissioner and then 
affirmed by the Court. 

In the case now before the Office for consideration, the notice of opposition 
raised only one ground of opposition, that of confusion in trade, and failed to assert 
the name clause of the Act of 1905 as a ground of opposition. The Examiner of 
Interferences dismissed the opposition, making the same holding as to the nature 
of the goods that was made in the other case. This dismissal of the opposition was 
sustained by the Commissioner of Patents on appeal. The opposer urged, both 
before the Examiner of Interferences and the Commissioner on appeal, that the 
registrability of the mark to the applicant be considered ex parte. 

The Court of Customs and Patent Appeals in considering the appeals in both 
of the cases, which involve substantially the same facts, expressed agreement with 
the action of the examiner and of the Commissioner in holding that the goods of 
the parties were not sufficiently similar as to be likely to result in confusion in trade 
when the same trade-mark was used on them. However, in view of the fact that in 
one opposition the applicant was refused a registration on the basis of the name 
clause of the statute and in the other opposition the applicant was not refused regis- 
tration when the facts applying to both were substantially the same, the Court came 
to the conclusion that the ground of rejection on the name clause should be con- 
sidered ex parte in the present case. The Court stated: 

“Clearly the Patent Office followed the law applicable to inter partes proceedings 

in holding that, as between the two contestants, the failure of opposer to plead the 

name clause within the statutory period was a bar to it in such inter partes proceed- 

ings. However, as has been stated, we feel that it was incumbent upon the tribunals 


of the Patent Office, as guardian of the public interest, to consider ex parte the 
application for registration in the light of the corporate name clause.” 


The Court also indicated that the decisions of both the examiner and the 
Commissioner created doubt in the minds of the Court as to the extent of ex parte 
consideration given. 

In view of the Court’s action in reversing the decision in the opposition and 
remanding the case, the opposition proceeding is still pending and must be con- 
sidered to the extent of bringing some termination to it. The reversal by the Court 
was pro forma merely, since the Court agreed with the reasons for dismissing the 
opposition. 

The decision of the examiner dismissing the opposition is again affirmed. The 
statement in the concluding paragraph of the examiner’s decision, that the ap- 
plicant is entitled to the registration, is vacated. 

It is plain that if the application involved in the concluded opposition pro- 
ceeding is not registrable in view of the name clause of the Act of 1905, the present 
application is likewise not registrable in view vf the name clause. There is no 
necessity of going into the facts in the case which are sufficiently brought out in the 
decision of the Court of Customs and Patent Appeals. The application is rejected 
ex parte on the authority of the decision of the Court of Customs and Patent 
Appeals in Appeal No. 5765. 

There is another ex parte ground involved in this case which should be con- 
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sidered. While the examiner did not consider the ground of rejection on the 
name clause, he did consider an ex parte ground of rejection that the application 
was improper and held: 
“Testimony for the applicant establishes that of the various items enumerated 

in its application the mark sought to be registered has been used only upon household, 

food, and garbage bags. Appropriate amendment of the application therefore will be 

required in the event the applicant finally prevails in this proceeding.” 
And in the summing up paragraph the examiner held that, subject to the filing 
of the suggested amendment, the applicant was adjudged entitled to the registration. 

This action of the examiner is considered inconsistent with the later decision 
of the Commissioner of Patents in Reese Chemical Company v. Lisner, 87 U.S. P. Q. 
121. The record in this case clearly shows that the application was filed with false 
statements as to the goods upon which the trade-mark had been used and the 
application should be and is rejected on this ground. Amendment of the applica- 
tion should not be considered in the absence of a complete and adequate explana- 
tion of the false statements. 

The decision of the examiner dismissing the opposition is sustained. The 
application is rejected ex parte on the two grounds mentioned above. 


SPRAYO-FLAKE COMPANY v. SPRAYED INSULATION, INC. 
Commissioner of Patents—July 13, 1951 


TrapE-MarKs—CoNFUSING SIMILARITY—PARTICULAR INSTANCES 
“Spraykote,” held confusingly similar to “Spray-Cote,” used on similar goods, under 
1946 Act. 
TrapE-Marks—Goops OF THE SAME CLASs—-PARTICULAR INSTANCES 
Goods of the parties, admitted in the pleadings to be goods of the same descriptive 
properties, held closely related. 


CANCELLATIONS—ProoF oF Use—GENERAL 
On facts of record, petitioner held to have established priority of use of its mark. 


CANCELLATIONS—DEFENSES—LACHES 
On facts of record, held that respondent has failed to prove that petitioner had either 
actual or constructive notice of respondent’s use of its mark at any time before respondent’s 
registration was cited as a reference against petitioner’s application for registration. 
Fact that advertisements of petitioner and respondent appeared in 1947-1949 Sweet's 
catalogs, held not to constitute notice to petitioner. 
CANCELLATIONS—PLEADING AND PrAcTICE—AMENDMENTS 
Motion to amend petition for cancellation by adding paragraph alleging that re- 
spondent used mark only as service mark and not as trade-mark, filed by petitioner after 
appeal by respondent from Examiner’s decision sustaining petition for cancellation, held 
properly denied. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Sprayo-Flake Company against 
Sprayed Insulation, Inc. Respondent appeals from cancellation of registration. 
Affirmed. 

Cromwell, Greist @ Warden, of Chicago, IIl., for Petitioner. 
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Harry Sommers, of Newark, N. J., and Robert I. Dennison, of Washington, D. C., 
for Respondent. 
K.uINcE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining a cancellation proceeding filed by Sprayo-Flake Company seek- 
ing cancellation of the mark “Spray-Kote,” registration No. 426,509, issued Decem- 
ber 24, 1946 under the Act of March 19, 1920 to the respondent, Sprayed Insula- 
tion Inc., for asbestos in a finely-divided form for use in forming acoustical or heat 
insulation material. Both parties filed testimony and briefs and were represented 
at the hearing. 

Petitioner alleges prior use and ownership of the mark “Spray-Cote” for “an 
acoustical insulation coating.” 

It appears from the evidence submitted that the petitioner filed application 
No. 556,603 for registration of its mark “Spray-Cote,’ which application was 
refused by the Examiner of Trade-Marks in view of the respondent’s above regis- 
tration No. 426,509 for the mark “Spraykote.” As a result of the refusal by the 
Examiner of Trade-Marks to allow petitioner’s application, the present proceeding 
was instituted by the petitioner. 

Petitioner alleges that the goods of the parties hereto are of the same descrip- 
tive properties, that the marks are confusingly similar and that damage to peti- 
tioner through confusion in trade will result. Respondent in its answer to the 
petition admitted the similarity of the marks and also admitted that the goods 
of the parties are of the same descriptive properties, but denied use of the mark 
“Spray-Cote” by petitioner since January 28, 1943 on “acoustical insulation coating,” 
as alleged in the petition. As an additional and affirmative ground of defense re- 
spondent pleaded that the petitioner is estopped to assert any rights by reason of 
petitioner’s laches, acquiescence and delay in taking proper action. 

The substantial identity of the marks is such as to require little or no discussion 
in this opinion. They sound alike, look alike, and have the same connotation with 
respect to the goods of both parties. 

As to the goods, petitioner’s president and general manager, Emery J. Fisher, 
testified that “Spray-Cote” is a white coating, referred to by the witness as an acous- 
tical coating. Whether “Spray-Cote” has inherent acoustical properties is not clear, 
but the fact is that “Spray-Cote” white coating is sprayed over acoustical material 
and is used by companies dealing in sprayed-on insulation products, the most promi- 
nent among these being Insulation Engineering Service Company, with which the 
witness was and still is prominently identified and of which he is now the sole 
owner. Aside from the fact that respondent admitted in its answer to the petition 
that its goods possess the same descriptive properties as the goods of the petitioner 
it was the view of the Examiner of Interferences, that petitioner’s coating compo- 
sition and respondent’s insulating coating composition are so nearly related as to 
constitute goods of the same descriptive properties. I consider the two goods closely 
related especially in view of the fact that companies which use the one type of 
goods also use the other, both are used together on the same job in connection 
with the same type of work, and are similarly applied. 
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In regard to the merits of the petition for cancellation the evidence submitted 
by petitioner and the testimony of its witness Fisher establish beyond any reason- 
able doubt that petitioner sold its ‘“Spray-Cote” product during the year 1943, long 
prior to the earliest date of use established by the respondent, and that such sales 
have continued up to the time of the present proceeding. 


Respondent contends that sales by the petitioner to the Insulation Engineering 
Service Company in the year 1943 do not establish trade-mark use by the petitioner 
of its mark at that time because the transactions between the petitioner, Sprayo 
Flake Company, and Insulation Engineering Service Company constituted essen- 
tially an inter office paper transaction of a private or local nature because the 
witness Fisher was an officer in the Sprayo Flake Company and also owned stock 
in the Insulation Engineering Service Company. The witness testified, however, 
that although he was an officer of the Sprayo Flake Company during the early 
part of 1943 he was not at that time the sole owner of the Engineering Insulation 
Service Company. Concerning the nature of the business of the two companies, it 
appears from the record of the petitioner, Sprayo Flake Company, that it did not 
install insulation, but manufactured and sold goods under its several trade-marks 
including “Spray-Cote.” Insulation Engineering Company was engaged in the insu- 
lation contracting business consulting with architects and engineers, bidding on 
their specifications for installing insulation for which it maintained its own crew 
of workmen. The witness stated that while he is now the sole owner of the Insu- 
lation Engineering Company and an officer of the Sprayo Flake Company, when 
petitioner first used its mark in early 1943 he held stock along with others in the 
Insulating Engineering Company and was not at that time sole owner. Petitioner’s 
business with other companies since that time is shown by the record. Respondent 
makes a point of the fact that both companies maintain offices and warehouses in 
the same building, but I consider that fact to be of no importance in this case 
since mere physical proximity does not establish that the two companies are one 
and the same legal entity, owned by identical interests. The mere fact that the 
witness was officially connected with both companies and held a part interest in 
one of them does not make them one and the same, as respondent seems to argue. 
It is sufficiently clear that petitioner did sell its goods with the mark applied thereto 
and that such goods were used on insulating jobs prior to the earliest date of use 
established by the respondent. 

Respondent maintains that the decision of the Court of Customs and Patent 
Appeals, The White Company v. Vita-Var Corporation, 37 C. C. P. A. 1039, 182 F. 
2d 217, 86 U. S. P. Q. 84, is a pertinent and binding precedent for this case. I am 
of the opinion that the facts of the present case are sufficiently different from those 
of the cited case to warrant a different conclusion herein. In that case the appli- 
cant’s casein paint and opposer’s waterproofing compound (the latter being not 
applied as a paint, but adapted to be mixed with concrete to waterproof the same 
before application) are quite different materials than are the present petitioner’s 
paint, which is adapted to be applied to insulating material by spraying, and the 
respondent’s insulating material which is similarly applied to a surface. 


It is my view that the use of the mark “Spraykote” by the respondent on its 
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goods would be likely to cause confusion or deception in trade to the probable 
damage of the petitioner whose mark “Spray-Cote” is substantially identical with 
that of the respondent and is used on related goods in the same line of business. 

In regard to the affirmative defense of laches, respondent urges that (1) it has 
sold its goods throughout the Nation and (2) advertised to such an extent, as shown 
by respondent’s Exhibit 24, that one may reasonably conclude that petitioner was 
aware of it. Both respondent and petitioner advertised in the 1947, 1948 and 1949 
Sweet’s Catalog as shown by respondent’s Exhibits 21, 22 and 23 and petitioner’s 
Exhibits 21, 17 and 18, respectively. The examiner found that it had not been made 
to appear as a fact that petitioner had actual notice of respondent’s use of the 
mark “Spraykote” at any time prior to the time when the registration herein involved 
was cited as a reference against petitioner’s denied application for registration 
of the mark “Spray-Cote.” It was also the opinion of the examiner that it had 
not sufficiently been made to appear that respondent’s sales and advertising of its 
goods under its mark were of such nature and extent as to have come to the atten- 
tion of the petitioner in the ordinary course of its business, because as far as the 
record shows, the respondent’s goods have not been offered for sale or generally 
advertised in the area in which petitioner conducts its business. The record indi- 
cates that respondent’s sales were apparently made mostly in the States of New 
Jersey and New York, some in Pennsylvania and to a minor extent in other places 
in different sections of the country. No substantial sales, if any, appear to have 
been made in the area where petitioner conducts its business, as the examiner 
observed. 

In regard to Sweet’s Catalog, I am not convinced that petitioner should be 
charged with notice of respondent’s advertisement in that publication, which is 
nothing more than a series or an accumulation of catalogs of various materials 
used in the building trades, sent gratuitously to architects and to others by F. W. 
Dodge Corporation. It does not appear from the record that respondent’s adver- 
tisements in this catalog came to petitioner’s attention or that petitioner had any 
occasion to see such advertisements. I am constrained to agree with the exam- 
iner’s conclusion that it has not been made to appear as a fact that the petitioner 
had either actual or constructive notice of the respondent’s use of the mark “Spray- 
kote” for several years prior to the filing of the instant cancellation proceeding 
either by virtue of the respondent’s sales or the advertising of goods under its mark. 

After the filing of the notice of appeal by the respondent from the decision of 
the examiner, petitioner moved to amend the petition for cancellation by adding 
thereto the following: 


“9. Registrant has not used the mark ‘Spraykote’ to indicate origin of goods but 
has employed the mark only as a service mark.” 


With the motion to amend the petitioner also filed a cross appeal, based on 
the ground that the examiner erréd in failing to make a specific finding that 
respondent’s mark was not in bona fide or exclusive use during the critical year 
preceding respondent’s filing date on March 2, 1946, and alleging that the examiner 
erred in not making a finding that respondent employed the mark “Spraykote” 
merely as a service mark since this issue was tried by the parties and it should have 
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been treated in all respects as if the issue had been raised in the pleadings. The 
petitioner urged before the Examiner of Interferences that the registration in ques- 
tion should be cancelled on the ground that the respondent has employed the mark 
“Spraykote” merely as a service mark rather than an indication of origin of its 
goods, but this ground of attack upon the respondent’s right of registration was 
not pleaded in the petition for cancellation. The examiner therefore held that the 
petitioner lacks the right to be heard thereon, citing The Crown Overall Mfg. Co. v. 
Desmond’s, 37 C. C. P. A. 1118, 182 F. 2d 645, 86 U. S. P. Q. 166. In view of the 
examiner’s holding petitioner now seeks to amend its petition as above indicated. 
It is my view that the amendment not only comes too late, but that the testimony 
of the witness Kempthorne in regard to the nature of the use of the trade-mark 
“Spraykote” by the respondent corporation in connection with its product, in its 
correspondence and its literature was not introduced to establish the exact nature 
of such use and the matter was not properly developed either in direct or in cross- 
examination when testimony was taken, so that the question of bona fide use of 
the respondent’s mark during the critical year prior to the filing of its application 
for registration was neither tried by the parties, settled by the testimony, nor con- 
sidered in the examiner’s decision. The petitioner’s motion to amend the petition 
is denied and the cross appeal is dismissed. 

The decision of the Examiner of Interferences: is affirmed. 






















NEW ERA SHIRT COMPANY v. FRANK 
Commissioner of Patents—July 13, 1951 










TraDE-Marks—Marxks Not ConFrusinciy SimtLar—ParTICULAR INSTANCES 
“Peter Piper,” used on boys’ wash suits, held not confusingly similar to “Peter Pan,” 
used on boys’ shirts and waists, under 1946 Act. 






OpposITIONS—DEFENSES—LACHES 
On facts of record, held that opposition filed within prescribed statutory period, is 
not barred by laches. 











Appeal from Examiner of Interferences. 
Trade-mark opposition by New Era Shirt Company against Jesse H. Frank. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 

Alfred W. Petchaft, of St. Louis, Mo., for Opposer. 

Leon Edelson, of Philadelphia, Pa., for Applicant. 

Feperico, Examiner in Chief: 

This is an appeal by the opposer, New Era Shirt Company, of St. Louis, 
Missouri, from the decision of the Examiner of Interferences dismissing its opposi- 
tion to the registration of a trade-mark by Jesse H. Frank, of Philadelphia, Penn- 
sylvania. 

The application for registration involved was filed on October 25, 1947, for 
the registration of the mark “Peter Piper” for boys’ wash suits. The application 
states that the trade-mark was first used by the applicant and its predecessor 
in business on January 3, 1922. 
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Both parties filed stipulated testimony of witnesses and exhibits. 

The opposer relies upon its prior use and registration of the mark “Peter 
Pan,” which was registered January 8, 1918, Registration No. 120,146, and 
renewed. Opposer uses its mark upon boys’ shirts and waists. The mark has 
been continuously used on the mentioned goods since its first use in 1914, and 
opposer’s business has grown from approximately $25,000 in 1917 to a little 
over $200,000 in 1949. 

According to applicant’s testimony, its predecessor began using the mark 
“Peter Piper” on boys’ wash suits in 1923 (there is a discrepancy of one year 
between the dates alleged in the application and in the testimony) and the business 
has grown until the total volume of sales from 1941 and since has ranged between 
$400,000 and $500,000 annually, the total sales for the year 1949 being approxi- 
mately $500,000. Applicant was the owner of registration No. 171,130, registered 
July 31, 1923, for the mark “Peter Piper” used on boys’ sailor suits. This registra- 
tion was inadvertently allowed to expire in 1943 without renewal; the present 
application is stated to have been filed when expiration of the registration was 
discovered. Applicant also is the owner of trade-mark registration No. 391,165 
registered October 28, 1941, for the phrase “Vim-Tex product of Peter Piper” 
for boys’ wash suits and other children’s garments. 

The opposition is based upon the allegation that applicant’s trade-mark is 
substantially similar to and so closely resembles opposer’s prior used trade-mark 
as to be likely to cause confusion or mistake in the mind of the public, or to 
deceive purchasers when used by the applicant upon its goods. The answer 
denies this allegation and further raises the defense of laches and estoppel. 

The Examiner of Interferences held that he was “constrained to agree with 
the applicant that the marks and goods here involved are not so closely similar 
as to compel a denial of the present application.” The examiner conceded that 
the goods involved are in the same general class and that, under ordinary cir- 
cumstances, use of the same or a similar mark on them would be likely to 
create confusion. But the examiner held, considering the fact that the marks 
are not identical, that the “actual past history of the parties’ businesses in the 
present case is such as to outweigh any likelihood of confusion which might have 
been considered if the registrability and validity of applicant’s mark were now 
presented for the first time.” The examiner also (making some inferences the 
propriety of which is challenged) referred to the undisputed use of the mark now 
sought to be registered for over twenty-five years, the two federal registrations 
of the applicant, and the absence of any protest from the opposer during all these 
years. The examiner’s holding as to laches is not clear, but the decision seems 
to indicate that laches as such was not considered applicable. 


Two questions are raised by this appeal, the first being that of likelihood 
of confusion in the use of the respective marks upon the respective goods, and 
the question of laches. 


The record recognizes that opposer’s mark is the name of a character in a 
play by James M. Barrie, and that applicant’s mark is the name of a children’s 
nursery rhyme character. Peter Pan is the well-known hero of the popular play 
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of the same name by James M. Barrie, first produced in 1904 and still produced 
from time to time; Peter Pan also appears in several books by James M. Barrie. 
Peter Piper is the name of the character in the well-known tongue-twisting nursery 
rhyme; one of applicant’s display cards has a picture of Peter Piper running, 
clutching his peck of pickled peppers. 

The mark of the opposer is not an arbitrary name nor is the mark of the 
applicant an imitation of opposer’s mark. It seems to me that there would not 
be any likelihood of confusion in the use of the names of the two different and 
well-known characters, having no relation to each other, on the respective goods 
of the parties. Opposer having adopted the name of a popular boy character 
for use on its boys’ shirts and blouses (suggesting the desire to take advantage 
of the popularity of Barrie’s creation) can hardly have any just cause for com- 
plaint of the adoption by the applicant of the different name of a wholly different 
well-known child character for use on its two piece wash suits. 


With respect to the question of laches there is nothing in the record to 
indicate any knowledge on the part of the opposer of applicant’s use of its mark, 
and applicant does not assert that there was any actual knowledge. Applicant’s 
argument is based upon mere lapse of time and the two registrations. It is 
not seen that the expired registration can now have any bearing on the matter, 
and applicant’s unexpired registration is deemed irrelevant. The mark “Vim-Tex 
product of Peter Piper” (written in three lines) was registered by applicant’s 
predecessor, Peter Piper Clothes, Inc. (applicant is doing business under the name 
of Peter Piper Clothes Co.), and the appearance of “Peter Piper” in this registra- 
tion has the aspect of being a reference to the trade name only. Furthermore, 
this is not a proceeding to cancel the two registrations, but an opposition to an 
application for registration, filed within the time prescribed by the statute for filing 
an opposition. 

The decision of the examiner is affirmed on the ground that it is not believed 
that there would be any likelihood of confusion in the use of the respective marks 
by the parties on their respective goods. 

































S. A. SCHONBRUNN & CO., INC. v. KAPLAN RICE MILL, INC. 
Commissioner of Patents—July 13, 1951 










TraDE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Medaglia D’Oro,” Italian translation of the words “Gold Medal,” held confusingly 


similar to “Gold Medal,” used on identical goods, under 1946 Act. 


TraDE-Marks—C Lass or Goops—-GENERAL 
Since “Gold Medal” is a weak mark, held there would be no likelihood of confusion 


between “Gold Medal” used by opposer on coffee and tea and by applicant on rice. 
OpposiTions—Proor or Use—GENERAL 


CANCELLATIONS—Proor oF UsrE—GENERAL 
Priority may be established by oral evidence; and use in commerce that may be 


regulated by Congress, held not required. 
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TraDE-MARKS—CONCURRENT REGISTRATIONS—GENERAL 

Suggestion in appeal brief of applicant-registrant that the concurrent registrations be 
permitted cannot be considered in these proceedings, since issue of concurrent registration 
to applicant and restriction to its existing registration has not been raisd by the application 
or the pleadings, and sufficient facts have not been developed of record for determination 
of conditions. 

Applicant held not precluded by decision in these proceedings from applying for 
registration under proviso in section 2(d) of 1946 Act. 


Appeals from Examiner of Interferences. 

Trade-mark opposition and cancellation proceedings by S. A. Schonbrunn & 
Co., Inc. against Kaplan Rice Mill, Inc. 

Kaplan Rice Mill, Inc. appeals from decision sustaining notice of opposition 
and petition for cancellation. Affirmed. 

Murray & Parker and Sawyer, Kennedy & Murray, of New York, N. Y., for 

S. A. Schonbrunn & Co., Inc. 

W. Parker Jones and Parker H. Jones, of Washington, D. C., for Kaplan Rice 

Mill, Inc. 

Feperico, Examiner in Chief: 

These are appeals by the applicant and registrant, Kaplan Rice Mill, Inc., 
from the decision of the Examiner of Interferences sustaining an opposition to 
an application for registration and sustaining a petition to cancel a registration 
of the appellant, brought by Schonbrunn & Co., Inc. The two proceedings were 
heard concurrently and on the same record and were decided by the Examiner 
of Interferences in one opinion. 

The opposition relates to an application for registration under the Act of 
1946 of a mark dominated by the words “Gold Medal” while the cancelation 
seeks to cancel a registration of the appellant for a mark dominated by the words 
“Gold Medal,” issued under the Act of 1920 and 1937. In both instances the 
mark is used by the appellant on rice and use since 1934 is alleged. 


The same application and registration were involved in an opposition proceed- 
ing and a cancelation proceeding brought by another party, which was decided on 
appeal on March 20, 1951, General Mills v. Kaplan Rice Mill, Inc., 88 U.S. P. Q. 
564 [41 T. M. R. 458], in which both the opposition and the petition to cancel 
were sustained. 


The opposer relies on the prior use of the mark “Medaglia D’Oro.” The 
opposer does not have a registration and claims that it has used the mark on 
coffee tea and rice since 1924. The mark used by the opposer is the Italian 
tran .. on of the words “Gold Medal.” Since translations of marks are equivalent 
for trade-mark purposes, if opposer has used the mark on the same or confusingly 
similar goods prior to the time of adoption by the applicant and registrant, the 
opposer must prevail. No issue is raised as to the equivalency of words in a 
foreign language to the English translation of tae words. 

The examiner held that the words “Gold Medal” are a weak trade-mark 
entitled to but narrow protection with respect to the goods involved. In so far 
as the prior use by the opposer of his mark on coffee and tea is concerned, I 
agree with the examiner that, under the circumstances in this case, there would 
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be no likelihood of confusion and the opposer could not prevail. Consequently, 
opposer’s case must rest solely upon its prior use of the mark on rice, the same 
goods upon which the applicant and registrant uses its mark. 

The examiner found that the opposer used its mark on rice prior to appellant’s 
first use and this finding is sustained. Appellant’s principal objections are that 
the testimony of the opposer is oral and lacks documentary corroboration, and 
that there is no showing of prior interstate use. As stated by the examiner, 
priority of use may be established by oral evidence, and interstate use, that is, 
use in commerce that may be regulated by Congress, is not necessary, see Rice © 
Rochster v. Fishel, Nessler @ Co., 1906 C. D. 254. 

Applicant and registrant suggests in its brief that concurrent use of the 
respective marks be permitted. This cannot be considered since the issue of a 
concurrent registration to applicant and a restriction of the existing registration 
has not been raised by the application and by the pleadings, nor have sufficient 
facts been developed in the record to arrive at a determination of the conditions. 
Applicant is not precluded by the decision in these proceedings from applying 
for registration under the proviso in section 2(d) of the Trade-Mark Act of 1946 

The decision of the Examiner of Interferences sustaining the opposition and 
sustaining the petition to cancel is affirmed. 


B. A. RAILTON v. MITCHELL CANNERIES, INC. 
Commissioner of Patents—July 20, 1591 


TrADE-MarKks—Marxks Not ConFusINGLy SIMILAR—PARTICULAR INSTANCES 
“Sun Pure,’ the word “Pure” being disclaimed, held not confusingly similar to 
“Sunny,” used on similar goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by B. A. Railton Co. against Mitchell Canneries, Inc. 
Opposer appeals from dismissal of notice of opposition. Affirmed. 

Thiess, Olson & Mecklenburger, of Chicago, Ill., for Opposer. 
Bailey, Stephens @ Huettig, of Washington, D. C. for Applicant. 
K.uNncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by B. A. Railton Co. opposing registration 
under the Act of 1946 of the mark “Sun Pure” by the applicant, Mitchell Can- 
neries, Inc., for “canned fruit and canned fruit juices, namely, grapefruit, orange 
and grapefruit juice, grapefruit juice and orange juice, all canned,” in class 46. 
The word “pure” has been disclaimed by the applicant apart from the mark as 
a whole. 

No testimony has been filed by either party, but both parties filed briefs and 
were represented at the hearing. 

Opposer relies on a number of its registrations of the word “Sunny” used on 
many and sundry items of groceries, including canned fruit and other canned 
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products. Opposer alleges that the notation “Sun Pure” sought to be registered 
by the applicant, is confusingly similar in appearance and in sound to “Sunny” used 
by the opposer, and that the products of both parties are identical, wherefore, con- 
fusion will arise if the applicant is permitted to register its mark for the goods 
mentioned. There appears to be no question but that the goods of the two parties 
are closely related and that the opposer has used its mark “Sunny” in connection 
with its goods long prior to the first date of use claimed by the applicant. There- 
fore, the principal question to be determined in this appeal is whether the marks 
of the respective parties are so nearly alike that when used on similar goods there 
would be likelihood of confusion or mistake in the minds of purchasers. 


Opposer cited a number of decisions involving oppositions based on its “Sunny” 
registrations which were sustained by the Patent Office. In each of those cases, as 
was observed by the examiner, opposer’s adversaries were seeking registration of 
the word “Sunny,” or its phonetic equivalent, either alone or in combination with 
other words, for similar goods. In the present case the applicant’s mark does not 
contain the whole of opposer’s trade-mark “Sunny” so that the decisions in the 
cases relied upon by the opposer are inapplicable here. Opposer also stresses the 
decision of the Court of Customs and Patent Appeals in Florida Citrus Canners 
Cooperative v. California Fruit Growers Exchange, 25 C. C. P. A. 963, 95 F. 2d 
512, 37 U.S. P. Q. 196, but there both marks began with the identical word “Sun” 
and ended with “Mist” and “Kist” respectively. That case is also different from 
the present one. 

The examiner observed that “Sun” in connection with fruit and fruit products 
is one of the most commonly used words, and being nonfanciful is a weak trade- 
mark. The examiner in his decision also referred to a prior certificate of registration 
No. 391,939, owned by the applicant, for the word “Sun-Pure” granted under the 
Act of 1905, on December 2, 1941, for canned citrus fruit juices, the word “Pure” 
being disclaimed. In view of this registration, the examiner was of the opinion that 
even if the expressions “Sunny” and “Sun Pure” might ordinarily be sufficiently 
close to cause a possibility of confusion, such possibility is practically nullified by 
the fact that since 1941 the applicant has been the owner of said registration No. 
391,939. In view of the substantial identity between the mark of applicant’s prior 
registration and the one now sought to be registered by the applicant, which in 
effect Las been registered for almost ten years for the same goods—the examiner 
cf me to the conclusion that simultaneous registration of the applicant’s and the 
opposer’s mark will not now cause any more confusion or likelihood of confusion 
than has been caused during the period between 1941, the registration date of 
applicant’s registration, and the present time. 


b 


Opposer filed a petition for reconsideration of the examiner’s decision strenu- 
ously objecting to any reference by the examiner in this opposition proceeding to 
either the alleged weakness of the word “sun” as a trade-mark or the applicant’s 
prior registration, as having any bearing on the question of likelihood of confusion 
in the minds of purchasers as a result of the simultaneous use of the two marks 
on identical or similar goods. The petition for reconsideration, while fully consid- 
ered by the examiner, was denied in respect to any change in his decision. 
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In regard to the alleged weakness of the word “sun” as a trade-mark, I find 
it unnecessary to discuss the matter other than to observe that while the word 
occurs at the beginning of each mark, I deem it more important in this case to 
consider both marks as a whole. I see no point in dividing the adjective “sunny” 
into its root and suffix in order to compare that single word with the applicant's 
composite mark unless it be to point up the complete dissimilarity between the suffix 
“ny” in the opposer’s mark and the distinctively different word “Pure” in the appli- 
cant’s mark. It is my opinion that the two marks are sufficiently different in sound, 
appearance, and meaning to sustain the examiner’s conclusion without reference 
to the weakness or strength of a part of either mark. 

In regard to the applicant’s prior registration for the mark “Sun-Pure” suffice 
it to say that this opposition proceeding is not brought against the applicant’s prior 
registration, and the present proceeding could not have been brought against the 
present application until it was published by this Office. This the opposer did. Fur- 
thermore, applicant did not rely in any way on its prior registration and made it 
clear at the hearing that it need not be considered. It is therefore unnecessary to 
further pursue the matter. 

In view of the distinctive differences in the two marks, I am in agreement with 
the examiner’s conclusion that there would be no likelihood of confusion in the 
minds of purchasers resulting from the simultaneous use of the two marks on the 
goods of the respective parties. 

The decision of the Examiner of Interferences is affirmed. 


WOHL SHOE COMPANY v. ELDER 


Commissioner of Patents—July 20, 1951 


Oppos!tions—Proor or Use—Errect or REGISTRATION 
Opposer’s 1905 Act registration held prima facie evidence of use by opposer of its 
mark on goods named in registration. 
On facts of record, applicant held to have failed to overcome prima facie evidence 
of opposer’s use of its registered mark. 


TraDE-Marks—Goops oF THE SAME CLASs—GENERAL 
Shoes and lingerie held goods which are commonly sold in the same stores and fact 
that goods of the parties are not presently so sold held immaterial since sales policy of 
either is subject to change at will. 


TraDE-Marks—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Ladies’, misses’ and children’s slips, sleeping and lounging pajamas, sleeping and 
lounging gowns, housecoats, negligees, lounging robes, brunch coats, bed jackets, panties 
and brassieres held goods of the same general class as ladies’ and misses’ shoes and 
women’s and misses’ shoes, boots, overshoes and house slippers, under 1946 Act. 
TraDeE-MarKs—ConFuSING SIMILARITY—PARTICULAR INSTANCES 
“Another Miss Connie Original,” the word “Original” being disclaimed, held con- 
fusingly similar to “Connie,” used on similar goods, under 1946 Act. 
TraDE-MarkKs—ConrFUSING SIMILARITY—GENERAL 
It is well settled that where a conspicuous and essential feature of applicant’s mark 
is the same as opposer’s mark, the inclusion of additional words or features having no 
trade-mark significance is not sufficient to differentiate them. 
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Appeal from Examiner of Interferences. 

Trade-mark opposition by Wohl Shoe Company against Glenn C. Elder (Elder 
Garment Co., assignee, substituted). Applicant appeals from decision sustaining 
notice of opposition. Affirmed. 

Alfred W. Petchaft, of St. Louis, Mo., for Opposer. 
Parker & Walsh, of Washington, D. C., for Applicant. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade Mark Inter- 
ferences sustaining the opposition filed by Wohl Shoe Company, against the appli- 
cant, Glenn C. Elder, doing business as Elder Garment Company. Applicant’s 
opposed mark is “Another Miss Connie Original,” used for “ladies’, misses’, junior 
misses’ and children’s slips, sleeping pajamas, lounging pajamas, sleeping gowns, 
lounging gowns, housecoats, negligees, lounging robes, brunch-coats, bed-jackets, 
panties, and brassieres,” for which an application was filed September 9, 1947 on 
the Principal Register under the Act of 1946. The word “Original” has been dis- 
claimed apart from the mark as shown. 

Both parties filed testimony and briefs and were represented at the hearing. 

The Elder Garment Company of Bowling Green, Missouri, a corporation of 
Missouri, to which the present application is assigned, has been substituted for the 
applicant herein. 

The opposition is predicated on the allegation of prior use by the opposer— 
appellee of the name “Connie” as applied to “ladies’ and misses’ shoes,” and the 


ownership of Registration No. 293,902 for the notation “Connie Chic Creations” 


“ 


used for “women’s and misses’ shoes, boots, overshoes and house slippers made of 
plain and fancy leathers, satins, velvets, straws, rubber, felt, and metal cloths for 
street and dress wear.” 

There is no issue in the present case relating to priority. The sole question 
here for consideration is whether or not the simultaneous use of the marks of the 
respective parties on the goods specified would be likely to cause confusion or mis- 
take or to deceive purchasers. 

It is the applicant’s contention that the goods on which the respective marks 
are used are quite different and are generally so regarded in the trade. It is con- 
tended that the opposer uses the mark “Connie” solely upon women’s shoes for street 
wear, whereas the applicant uses its mark “Another Miss Connie Original” solely 
vpon lingerie or items of intimate feminine apparel, and not upon any other goods. 
Applicant points out that the goods of the parties are sold in different shops or 
stores, the sale of applicant’s goods being confined to certain shops which do not 
sell shoes. In regard to the type of shoes upon which the opposer uses its mark, 
applicant earnestly argues that opposer’s trade-mark is not applied to women’s and 
misses’ house slippers, which are considered more nearly related to lingerie than 
footwear worn on the street, even though the item of misses’ and women’s house 
slippers is included in opposer’s registration relied upon, the contention being that 
the evidence submitted clearly shows that the opposer’s mark has not been used upon 
house slippers, as distinguished from women’s footwear for the street. The testi- 
mony has been carefully reviewed, but I am unable to find anything convincing 
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therein to settle this question one way or the other. The examiner in discussing 
this point was of the opinion that use by the opposer of its mark on women’s slip- 
pers, is established by the opposer’s registration here relied upon citing Lactona, 
Incorporated v. Lever Brothers Co., 32 C. C. P. A. 704, 144 F. 2d 891, 63 U. S. P. Q. 
62. As previously stated, I find no direct evidence which overcomes the prima 
facie use by the opposer of its mark on the goods named in its registration. As to 
the type of shops or stores in which the goods are sold, not only are shoes and 
lingerie quite commonly sold in the same stores or shops, but the sales policy of 
either party to this proceeding is subject to change at will. The examiner held that 
the goods of the respective parties although not competitive, are nevertheless of the 
type commonly regarded as pertaining to the same general class of merchandise and 
are such similar goods that when used with the same or confusingly similar marks 
confusion or deception of purchasers would result, citing Sears, Roebuck and Co. v. 
Carla Shoe Co., 584 O. G. 498, 68 U. S. P. Q. 333; In re Keller, Heumann and 
Thompson, 23 C. C. P. A. 837, 81 F. 2d 399, 28 U. S. P. Q. 221; B. F. Goodrich 
Co. v. Hockmeyer, 17 C. C. P. A. 1068, 40 F. 2d 99 [20 T. M. R. 205]. 


In regard to the marks it is the applicant’s contention that opposer’s marks 
“Connie” and “Connie Chic Creations” are entirely different from applicant’s 
mark “Another Miss Connie Original” when the marks are considered in their en- 
tireties. The examiner stated that even when so considered, every part of the marks 
is not necessarily of equal importance or need be given equal weight. The Hygieni: 
Products Company v. Huntington Laboratories, Inc., 31 C. C. P. A. 773, 139 F. 2d 
508 [34 T. M. R. 50]. It was his view that the words “Another” and “Original” 
in the applicant’s mark are obviously lacking in trade-mark significance, the word 
“Original” being disclaimed and also having a well-defined meaning with regard to 
the applicant’s garments, while the word “Another” has no other meaning to 
purchasers than that the article to which the mark is applied is merely “another 
one” of Miss Connie’s Creations. The examiner concluded therefore that the name 
“Miss Connie” is the dominant portion of the applicant’s mark and the entire mark 
used by the opposer as well as the dominant portion of opposer’s registered mark. 
I am in agreement with the examiner’s conclusion, it being well settled that, where. 
as here, a conspicuous and essential feature of the applicant’s mark is the same as 
the opposer’s mark the inclusion of additional words or features having no trade- 
mark significance is not sufficient to differentiate them. Gilbert Chocolate Co. v. 
The Gilbert Company, 1931 C. D. 479, 411 O. G. 273; Cranberry Canners, Inc. v. 
Nestle’s Milk Products, Inc., 615 O. G. 818, 79 U.S. P. Q. 35; Ex parte Grayrecor 
Fashions, Inc., 620 O. G. 1207, 79 U. S. P. Q. 423. 


It is, therefore, my conclusion that the simultaneous use of the marks of the 
respective parties upon the goods involved is likely to give rise to confusion in trade 
or deception of purchasers as to the origin thereof. 


The decision of the Examiner of Interferences is affirmed. 
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MONSANTO CHEMICAL COMPANY v. MOBILE PAINT 
MANUFACTURING COMPANY 


Commissioner of Patents—July 24, 1951 


OpposITIONS—EVIDENCE—PrRooF oF USE 
Mere listing of trade-marks or terms found in trade directory, held no evidence of 
actual use of marks in trade. 


OpposITiIonNs—BAsis OF RELIEF—GENERAL 
For purposes of opposition proceedings, opposer need not be the exclusive owner of 
terms relied upon by it. 


OpposITIONS—DEFENSES—ErFrFECT OF THIRD Party REGISTRATIONS 
Prior registrations of third parties may not be considered in an opposition, for pur- 
pose of attacking validity of opposer’s mark. 


TraDE-MarKs—Goops OF THE SAME CLASS—PARTICULAR INSTANCES 
Resin emulsion paint held closely related to and in the same class of merchandise as 
opposer’s surface coating products. 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Vel Rez,” held confusingly similar to “Rez,” “White Rez” and ‘“Hi-Gloss-Rez,” used 
on similar goods, under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Monsanto Chemical Company against Mobile Paint 
Manufacturing Company. Applicant appeals from decision sustaining notice of 
opposition. Affirmed. 

J]. Russell Wilson and F. M. Murdock, of St. Louis, Mo., for Opposer. 
M. S. Meem, of Washington, D. C., for Applicant. 
K.INGE, Assistant Commissioner: 

This is an appeal by the applicant Mobile Paint Manufacturing Company 
from the decision of the Examiner of Trade-Mark Interferences sustaining the 
opposition filed under the Act of 1946 by Monsanto Chemical Company. Both 
parties filed stipulated evidence in lieu of testimony. Both parties filed briefs and 
were represented at the hearing. 

The opposed application, Serial No. 538,432, published March 15, 1949, was 
filed by Mobile Paint Manufacturing Company for registration on the Principal 
Register under the Act of 1946, on October 20, 1947, for the notation “Vel Rez” 
used upon “resin emulsion paint.” 

The opposer relies upon a number of trade-marks used upon a wide variety 
of surface-coating products, including the registered marks “Laux Rez,” “Vello,” 
“Plasterez,” “Rezicote,” ‘“Rez-I-Tex” and “Rez-It,” as well as the unregistered 
marks “Rez,” “Hi-Gloss-Rez” and “White Rez.” It is alleged as a ground for oppo- 
sition that the applicant’s mark so resembles those of the opposer as to be likely 
when applied to the goods of the applicant to cause confusion and mistake in the 
minds of the public, or to deceive purchasers. 

The applicant claims that the term “rez” or “res” is descriptive (meaning 
resin) of an ingredient much used in the manufacture of paints. In addition appli- 
cant calls attention to its Exhibits A and B. Exhibit B comprises a list of registered 


“ce 


trade-marks, having priority over the opposer, several of which have “rez” as a 
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suffix and some with “rez” as a prefix, to show that opposer did not originate “rez” 
marks for paints. The same is alleged to be true in regard to the prefix “vel” in the ap- 
plicant’s mark. Exhibit A discloses a list of similar terms from a trade directory. The 
examiner was of the opinion that the trade directory is incompetent as evidence of 
the actual use in trade of any of the marks shown therein. As to prior registrations 
of others, Exhibit B, the examiner stated that such registrations are obviously insuffi- 
cient for the purpose for which they are offered. It is my view that the examiner’s 
position is correct with regard to both exhibits. Obviously the mere listing of trade- 
marks or terms found in a trade directory is not, as the examiner points out, evi- 
dence of actual use in trade of any of them, and opposer need not be the exclusive 
owner of either of the terms “vel” and “rez” for the purposes of this proceeding. 
Lever Brothers Co. v. Nobio Products, Inc., 26 C. C. P. A. 1253, 103 F. 2d 917, 41 
U. S. P. Q. 677. The prior registrations of others may not be considered in an 
opposition for the purpose of attacking the validity of the opposer’s mark The United 
States Shoe Corp. v. Kitty Kelly Quality Co., Inc., 519 O. G. 1054, 46 U. S. P. G. 
555. If the terms “‘vel” and “‘rez” have been used by others as extensively as the appli- 
cant appears to indicate and the notation “Rez” is descriptive (meaning resin to the 
average purchaser), no justification is apparent for adding to the register another 
mark combining two such common terms. As stated by the Court in Pepsodent Co. 
v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 F. 2d 906: 


“We have frequently said that an applicant for the registration of a trade-mark 
does not strengthen his own case by pointing out a confusing similarity between trade- 
marks registered in the Patent Office which are not involved in applicant’s proceeding. 
It has always been the view of this court that an applicant’s right to the registration 
of a mark, which implies the exclusive right to use the same, is not enlarged or changed 
by a consideration of confusingly similar trade-marks which have been registered in 
the Patent Office. Appellee’s argument, in effect, amounts to a contention that since 
there is already confusion by reason of Patent Office registrations and extensive use 
of the term ‘dent’ in many marks, it should have the right to further add to the 
existing confusion. We do not think the registration statute was intended to promote 
such a condition as appellee, in effect, argues for. See Sharp & Dohme v. Parke, 
Davis & Co., 17 C. C. P. A. (Patents) 842, 37 F. 2d 960; American Fruit Growers, 
Inc. v. Michigan Fruit Growers, Inc., 17 C. C. P. A. (Patents) 906, 38 F. 2d 696; 
Trustees for Arch Preserver Shoe Patents v. James McCreery & Co., 18 C. C. P. A. 
(Patents) 1507, 49 F. 2d 1068. * * *” 


In regard to the goods of the respective parties, there is no question in my 
mind that the applicant’s resin emulsion paint, on which the mark “Vel Rez” 
is used, is a product which is closely related to and in the same class of merchandise 
as opposer’s products in connection with which its marks are used. 

As to the marks the examiner was of the opinion that, regardless of other of 
the opposer’s marks, the applicant’s notation “Vel Rez,” so resembles each of the 
opposer’s marks “Rez,” “White Rez” and “Hi-Gloss-Rez” as to be likely to cause 
confusion in trade. The term “Rez,” the sole feature of the opposer’s unregistered 
mark “Rez” and the only arbitrary component of the opposer’s registered marks 
“White Rez” and “Hi-Gloss-Rez” was held to be likewise a prominent and sep- 
arately displayed feature of the applicant’s mark “Vel Rez.” Under these circum- 
stances it seemed manifest to the examiner that purchasers familiar with the 
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opposer’s use of any of these three marks upon its coating materials would be likely 
to assume that another coating material, marketed under the notation “Vel Rez,” 
emanated from the same source of production. 

Applicant argues that opposer did not plead use by it of the term “Rez” as a 
separate trade-mark so that it should be eliminated from any consideration leaving 
“White Rez” and “Hi-Gloss-Rez” as the only marks of the opposer meriting con- 
sideration. The opposer, in its brief, points out that applicant raises this point 
too late since the question was not raised in the applicant’s brief below, nor at the 
hearing before the examiner. Aside from this, however, it has been stipulated that 
the term “Rez” is an unregistered trade-mark employed by the opposer (p. 2, Stipu- 
lated Testimony for Opposer, Paper No. 14), wherefore the use of the mark “Rez” 
by the opposer was placed squarely in issue and its use by the opposer admitted by 
the applicant. I find no merit in the applicant’s contention in this regard. 

After carefully considering the record in this case, I am constrained to agree 
with the examiner that applicant’s mark “Vel Rez” embodies in its entirety the mark 
“Rez” of opposer, and that it bears such resemblance to other marks of the opposer, 
such as “White Rez” and “Hi-Gloss-Rez,” as to be likely to cause confusion in 
trade as to the source or origin of the applicant’s goods bearing the mark ‘Vel Rez.” 
Cranberry Canners, Inc. v. Nestle’s Milk Products, Inc., 615 O. G. 818, 79 U. S. 
P. Q. 35; Ex parte Graymoor Fashions, Inc., 620 O. G. 1207, 79 U. S. P. Q. 423. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE PACIFIC MOULDED PRODUCTS CoO. 
Commissioner of Patents—July 2, 1951 


TraADE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 


TrRADE-MarKs—REGISTRABILITY—GENERAL 

“Super-Maid” held merely descriptive of synthetic rubber mats for drainboards, 
baths, floors, showers and sinks and therefore not registrable, under 1905 Act. 

Since the word “super” is clearly descriptive and the word “maid” is but the 
phonetic equivalent of the descriptive word ‘“‘made,” held that neither alone, nor both 
together could have any significance in identifying the goods of applicant as to source. 

Words descriptive of quality of an article may not be registered as a trade-mark 
since they do not function to distinguish either by their meaning or association the 
origin or ownership of goods to which they are applied. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Pacific Moulded Products Co. 
Applicant appeals from refusal of registration under 1905 Act. Affirmed. 

Mason & Graham, of Los Angeles, Cal., for applicant. 

Ku1nce, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant of its trade-mark “Super-Maid” filed under the Act 
of February 20, 1905, and used for “synthetic rubber mats for drainboards, baths, 
floors, showers and sinks.” Registration was refused on the ground that appli- 
cant’s mark is descriptive of the goods. 
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It is the position of the examiner that the word “super” is a descriptive synonym 
of the word “superior” and that the word “maid” is the phonetic equivalent of 
the descriptive word “made.” The word “Super” in the mark “Supersite” was 
held to be descriptive in Ex parte Universal Metal Products Co., Inc., 84 U.S. P. Q. 
374, and the word “maid,” the phonetic misspelling of “made,” has also been held 
descriptive and to have the same connotation as the latter, both sounding alike; in 
a mark of the kind under consideration, sound is the important factor. Applicant, 
moreover, admits in the brief that the word “super” is descriptive, and that the 
word “maid” is equally descriptive when the words are considered separately, but 
applicant urges that when considered as an entity the composite mark is incongruous 
in that it is not clearly descriptive of anything, but gives rise to conjecture as to its 
actual meaning, if any it has. The examiner, nevertheless, considered that the mark 
“Super-Maid,” as a whole, merely describes the goods as being made in a superior 
manner and to have superior qualities. 















I am inclined to agree with the examiner’s opinion in this regard, since the 
word “super” is clearly descriptive, the word “maid” is but the phonetic equiv- 
alent of the descriptive word “made” and neither alone, or both together, could 
have any significance in identifying the goods of the applicant as to the source 
or origin thereof any more than it could so function to identify any other product 
made in a superior manner. Words descriptive of the quality of an article as 
in the present case may not be registered as a trade-mark since they do not function 
to distinguish either by their meaning or by association the origin or ownership of 
the goods to which they are applied. Beckwith v. Commissioner of Patents, 252 
U. S. 538, 1920 C. D. 471. Moreover, each of the words of applicant’s mark being 
admittedly descriptive and hence unregistrable separately, their combination in 
the form shown does not endow them with registrability, Ex parte Sonotone Cor- 


poration, 579 O. G. 712, 67 U. S. P. Q. 21. 
The decision of the Examiner of Trade-Marks is affirmed. 
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Trape-Marxs—Goops or THE SAME CLASS—ParTICULAR INSTANCES 
Topical liquid preparation for treatment of dandruff, held goods of sufficiently close 
descriptive properties as to lead to likelihood of confusion as to origin with capsules and 
liquid preparation for dogs, sold under the same mark. 
Trape-MarKs—DeEFENSES—RES JUDICATA 
Since appeal, by applicant herein, to Court of Customs and Patent Appeals from 
Commissioner’s decision is still pending, in cancellation proceeding involving same mark 
and same parties, question of res judicata cannot be considered at this time. 









ApPpEALS—PLEADING AND PracTICE—GENERAL 

While court suggested that it would be better practice for Patent Office to suspend 
action on second case pending final decision in first case, Commissioner, upon applicant’s 
petition, expedited second appeal so that both could be considered by the court at the 
same time. 
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Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Malvina D. Myers, doing busi- 


ness as Sure Shot Laboratories. Applicant appeals from refusal of registration, 
under 1946 Act. Affirmed. 


John F. Brezina, of Chicago, IIl., for applicant. 
Feperico, Examiner in Chief: 


This is an appeal by the applicant from the decision of the Examiner of Trade- 
Marks refusing to register its mark consisting of the words “Sure Shot” with a 
figure, used for “topical liquid preparation for treatment of dandruff.” 


The basis for refusal is prior registration No. 226,819, to Polk Miller Products 
Corporation, for the same words “Sure Shot” used for goods described as “capsules 
and a liquid preparation for dogs.” 

Applicant is the owner of registration No. 273,954, registered August 19, 1930, 
for the same goods. This registration was the subject of a cancellation proceeding, 
Cancellation No. 5316, brought by Polk Miller Products Corporation, in which the 
reference registration 226,819 was relied on by the petitioner. On appeal from the 
decision of the Examiner of Interferences, the Examiner in Chief, acting under 
delegated authority to consider appeals to the Commissioner in trade-mark cases, 
held that the goods of the respective parties possessed sufficiently close descriptive 
properties as to lead to likelihood of confusion of origin and sustained the petition 
for cancellation in a decision dated October 31, 1950, 87 U. S. P. Q. 224 [41 T. 
M. R. 61]. The applicant herein has appealed to the Court of Customs and Patent 
Appeals from that decision, Appeal No. 5878. 

The registration of the applicant involved in the cancellation proceeding 
expired August 19, 1950, and the extended time for applying for renewal of the 
registration expired November 19, 1950, without any application for renewal having 
been filed. The instant application was filed in view of the expiration of the prior 
registration and the inadvertent failure to renew said registration. 

The decision of the examiner refusing the instant registration is affirmed for 
the reasons expressed in the prior decision in the cancellation proceeding. Applli- 
cant’s argument on this appeal is merely a reargument of the issue argued and 
decided in the cancellation proceeding. 

Since the appeal to the Court of Customs and Patent Appeals in the cancella- 
tion proceeding is still pending, the question of res judicata cannot be considered 
at this time, Jn re Isler, 68 U.S. P. Q. 198, 33 C. C. P. A. 791. The Court sug- 
gested, in the decision cited, that it would be better practice for the Patent Office 
to suspend action on the second case until after a final decision in the first case. 
However, in the present case, applicant petitioned the Commissioner that the appeal 
in the Patent Office be expedited in order that appeal to the Court in the present 
case could be considered by the Court together with the pending appeal in the 
cancellation proceeding, which petition was granted by the Assistant Commissioner. 


The decision of the examiner is affirmed. 
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EX PARTE GARRY LABORATORIES, INC. 
Commissioner of Patents—July 10, 1951 


TRADE-Marks—Goops oF THE SAME CLASS—PaRTICULAR INSTANCES 
Preparation in the nature of sealing cement for repairing of leaks in automobile 
engines, etc., held so closely related to anti-freeze solution that use of the same mark on 
them would be likely to cause confusion as to origin, under 1946 act. 


TRADE-Marks—Scope oF ProTecTiION—GENERAL 
Even weak mark held entitled to some range of protection. 


TraDE-MarksS—REGISTRABILITY—GENERAL 
Section 2(d) of 1946 Act requires refusal of registration of trade-mark which so 
resembles a mark registered in the Patent Office * * * by another and not abandoned as 
to be likely, when applied to applicant’s goods, to cause confusion or mistake or to deceive 
purchasers. 


TRADE-MARKS—PLEADING AND PracTicE—Proor oF ABANDONMENT 
On facts of record, applicant held to have failed to prove abandonment by prior 
registrant. 
Issue of abandonment can best be settled by appropriate cancellation proceedings, 
rather than ex parte as applicant has attempted to do here. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Garry Laboratories, Inc. Appli- 
cant appeals from refusal of registration, under 1946 Act. Affirmed. 

John S. Powers, of Buffalo, N. Y., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
to register to the applicant the mark “Gold Seal” with a conventional seal design 
for use on goods described in the application as “preparation in the nature of sealing 
cement for the repair of leaks in automobile engines, etc.” The basis for refusing 
the registration is registration No. 304,102, registered June 20, 1933, to the Banner 
Manufacturing Company, Inc. for the mark “Gold Seal” for use on “anti-freeze 
solution.” 


Applicant urges that the products are different and that the phrase “Gold Seal” 
has been so commonly used as a trade-mark that it is very weak and not entitled 
to any scope with respect to the products upon which it is used. The products 
of the applicant and the registrant in this case are not competitive in the sense that 
one would be used for the other, but they are both products that would be sold in 
the same place and to the same class of purchasers, and also used in the same place. 
Applicant’s product is a composition which is added to the water in the radiator 
of an automobile for the purpose of stopping small leaks, while the product of the 
registrant is a solution which is added to the water in the radiator of an automo- 
bile for the purpose of preventing it from freezing during cold weather. These 
products are considered so closely related that the use of the same mark on them 
would be likely to cause confusion as to origin. 

With respect to the weakness of the mark “Gold Seal,” even a weak mark may 
be entitled to some range of protection, for example, the very mark “Gold Seal” 
when used for work gloves was refused registration over “Gold Seal” used for piece 





41 T.M.R. AEROJET ENGINEERING CORPORATION 879 


goods and various items of clothing in Ex parte Good Luck Glove Co., 85 U. S. 
P. Q. 509. 

Applicant points out that the registrant has been subject to Cease and Desist 
Orders of the Federal Trade Commission in view of certain practices in connection 
with its anti-freeze solution, and that such Orders in effect kill the registrant’s 
product. 

However, the Federal Trade Commission Orders do not prevent the registrant 
from continuing the sale of the same product with the proper information as 
required by the Orders, nor do they prevent the registrant from changing the com- 
position of the product. It may very well be that the effect of the Orders has been 
to stop the sale of the registrant’s product and create an abandonment of the regis- 
trant’s mark, but there is no evidence to this effect in the record. It should be noted 
that Section 2(d) of the Trade-Mark Act of 1946 requires the refusal of registration 
of a trade-mark which “so resembles a mark registered in the Patent Office * * * 
by another and not abandoned, etc.” In any event, it is believed that the issues 
raised by applicant’s contentions should best be settled by an appropriate cancella- 
tion proceeding against the registration where the registrant can be heard, rather 
than ex parte with insufficient facts as is attempted to be done here. 

The decision of the examiner refusing registration is affirmed. 


EX PARTE AEROJET ENGINEERING CORPORATION 
Commissioner of Patents—July 11, 1951 


TraDE-Marks—Worps INCAPABLE OF ExcLusIvE APPROPRIATION—GENERIC TERMS 
“Jato” held a generic word of the English language designating or used in connection 
with jet motors, and not capable of functioning as a trade-mark to distinguish applicant’s 
goods. 
TRADE-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—GENERAL 
Dictionary definitions held not always to indicate lack of trade-mark significance of 
a word. 


TRADE-MarKS—ACQUISITION OF RIGHTS—GENERAL 

That applicant was only person making and supplying the article held not to indicate 
that the word was used in a trade-mark sense. 

While question of inventorship of word is not involved in considering trade-mark 
rights, fact that other people coined and used new word for new article before applicant 
attempted to use the word as its trade-mark for the same article bears on absence of 
trade-mark significance of the word. 

Publications dated prior to applicant’s date of first use and before applicant’s filing 
date held sufficient to show generic nature of the word at these times and subsequent 
publications, held relevant as showing that generic nature of the word continued and 
still exists. 


TRADE-MARKS—PLEADING AND PracTICcE—RECONSIDERATION 
Reconsideration will be granted, if applicant so requests, within limit of appeal, in 
view of citation of new references. 
Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Aerojet Engineering Corporation. 
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Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
D. Gordon Angus, of Pasadena, Cal., and Burns, Doane & Benedict, of Washington, 

D. C., for applicant. 

Feperico, Examiner in Chief: 

This is an appeal from the action of the examiner refusing registration to the 
applicant of the word “Jato” as a trade-mark for jet motors. The application was 
filed on January 25, 1947 and alleges July 23, 1946 as the first date of use of the 
mark on the goods in applicant’s business. 

More specifically, the goods on which the mark is used by the applicant are 
rocket motors of the type used for assisting the take-off of aircraft. These motors 
ordinarily comprise a combustion chamber in which a propellant material is burned 
to produce a gas jet exhausted at high velocity through an exhaust nozzle, the 
reaction of the jet producing the thrust which assists the take-off of the aircraft to 
which it is attached. 

Registration has been refused on the ground that “Jato” fails to distinguish 
applicant’s goods in commerce and does not identify applicant as the owner of the 
alleged mark. The ground of refusal is in effect that the word is a generic name 
for articles of the character involved, and hence is incapable of distinguishing appli- 
cant’s goods from the goods of another. The question involved in this appeal is 
whether the word “Jato” is a word denoting the particular articles or units, or used 
in connection therewith, or whether it is the trade-mark of the applicant. 

Applicant’s account of its use of “Jato” is substantially as follows. For some 
time, beginning in 1942, applicant was the only firm building rocket motors of the 
type involved for the armed forces, originally for the Army Air Force, and later 
for the Navy Department. The units involved were known as “jet-assisted take-off” 
units, and people in the Navy Department began referring to them by the initials 
of this expression and the product became generally known by the name “Jato”. 
After it had become generally known by this name, applicant requested permission 
from the Navy Department to mark the word on the product itself. The Navy De- 
partment declined for some time to give permission to use the word on the goods 
(The United States Government was then the only purchaser) and it was not until 
the year 1946 that applicant was enabled to so use the word. Thereafter applicant 
supplied the motors with the word “Jato” on them. At the same time, commercial 
sales were made to others than the United States Government and the mark “Jato” 
was used on these motors. 

One of the methods of formation of new words is the coining of a new word 
from the initial letters or syllables of some expression. It has been a very common 
practice, particularly during the last several decades, to refer to organizations, gov- 
ernment bureaus and agencies, and a variety of other things or operations by the 
initial letters of some official or other name. In most instances, the initial letters 
do not form a pronounceable combination and the letters are separately sounded, 
being used as an abbreviation, but in some instances a pronounceable combination 
of letters results from the initials and they are pronounced as a word. Most of 
these have but a fleeting existence, but in a number of instances a new word has 
been added to the English language; a few examples may be readily thought of. 
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It seems to me that the word “Jato” involved in this case has gone through 
the evolution of becoming a word of the English language. The expression initially 
used, “‘jet-assisted take-off” was abbreviated to the initial letters “Jato”, at first 
written entirely in capital letters and subsequently with only an initial capital and 
without any capital letters at all, and the word used to denote the article. The word 
has been used in various forms in a large variety of printed publications, including 
newspapers, magazines and books, and is included in dictionaries. 

A number of publications have been cited by the examiner to illustrate various 
appearances of the word. To these examples a number of additional ones are 
added herein. 

The Navy published official manuals of instructions for use of its flight crews 
with “Jato” equipment. Two editions are cited, each entitled “Jato (Jet Assisted 
Take-Off.” The first is dated June 1, 1945 (36 pages) and has a “Restricted” 
notice printed thereon which has been crossed off by a stamp. The second is dated 
March 1, 1946 (53 pages) and was not restricted. Both of these manuals use the 
word “Jato” several times on almost every page, and the use is such that it indicates 
the device in each instance rather than any particular maker. 

The examiner cited the book “The Coming Age of Rocket Power” by G. Ed- 
ward Pendray, published in 1945 by Harper and Brothers, New York. Chapter 12, 
dealing with jet-assisted takeoff, contains numerous uses of the word jato, in each 
instance, except when beginning a sentence, in lower case letters. A few quotations 
from pages 165, 167 and 168 show the generic use of the word: 


“Thrustors used for assisting planes to take off are referred to as ‘jatos’ for ‘jet- 
assisted takeoff.’ ” 

“# # * the weight of the empty jato.” 

“Jato units are now regularly used by the Navy * * *.” 

“The Navy jatos are large bomb-shaped cylinders * * *.” 

“# # # the weight of the jato * * *.” 

“‘Jato-equipped Navy planes * * *.” 

“The Navy’s experiments with jato units * * *.” 

“# # # 4 jato enthusiast of long standing.” 

“# * * five jato units were installed * * *.” 

“These special jato units were produced * * *.” 

“Considerable development of liquid-fuel jatos has also been done by Reaction 


Motors, Inc. since 1941.” 


The Journal of the American Rocket Society in the December 1945 issue has 
an article, beginning on page 24, with the title “Heinkel Jatos—German Jet As- 
sisted Takeoff Units,” by R. D. Wolcott, Sr. The first paragraph of the article 
reads: 


“The following general description contains information in regard to a specific 
type of Jato unit employed by the Luftwaffe on aircraft of three general classes or 
types: fighters, medium bombers and heavy bombers. By the utilization of the Jato 
units these aircraft could be used on normal field conditions with extreme overloads.” 


Patent No. 2,544,830, issued March 13, 1951, application filed October 5, 
1948, has the title “Jato release device,” and on page 1, lines 20, 21, appears 


“These jet assisted take-off units, often termed ‘jato’ units, * * *.” 
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A small book of 71 pages with the title “The Assisted Take-Off of Aircraft” 
by Calvin M. Bolster, Rear Admiral, U. S. N., published by Norwich University, 
Northfield, Vermont, in 1950, is also cited. This book, devoted to the subject, 
contains well over a hundred instances of the use of the word jato. While it is 
used in capital letters, the usage throughout shows a generic meaning and nowhere 
indicates any trade-mark significance. The author even refers (page 9) to a certain 
rocket experiment of a Chinese inventor, one Wan Hah, in the thirteenth century, 
as the “first known experiment in the use of “Jato,” which was not a success. 

The following additional publications containing some use of the word “Jato” 
are listed without any specific quotation: 

Aero Digest, Oct. 1, 1944, pages 108, 212. 

Astronautics, December 1944, page 11. 

Scientific American, January 1945, page 25. 

Recognition Journal, February 1945, pages 6, 7. 

Rockets and Jets, by Herbert S. Zim, Harcourt, Brace and Co., 1945, page 70. 
Aviation Week, Sept. 22, 1947, page 21. 

Rockets and Space Travel, by Willy Ley, Viking Press, New York, 1947, page 330. 
Radio News, January 1948, page 41. 

Washington Post, Sept. 5, 1948. 

Washington Evening Star, Feb. 16, 1949, page A3. 

Popular Science, April 1949, page 146. 

Washington Times-Herald, Oct. 25, 1949, page 5. 

Popular Science, October 1950, page 127. 

Science News Letter, Nov. 11, 1950, page 307. 

Journal of the American Rocket Society, December 1950, page 195. 


Dictionaries also list the word “jato” with the definition indicating a generic 
meaning. The book of Pandray, above mentioned, contains as an appendix, a 
“Lexicon of Rocket Power” in which appears (page 231) the definition: 

“JATO. Apparatus for producing jet-assisted takeoff, or an airplane so 
equipped.” 

The “Journal of the American Rocket Society” in the issue of June 1945, has 
a glossary of rocket terms, on page 14 of which appears the following definition: 


“JATO—Apparatus for producting [producing ?] jet-assisted take-off, or an air- 
plane so equipped.” 


“Casey Jones Cyclopedia of Aviation Terms” (1946) has the following defini- 
tion on page 88: 
“Jet-assisted take-off is commonly contracted to jato.” 
“The Dictionary of Guided Missile Terms,” published by Public Affairs Press, 
Washington, D. C., in 1949, has the following definition on page 30: 


“JATO—An auxiliary rocket device for applying thrust to some structure or 
apparatus.” 


Funk and Wagnall’s New Standard Dictionary of the English Language, copy- 
right 1949, defines jato in the new word section: 


JATO—A jet-propulsion unit attached to airplanes to facilitate quick take-off 
[J(et) A(ssisted) T(ake) O(ff).] 
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Webster’s New Collegiate Dictionary, copyright 1949 also contains the follow- 
ing definition: 
“ja’to un’it (j a’ t o). [jet / assisted / take-off.] Aeronautics. An auxiliary 


means of propulsion for assisting the take-off of an airplane, consisting of one or more 
rocket engines which are usually discarded after the fuel has been consumed.” 


Dictionary definitions do not always indicate lack of trade-mark significance of 
a word, but it is apparent in this case that the word has gotton into the dictionaries 
owing to its general use, both before and after applicant’s use of the word, as a 
word referring to the article. 

Applicant argues that the word “Jato” has been only used to refer to appli- 
cant’s product and that the many uses in capital letters recognized its trade-mark 
significance. The citations do not support these arguments. The use of the word 
in capital letters is believed to have been due to the origin of the word, since in the 
numerous instances wherein initial letters have been used for some expression they 
have been usually used as capital letters, and not due to any recognition of trade- 
mark significance. That the applicant was the only person making and supplying 
the articles does not indicate that the word was used in a trade-mark sense. The 
word appears to have been used to refer to the article itself, and not to the source 
of the article. 

Applicant further argues that it does not need to have originated the word in 
order to own it as a trade-mark. It is true that the question of inventorship of a 
trade-mark is not involved in connection with trade-mark rights. However, the 
fact that the applicant did not coin the expression for the article is significant as 
part of the case showing the development of the expression as a word in the Eng- 
lish language. The fact that other people coined and used a new word for the new 
article before applicant attempted to use the word as its trade-mark for the same 
article has an important bearing in the absence of trade-mark significance of the 
word. 

Applicant objects to the use of publications dated after the date of first use 
alleged in the application, or after the date of filing the application. Without 
considering this objection well-taken it may be stated that the publications dated 
before applicant’s date of first use or before applicant’s filing date are sufficient to 
show the generic nature of the word at either of these times and the subsequent 
publications are relevant as showing that this generic nature continued and still 
exists. 


It is accordingly held that the word jato is a generic word designating or used 
in connection with the articles with which applicant uses the mark, and is not 
capable of functioning as a trade-mark to distinguish the goods of the applicant 
from those of another. 


The decision of the examiner refusing registration is affirmed. 

In view of the citation of a number of new references, a reconsideration will 
be granted if the applicant so requests within the limit of appeal to the court, Ex 
parte Converse Rubber Company, 6 U. S. P. Q. 140. 
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EX PARTE STADIUM MANUFACTURING CO., INC. 
Commissioner of Patents—July 12, 1951 


TRADE-MARKS—REGISTRABILITY—GENERAL 
The existence of other words to describe article or a special feature of it held no 
answer to charge that notation under consideration is descriptive. 
Fact that applicant long used or advertised mark is of no significance, if words are 
merely descriptive of qualities or characteristics of the goods. 


Trape-Marks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Balloon Seat” held merely descriptive of pajamas and of any garment having full, 
wide seat; and being thus descriptive is incapable of identifying source and therefore 
incapable of functioning as a trade-mark, under section 2(f) of 1946 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Stadium Manufacturing Co., Inc. 
Applicant appeals from refusal of registration, under 1946 Act. Affirmed. 
Thomas W. Y. Clark, of Baltimore, Md., for applicant. 

Ku1ncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 
registration to the applicant of the words “Balloon Seat” for pajamas. 

The application was originally filed under the Trade-Mark Act of February 
20, 1905, and later amended to bring it under the provisions of section 2(f) of 
the Principal Register of the Act of July 5, 1946. Registration was denied by the 
examiner on the ground that the notation “Balloon Seat” is incapable of dis- 
tinguishing the applicant’s goods from those manufactured by others, since the 
notation acourately describes a full-cut seat which is frequently used in pajamas 
and shorts to provide greater comfort to the wearer. 

The examiner in his statement referred to a number of advertisements by this 
applicant and others in various publications wherein the notation here sought 
to be registered is used to refer to a structural feature of pajamas and shorts 
rather than the source or origin of such goods. 

The applicant admits in the brief that the words “Balloon” and “Seat” are 
descriptive, but argues that since there are other words which are equally descrip- 
tive of a full-cut seat which others may use and since the words balloon-seat have 
at least one other and obvious meaning, the notation “Balloon Seat” is not merely 
descriptive of the goods and its registration will in no way restrict others from 
properly describing similar goods. I find this argument unconvincing because the 
existence of other words to describe a certain article or a special feature of an 
article is no answer to the charge that the notation under consideration is descriptive. 

Another consideration urged by the applicant is that the mark must be con- 
sidered not only as of the present date, when it has long been associated in men’s 
minds with the product upon which it is used, but also as of the date when it was 
first applied to the article. It will be noted that both this applicant and others 
described the seats of their pajamas and shorts as balloon-seats, not as an indica- 
tion of origin, but simply to indicate the type of garment. The fact that applicant 
long used or advertised the mark is of no significance if, as stated by the Supreme 
Court in Beckwith v. Commissioner of Patents, 252 U. S. 538, the words are merely 
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descriptive of qualities or characteristics of the goods, since the function of a trade- 
mark is to point distinctively to the ownership or origin of the goods to which it is 
applied. Words merely descriptive of the characteristics of an article such as those 
here under consideration do not do this. 

In the present case, the notation “Balloon Seat” is considered to be merely 
descriptive of the character of the applicant’s pajamas and indeed of any garment 
having a full, wide seat, and being thus descriptive is incapable of identifying the 
applicant’s goods as to the source or origin thereof and therefore incapable of func- 
tioning as a trade-mark. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE FOOD MACHINERY CORPORATION 
Commissioner of Patents—July 12, 1951 


TrapeE-Marks—Marks INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Micro-Milled” held merely descriptive of an insecticidal composition for use on 
plants, under 1905 Act. 
TraDE-MarKs—REGISTRABILITY—GENERAL 
Fact that registrations containing the prefix “micro” or “micron” have been granted 
heretofore, held to afford no sound reason for granting registration of mark merely de- 
scriptive of property or quality of applicant’s goods. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Food Machinery Corporation. 
Applicant appeals from refusal of registration, under 1905 Act. Affirmed. 
Alonzo Simpson McDaniel, of Washington, D. C., for applicant. 

KurncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Marks refusing 

registration to the applicant of the mark “Micro-Milled” for “an insecticidal com- 


position for use on plants.” The examiner’s refusal to register the applicant’s mark 
is based on the ground that the mark is descriptive. The application was filed under 
the Trade-Mark Act of February 20, 1905. 

The word “micro” has a well defined meaning as does also the word “milled,” 
the two combined simply meaning that the product has been milled or reduced, 
by grinding or otherwise, to an extremely fine state of subdivision. Insecticidal 
compositions are ordinarily applied either as a very fine dust or as a very fine spray, 
depending upon the mode of application; the finer the dust in the case of a dry 
insecticide, the more extensive the coverage. 

The term “Micro-Milled” merely means that the insecticide is one which is 
sufficiently reduced in particle size to perform its intended function and it is my 
view that the term is merely descriptive of a quality of the applicant’s goods, and 
is therefore unregistrable under the Act of February 20, 1905. 

It is contended in the brief that the compound word “Micro-Milled” is a new 
word not found in any dictionary of the English language. The same may be said 
of a number of words or coined expressions, the meanings of which are readily ap- 
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parent to the average person and whose connotation is even more apparent when 
applied to certain articles. In re Bailey Meter Co., 26 C. C. P. A. 1136, 102 F. 2d 
843, 41 U.S. P. Q. 275. 

The applicant calls attention to the fact that this Office has granted prior regis- 
trations to others wherein the prefix “micro” or “micron” has been used in combina- 
tion with other known descriptive words or conventional suffixes. The fact that 
registrations containing the prefix “micro” or “micron” have been granted hereto- 
fore affords no sound reason for granting a registration to the applicant where the 
mark sought to be registered is merely descriptive of a property or quality of the 
applicant’s goods. 

The decision of the Examiner of Trade-Marks is affirmed. 


EX PARTE BELNAP & THOMPSON, INC. 
Commissioner of Patents—July 13, 1951 


Trapve-Mark Act or 1946—Sgrvick Marxs—SEcTIoNs 3 AND 45 


Service MARKs—REGISTRABILITY—GENERAL 
1946 Act assimilates service marks to trade-marks; and aside from differences in 
manner of use and display and wider variety of possible marks covered by definition of 
service marks in Section 45, the various provisions of the trade-mark sections of the 1946 
Act apply to service marks. 


Service MarKs—AcQUuISITION OF RIGHTS-—GENERAL 
On facts of record, applicant’s use of phrase “Incentive Bank of America,” held 
analogous to use as a trade name and not as trade-mark or service mark. 
Phrases used as trade names held not registrable as service marks, since trade names 
are not registrable under 1946 Act. 


ServicE Marks—PLEADING AND PracTICE—GENERAL 
Specimens showing use of phrase in advertising, filed about one year after application, 
held irrelevant since not used before filing of application. 


SerRvicE Marks—Marks CAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
“Incentive Bank of America” held not descriptive of services of sales promotion 
business. 


Appeal from Examiner of Trade-Marks. 

Application for registration of service mark by Belnap & Thompson, Inc. Ap- 
plicant appeals from refusal of registration, under 1946 Act. Affirmed. 

Spencer, Johnston, Cook & Root, of Chicago, IIl., for applicant. 
Feperico, Examiner in Chief: 

This is an appeal by the applicant from the refusal of the examiner to register 
the phrase “Incentive Bank of America” as a service mark on the Principal Reg- 
ister. The grounds for rejection are (1) that the mark sought to be registered has 
not been used as a service mark in so far as shown by the specimens filed with the 
application, and (2) that the phrase sought to be registered is descriptive as applied 
to the services. 

The services rendered by the applicant are stated in the application in the fol- 
lowing language, “sales promotion of clients’ goods or services by establishing an 
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incentive program to increase clients’ individual salesmen’s quotas through the 
issuance of prize checks to the salesmen redeemable in merchandise prizes, in class 
101, Advertising and business.” The actual nature of the services can be seen 
from a more detailed description of its business. The applicant is in the business 
of sales promotion, and its clients are particular businesses which may wish to con- 
duct a program among its salesmen for promoting the sales of its products. The 
applicant devises plans for its clients suitable for the particular business involved. 
Most of applicant’s business is in connection with the particular plan with which 
the alleged service mark is used. A typical example, described by applicant in its 
brief, operates as follows. The applicant proposes the plan and furnishes the com- 
pany a large number of blanks to be described more in detail. The company 
conducts a prize contest among its salesmen. For each unit of sales made by a 
particular salesman, he is given a prize “check” for so many “merits,” these checks 
being written on the blanks supplied by the applicant. Each salesman in the or- 
ganization receives total checks for merits proportional to his sales. Applicant also 
furnishes catalogs of prizes, these prizes being various articles of merchandise, listing 
the number of merits for which each prize may be secured. The salesman, looking 
through the catalog, selects the article which he wishes to possess, and when he has 
accumulated checks for a sufficient number of merits to pay for the article, he en- 
dorses and sends the checks to the applicant, and receives the article from the appli- 
cant. Periodically, the client is billed by the applicant for the charges for its 
services, and also for the cash value of the articles that it has dispensed as prizes 
to the client’s salesmen. 

The blanks furnished by the applicant consist of perforated sheets with instruc- 
tions, order blanks, blank checks, and records. The prize checks are headed 


Incentive Bank of America 
1516 South Wabash—Chicago 5, IIl. 


The instructions refer to “writing to the Incentive Bank of America” in the text 
and state that after the order for a prize is written and the prize checks endorsed 
they are to be sent to 
Incentive Bank of America 
1516 South Wabash Ave. 
Chicago 5, Illinois. 


These are the only examples of applicant’s use of the mark at or prior to 
the date of the application which have been submitted. Five of the blanks con- 
stitute the specimens accompanying the applications. 

The first ground of rejection is based on the contention that the use of the 
phrase in the manner indicated was not use as a service mark, but on the other 
hand, was use as a trade name. 

Section 3 of the Trade-Mark Act of 1946 provides for the first time for the 
registration of so-called service marks, and reads as follows: 

“Subject to the provisions relating to the registration of trade-marks, so far as 


they are applicable, service marks used in commerce shall be registrable, in the same 
manner and with the same effect as are trade-marks, and when registered they shall be 
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entitled to the protection provided herein in the case of trade-marks, except when used 
so as to represent falsely that the owner thereof makes or sells the goods on which such 
mark is used. The Commissioner may establish a separate register for such service 
marks. Applications and procedure under this section shall conform as nearly as prac- 
ticable to those prescribed for the registration of trade-marks.” 


Aside from certain differences which will be pointed out, the statute assimi- 
lates service marks to trade-marks. Service marks might just as well have been 
called trade-marks for services, leaving conventional trade-marks to be referred 
to as trade-marks for goods, but the different term is probably more convenient. 
The definition of service marks in section 45, which states that a service mark 
is “used in the sale or advertising of services to identify the services of one person 
and distinguish them from the services of others” is parallel to the definition of 
trade-mark which states that a trade-mark is “used by a manufacturer or merchant 
to identify his goods and distinguish them from those manufactured or sold by 
others.” Inasmuch as a service mark is not used with goods, it obviously cannot 
be attached to the goods as in a trade-mark for goods, and hence a service mark 
is used when it is used or displayed in the sale or advertising of the services. In 
addition, the definition of service mark offers a greater variety of possible marks 
than is the case with trade-marks for goods. Aside from these differences, the 
trade-mark sections and the various provisions thereof apply to service marks, 
that is, to trade-marks for services, as they do to trade-marks for goods. 


It has already been decided in a number of cases that the use of a phrase 


as a trade name only does not constitute use as a trade-mark for goods. For 
example, in Ex parte Duncan Electric Manufacturing Co., 86 U. S. P. Q. 171, 
the phrase “Duncan Electric Mfg. Co.” was refused registration as a trade-mark 
when the only use of the phrase was with the address of the company on packages 
and name plates. See also In re Lyndale Farm, 88 U. S. P. Q. 377, affirming 80 
U. S. P. Q. 45. Applicant’s use of the alleged mark sought to be registered is 
considered analogous to the uses of the marks sought to be registered in the cases 
cited, that is, the use is that of a trade name rather than that of a trade-mark. 
That trade names are not registrable as trade-marks, or as service marks either, 
is further shown by the history of the Trade-Mark Act of 1946. The original 
provision relating to service marks did not provide solely for the registration of 
service marks, that is, trade-marks for services, but provided that “any trade 
name * * * used in commerce upon or in relation to specific goods or specific 
services * * * may be registered.” There was some objection to this general 
registration of trade names and subsequent revisions of the provision eliminated the 
registration of trade names completely, and provided for the registration of service 
marks in a manner analogous to trade-marks for goods as has been pointed out. 

That the name used is fictitious rather than the actual name of the applicant 
is considered irrelevant. If a trade name can not be registered, a name which 
has the appearance of and is used in exactly the same manner asa trade name 
should likewise not be registered. 

After the filing of the application applicant submitted some additional 
specimens, consisting of copies of an advertisement published about a year after 
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the filing of the application. While the use of the name in this advertisement 
more closely approaches proper service mark use than the earlier specimens, the 
advertisement cannot be considered since it was not used before the application 
was filed. 

The second ground for refusal of registration is that the expression is de- 
scriptive. I am not satisfied that, if properly used as a service mark, it can be 
designated as so descriptive as to require refusal of registration on this ground. 
The word “bank” is only intended to have a figurative meaning, and might 
be more appropriately called suggestive rather than descriptive, and the phrase 
‘of America,” is not descriptive in any event. 

The decision of the examiner refusing registration is affirmed. 


EX PARTE F. B. CHAMBERLAIN COMPANY 
Commissioner of Patents—July 20, 1951 


Trape-Marxk Act oF 1946—REPUBLICATION—SECTION 12(c) 

On facts of record, affidavit filed under section 12(c), held to set forth “goods stated 
in the registration,” viz. “self-raising flour”; and registrant held entitled to republication 
of 1905 Act registration under 1946 Act, though certain ingredients were changed since 
1910 without changing the essential nature of the product. 


Petition from Examiner of Trade-Marks. 


Petition by F. B. Chamberlain Company for republication of 1905 Act registra- 
tion, under 1946 Act, granted. 


William Keane Small, of Clayton, Mo., for petitioner. 


KLINGE, Assistant Commissioner: 


This is a petition under Rule 27.1 wherein petitioner requests that the 
Examiner of Trade-Marks be directed to republish registration No. 79,648, under 
the provisions of section 12(c) of the Trade-Mark Act of 1946. The registration 
was originally published under the Act of 1905 and later renewed. 


Section 12(c) provides: 


“A registrant of a mark registered under the provisions of the Act of March 3, 
1881, or the Act of February 20, 1905, may at any time prior to the expiration of the 
registration thereof, upon the payment of the prescribed fee file with the Commissioner 
an affidavit setting forth those goods stated in the registration on which said mark is 
in use in commerce and that the registrant claims the benefits of this Act for said 
mark. © © ©” 


The question here presented is whether the applicant is entitled to republica- 
tion of its registration where the ingredients of the goods, a pancake flour, have 
been to some extent modified. The examiner held that the description of goods 
in connection with which the mark is used, as set forth in che affidavit, is different 
from the goods stated in the registration and refused to republish applicant’s 
registration. 


The goods are defined in the registration as follows: 
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“# # # an article of food, consisting of a mixture of ground wheat, ground corn, 
ground rye, ground rice, phosphate, soda and salt, and sold under the name of ‘Pan- 
cake Flour’ in class 46, Foods and ingredients of foods.” 


The affidavit filed under the provision of section 12(c) defines the goods as 
“an article of food consisting of a mixture of ground wheat, ground corn, ground 
rye, soy flour, dextrose, phosphate, soda and salt, and sold under the name of 
‘Pancake Flour’.” It will be seen that this definition omits the “ground rice” of 
the registration of and adds “soy flour” and “dextrose.” It is this change in the 
goods to which the examiner objects since he considered the goods as given in the 
body of the registration as a mixture of certain essential ingredients which are 
different from those given in the affidavit to the extent noted. 

Petitioner argues that the goods stated in the registration are the same goods 
as given in the title at the top of the registration and in the renewal certificates, 
“Self-Raising Pancake Flour”, and that the examiner who examined the application 
for registration in 1910 required the insertion of that title to define the particular 
description of the goods. 

Section 12(c) of the Act of 1946 requires that the affidavit set forth those 
goods “stated in the registration” on which said mark “is in use” in commerce. The 
question raised by the examiner’s refusal seems to be: Is the applicant’s product 
“stated in the registration” and the product of which the mark “‘is in use” essentially 
a pancake flour of the self-rising type or is it to be construed as a specific composi- 
tion of essential and unvariable ingredients. If the former, the goods “in use” are 
no different from those in the registration whereas if the latter, then the goods are 
indeed different and the applicant’s affidavit does not set forth “those goods stated 
in the registration” and the mark is not in use on such goods, but on different goods. 

It seems to me that the specific composition of applicant’s “self-raising pan- 
cake flour” is not a matter of any critical importance here. It is believed correct 
to say that modifications and changes in certain ingredients and in the proportions 
of pancake mixes may be and most likely are made at will by manufacturers from 
time to time without changing the essential nature of the product. Whether the 
“self-raising pancake flour” contains “ground rice” or “soy flour” and “dextrose” 
without regard to their relative proportions is a matter of little or no importance 
in a product of this kind. The principal consideration here is that the product is 
essentially a pancake flour, as I see the situation. It is therefore my conclusion 
that the petitioner is entitled to republication under the provisions of section 12(c) 
of the Act of 1946 since the affidavit sets forth the goods stated in the registration, a 
self-rising pancake flour, on which the mark is in use in commerce. 

The petition is granted. 
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